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THURSDAY, MARCH 25, 1954 


Unirep Srates SENATE, 
SUBCOMMITTEE OF THE COMMITTEE ON THE JUDICIARY, 
Washington, D.C. 

The subcommittee met at 10 a. m., pursuant to call, in room 424, 
Senate Office Building, Senator Alexander Wiley (chairman of the 
subcommittee) presiding. 

Present: Senator Wiley. 

Present also: George S. Green, subcommittee counsel. 

Senator Witey. The committee will come to order. 

We are very glad to see such a fine, intelligent bunch of folks here 
this morning. I trust that you are about to not decimate but dissemi- 
nate some light for us. On this foggy morning, we hope that ideas will 
be forthcoming that will be really worthwhile. 

We will place the proposed bill in the record at this point. 

(S. 2540, the bill under consideration, is as follows :) 


[S. 2540, 83d Cong., 1st sess.] 


A BILL To amend the Act entitled “An Act to provide for the registration and protection 
of trade-marks used in commerce, to carry out the provisions of international conventions, 
and for other purposes,” approved July 5, 1946 


Be it enacted by the Senate and House of Representatives of the United States 
of America in Congress assembled, That paragraph (1) of subsection (a) of 
section 1 of the Act entitled “An Act to provide for the registration and protection 
of trade-marks used in commerce, to carry out the provisions of international 
conventions, and for other purposes,” approved July 5, 1946 (60 Stat. 427), is 
amended by striking the words “as might be calculated to deceive” and inserting 
in lieu thereof ‘which when applied to the same or similar goods is likely to 
deceive, or to cause confusion, or to cause mistake”; and by striking the words 
“or services” from the proviso thereof; and by adding after the semicolon at the 
end of said paragraph the following: “And provided further, That in the case 
of every application for the registration of a mark wherein the claim of ownership 
and the right to registration are based upon use by a related company under 
section 5 hereof, the applicant shall acknowledge such use and shall indicate 
the nature of the relationship ;”’. 

Sec. 2. Subsection (d) of section 2 is amended by striking the language 
beginning with the word “purchasers”, first appearance, and ending with the 
word “herewith” at the end of said subsection and inserting in lieu thereof the 
following: “‘: Provided, That when the Commissioner determines that confusion, 
mistake, or deception is not likely to result from the continued use by more 
than one person of the same or similar marks under conditions and limitations 
as to the mode or place of use of the marks or the goods in connection with 
which such marks are used, concurrent registrations may be granted to such 
persons when they have become entitled to use such marks as a result of their 
eoncurrent lawful use in commerce prior to (i) the earliest of the filing dates of 
the applications pending under this Act; or (ii) the application filing date of a 
registration granted under this Act; or (iii) July 5, 1947, in the case of regis- 
trations previously granted under the Act of March 3, 1881, or February 20, 1905, 
and continuing in fullyforee and effect on that date; or (iv) July 5, 1947, in the 
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ense of applications under the Act of I ebruary 20, 1905, Pp nding on July 5, 1947. 
Concurrent registrations may also be granted by the Commissioner when a court 
of competent jurisdiction has finally determined that more than one person 


is entitled to use the same or similar marks in commerce In the grant of 
concurrent registrations, the Commissioner shall prescribe conditions and limi 
tations of the ¢rant as to the mode or place of use of the mark or the goods in 


connection with which such mark is registered to the respective persons.” 
Sec. 3. Section 6 is amended by striking the entire section and inserting in 
lieu thereof the following: 
a) The Commissioner shall require the applicant to disclaim unregistrable 
inatter The applicant may voluntarily disclaim parts of marks sought to be 


registered 


(bh) No disclaimer heretofore or hereafter made, or made under paragraph 
(d) of section 7 of this Act, shall prejudice or affect the disclaimant’s rights 
then existing or thereafter arising in the disclaimed matter, or the disclaimant’s 
its of registration on another application if the disclaimed matter be or shall 
ave become distinctive of the disclaimant’s goods or services.” 

Sec. 4. Subsection (a) of section 7 is amended by striking therefrom the word 
“either”; by striking the words “name printed” and inserting in lieu thereof the 





words “signature placed”; by striking the words “assistant Commissioner or by 
one of law examiners duly” and inserting in lieu thereof the words “officer of the 
Patent Office’: and by striking the words “and a record thereof, together with 


printed copies of the drawing and statement of the applicant, shall be kept in 
books for that purpose” and inserting in lieu thereof the words ‘and shall be 
recorded in the Patent Office” 

Sec. 5. Subsection (d) of section 7 is amended by striking the entire subsection 
and inserting in lieu thereof the following: “Upon application of the registrant 
the Commissioner may permit any registration to be surrendered for cancellation, 
and upon cancellation the Commissioner shall make appropriate entry upon the 
records of the Patent Office Upon application of the registrant and for good 
cause and payment of the prescribed fee, the Commissioner may permit any 
registration to be amended or to be disclaimed in part: Provided, That the 
amendment or disclaimer does not alter materially the character of the mark 
and does not involve such changes in the registration as to require republication 
of the mark. The Commissioner shall make appropriate entry upon the records 
of the Patent Office and upon the certificate of registration or, if said certificate 
is lost or destroyed, upon a certified copy thereof.” 

Sec. 6. Subsection (a) of section 8 is amended by striking the word “show- 
ing’, first appearance, and inserting in lieu thereof the word “stating”. 

Subsection (b) of section 8 is amended by striking the word “showing”, first 
appearance, and inserting in lieu thereof the word “stating” 

Sec. 7. Section 9 is amended by striking the entire section and inserting in 
lieu thereof the following 

“(a) Each registration may be renewed for periods of twenty years from 
the end of the expiring period upon the filing of an application therefor accom- 
panied by an affidavit by the registrant stating that the mark is still in use in 
commerce or showing that its nonuse in commerce is due to special circum- 
stances which excuse such nonuse and is not due to any intention to abandon 
the mark and the payment of the renewal fee required by this Act; and such 
application may be made at any time within six months before the expiration 
of the period for which the certificate of registration was issued or renewed, 
or it may be made within three months after such expiration on payment of 
the additional fee herein provided 

(b) The Commissioner shall notify any registrant who files the above- 
prescribed affidavit of his acceptance or refusal thereof and, if a refusal, the 
reasons therefor. 

‘(c) An applicant for renewal not domiciled in the United States shall be 
subject to and comply with the provisions of section 1 (d) hereof.” 

Sec. S. Section 10 is amended by changing the colon following the word 
“conducted” to a period and striking the words “Provided, That any assigned 
registration may be canceled at any time if the registered mark is being used 
by, or with the permission of, the assignee so as to misrepresent the source 
of the goods or services in connection with which the mark is used.” 

Sec. 9 Subsection (a) of section 12 is amended by changing the period a 
the end thereof to a colon and inserting after the colon the following: “Provided, 
That in the case of every applicant claiming concurrent use, or in the case 
of an application to be placed in an interference, as provided for in section 
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16 of this Act, the mark, if otherwise registrable, shall be published subject to 
the determination of the rights of the parties to such proceedings.” 

Subsection (¢c) of section 12 is amended by striking therefrom the words 
“setting forth those good stated in the registration on which said” and inserting 
in lieu thereof the words “stating that the.” 

Section 12 is further amended by adding a new subsection (d) as follows: 

“(d) The Commissioner shall maintain a public search file containing repro 
ductions of all marks for which applications for registration have been filed and 
are pending. Promptly upon the filing of an application for registration of a 
mark, a reproduction of said mark shall be filed in the search file together with 
the name of the applicant, the date of filing of the application, the goods or 
services and Class for which registration is sought, the name and address of 
the applicant’s attorney; and the Commissioner shall furnish such information 
to subscribers.” 

Sec. 10. Section 14 is amended by striking said section in its entirety and 
inserting in lieu thereof the following: 

“Any person who believes that he is or will be damaged by the registration of 
a mark on the principal register established by this Act, or under the Act of 
March 8, 1881, or the Act of February 20, 1905, may, upon the payment of the 
prescribed fee, file a verified petition to cancel said registration stating the 
grounds therefor 

“(a) before the registered mark shall have acquired an incontestable 
status as provided by section 15 of this Act: or 

“(b) at any time if the registered mark has been abandoned or its regis 
tration was obtained fraudulently or contrary to the provisions of section 
f or of subsection (a), (b), or (ce) of section 2 of this Act for a registra 
tion hereunder, or contrary to similar prohibitory provisions of said prior 
Act for a registration thereunder, or if the registered mark is being used 
by, or with the permission of, the registrant so as to misrepresent the source 
of the goods or services in connection with which the mark is used; or 

“(c) at any time in the case of a certification mark on the ground that 
the registrant does not control, or is not able legitimately to exercise control 
over, the use of such mark.” 

Sec. 11. Section 15 is amended by striking therefrom “(¢c) and (d)” following 
the word “subsections” and inserting in lieu thereof “(b) and (¢)"; and by 
striking therefrom the semicolon and the word “and” following the word “hereof” 
at the end of paragraph numbered (3) and inserting a period in lieu thereof ; 
and by striking therefrom paragraph numbered (4) in its entirety. 

Sec. 12. Section 16 is amended by striking therefrom the word “purchasers” 
following the word “deceive”. 

Sec. 18. Section 21 is amended by striking the entire section, and inserting 
in lieu thereof the following : 

“(a) Any applicant for registration of a mark, party to an interference pro- 
ceeding, party to an opposition proceeding, party to an application to register 
as a lawful concurrent user, party to a cancellation proceedings, or any registrant 
who has filed an affidavit as provided in section 8 or 9, who is dissatisfied with 
the decision of the Commissioner, may appeal to the United States Court of 
Customs and Patent Appeal: Provided, That such appeal shall be dismissed by 
said Court of Customs and Patent Appeals if any adverse party to the proceed 
ing other than the Commissioner shall, within twenty days after the appellant 
shall have filed notice of appeal according to section 21 (b) hereof, file notice 
with the Commissioner that he elects to have all further proceedings conducted 
as provided in section 21 (e) hereof. Thereupon the appellant shall have thirty 
days thereafter within which to file a complaint in a civil action under said sec 
tion 21 (e), in default of which the decision appealed from shall govern the 
further proceedings in the case. 

“(b) When an appeal is taken to the United States Court of Customs and 
Patent Appeals, the appellant shall give notice thereof to the Commissioner, 
and file in the Patent Office, within such time after the date of the decision 
appealed from, not less than sixty days, as the Commissioner shall appoint, his 
reasons of appeal specifically set forth in writing. 

“(c) The Court shall, before hearing such appeal, give notice of the time and 
place of the hearing to the Commissioner and to the parties thereto, The Com 
missioner shall transmit to the Court certified copies of all the necessary original 
papers and evidence in the case specified by the appellant and any additional 
papers and evidence specified by the appellee, and in an ex parte case the Com 
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missioner shall furnish the Court with the grounds of the decision of the Patent 
Office, in writing, touching all the points involved by reasons of appeal. 

“(d) The Court, on petition, shall hear and determine such appeals and affirm 
or revise the decision appealed from in a summary way on the evidence pro- 
duced before the Commissioner at such early and convenient time as the Court 
may appoint; and the affirmance or revision shall be confined to the points set 
forth in the reasons of appeal, except that the Court may consider other grounds 
of record on due notice to the parties, After hearing the case, the Court shall 
return to the Commissioner a certificate of its proceedings and decision, which 
shall be entered of record in the Patent Office and shall govern the further 
proceedings in the case; but no opinion or decision of the Court in any such case 
shall preclude any interested person from contesting the validity of such trade- 
mark registration in any court wherein the same may be called in question, 

*(e) Whenever a person authorized by section 21 (a) hereof to appeal to 
the United States Court of Customs and Patent Appeals is dissatisfied with 
the decision of the Commissioner, said person, unless appeal has been taken 
to said Court of Customs and Patent Appeals, and such appeal is pending or has 
been decided, in which case no action may be brought under this section, may 
have remedy by a civil action if the complaint is filed within such time after 
such decision, not less than sixty days, as the Commissioner appoints, and due 
notice thereof given to all other parties to the proceeding in the Patent Office; 
and the Court having cognizance thereof, on notice to adverse parties and other 
due proceedings had, may order, among other things, the registration of a mark, 
the cancellation (in whole or in part) or restriction of any registration, the 
restoration of cancelled registrations, and other rectifications of the register 
with respect to the registration of any party to the action, as the rights of the 
parties may be established in the proceedings. Decrees and orders shall be certi- 
fied by the Court to the Commissioner, who shall make appropriate entry upon 
the records of the Patent Office and who shall be controlled thereby. 

“The Commissioner shall not be made a party to an inter partes proceeding 
under this subsection, but he shall be notified of the filing of the complaint by the 
clerk of the court in which it is filed, and the Commissioner shall have the right 
to intervene in the action. 

“In all cases where there is no adverse party, a copy of the complaint shall 
be served on the Commissioner; and all the expenses of the proceedings shall be 
paid by the party bringing them, whether the final decision is in his favor or 
not. In all suits brought hereunder where there are adverse parties, the record 
in the Patent Office shall be admitted, in whole or in part, on motion of any party, 
subject to such terms and conditions as to costs, expenses, and the further cross- 
examination of the witnesses as the court may impose, without prejudice, how- 
ever, to the right of any party to take further testimony. The testimony and 
exhibits, or parts thereof, of the record in the Patent Office, when admitted, 
shall have the same force and effect as if originally taken and produced in the 
suit. 

“Upon the filing of a complaint in the District Court of the United States for 
the District of Columbia, wherein remedy is sought under section 21 (e) hereof 
without seeking other remedy, if it shall appear that there is an adverse party 
residing in a foreign country, or adverse parties residing in a plurality of dis- 
tricts not embraced within the same State, the court shall have jurisdiction 
thereof and writs shall. unless the adverse party or parties voluntarily make 
appearance, be issued against all of the adverse parties with the fore and effect 
and in the manner set forth in section 1392 of title 28, United States Code: Pro- 
vided, That writs issued against parties residing in foreign countries pursuant to 
this section may be served by publication or otherwise as the court shall direct.” 

Sec. 14. Section 22 is amended by changing the period at the end thereof to 
a colon and adding the words “Provided, That registration of marks under the 
Act of March 3, 1881, or the Act of February 20, 1905, shall not constitute con- 
structive notice for any time prior to July 5, 1947.” 

Sec. 15. Section 23 is amended by striking from the last paragraph thereof 
the words “has begun the lawful use of his mark in foreign commerce and 
that he.” 

Sec. 16. Section 24 is amended by inserting in the second sentence thereof, 
following the word “time”, first appearance, the following: “, upon payment of 
the prescribed fee and the filing of a verified petition stating the grounds 
therefor,”. 

Sec. 17. Section 26 is amended by inserting the words “the proviso of section 
2 (d),” after the words “advantages of”. 
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Sec, 18. Section 28 is amended by inserting after the numerals “1920,” the 
words “shall not constitute constructive notice and”. 

Sec. 19. Section 29 is amended by inserting the words “on or in connection 
with the goods or services” following the word “used”; by striking the words 
“mark goods bearing the registered mark” and inserting in lieu thereof the words 
“give such notice of registration”. 

Sec. 20. Section 30 is amended by inserting at the beginning of the third sen- 
tence thereof the words “On request of the applicant,” and changing the initial 
letter of the word “The” in said sentence to a lower-case letter; but striking the 
word “registered” from said sentence; and by striking the words “, upon pay- 
ment of a fee equaling the sum of the fees for each registration in each class.” 
and inserting in lieu thereof: “: Provided, That fees equaling the sum of the 
fees for an application in each class have been paid.” 

Sec. 21. Section 31 is amended by inserting after the ninth semicolon the words 
“for filing petition to revive an abandoned application, $10;"; by striking the 
comma following the word “disclaimer” in the final clause and inserting in lieu 
thereof the word “or”; and by striking from said final clause the words “sur- 
render, or cancellation”. 

Sec, 22. Subsection (1) of section 32 is amended by striking the entire sub- 
section and inserting in lieu thereof the following: 

“Any person who shall, without the consent of the registrant 

“(a) use in commerce any reproduction, counterfeit, copy, or colorable 
imitation of a registered mark in connection with the sale, offering for 
sale, distribution, or advertising of any goods or services on or in connection 
with which such use is likely to deceive, or to cause confusion, or to cause 
mistake; or 

“(b) reproduce, counterfeit, copy, or colorably imitate a registered mark 
and apply such reproduction, counterfeit, copy, or colorable imitation to 
labels, signs, prints, packages, wrappers, receptacles, or advertisements in- 
tended to be used in commerce upon or in connection with the sale, offering 
for sale, distribution, or advertising of any goods or services: or 

“(c¢) employ a registered mark in commerce otherwise than as a trade 
or service mark in such manner as to be likely to cause the mark to lose 
its significance as a mark, 

shall be liable in a civil action by the registrant for the remedies hereinafter 
provided. Under subsection (b) hereof, the registrant shall not be entitled to 
recover profits or damages unless the acts have been committed with knowledge 
that such imitation is intended to be used to deceive, or to cause confusion, or 
to cause mistake. Under subsection (c) hereof, the registrant shall not be 
entitled to recover profits or damages.” 

Sec. 23. Paragraph (b) of subsection (2) of section 32 is amended by striking 
the word “published” and inserting in lieu thereof the word “publisher”. 

Sec. 24. Subsection (b) of section 33 is amended by striking therefrom the 
word “certificate”, second appearance, and inserting in lieu thereof “affidavit 
filed under the provisions of said section 15”. 

Paragraph (38) of subsection (b) of section 33 is amended by striking there- 
from the words “has been assigned and”; and by striking therefrom the word 
“assignee” and inserting in lieu thereof the words “registrant or person in 
privity with the registrant,”. 

Paragraph (5) of subsection (b) of section 33 is amended by striking there- 
from the word “the” following the words “date prior to” and inserting in lieu 
thereof the words “registration of the mark under this Act or’; and by striking 
therefrom “(a) or” following the word “subsection”. 

Paragraph (6) of subsection (b) of section 33 is amended by inserting the 
words “registration under this Act” after the word “the”, second appearance; 
by striking therefrom “(a) or” following the word “subsection”, first appear- 
ance; by striking from the proviso the words ‘only where the said mark has 
been published pursuant to subsection (c) of section 12 and shall apply”; by 
striking the words “the date of” following the words “prior to” in the said 
proviso and inserting in lieu thereof “such registration or such”; and by striking 
therefrom the words “subsection (a) or (¢) of” following the word “under” in 
said proviso. 

Paragraph (7) of subsertion (b) of section 33 is amended by striking said 
paragraph in its entirety. 

Sec. 25. Section 35 is amended by striking therefrom “31 (1) (b)” and in- 
serting in lieu thereof “32”. 
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Sec. 26. Section 42 is amended by striking therefrom the initial word *That” 
and by capitalizing the then initial word “No”; by striking the word “the” fol- 
lowing the words “simulate the name of”; by striking the words “manufacture, 
er” following the word “domestic”, first appearance: by striking the word 
“trade-", each appearance; by striking the words “in accordance with the pro- 
visions of this Act” following the word “registered”, first appearance, and in- 
serting in lieu thereof the words “on the principal register, or under the Act of 
March 3, 1881, or under the Act of February 20, 1905.°; and by striking there- 
from the words “, issued in accordance with the provisions of this Act,” and 
inserting in lieu thereof the words “on the principal register, or under the Act 
of March 3, 1881, or under the Act of February 20, 1905,” 

Sec. 27. Subsection (b) of section 44 is amended by inserting the words “by 
treaty or law affords similar privileges to citizens and residents of the United 
States, or which” following the word “which”, first appearance. 

Subsection (e) of section 44 is amended by inserting after the article “a” in 
the second sentence the words “certification or a’; and by striking from said 
second sentence the words “application for or”. 

Sec. 28. Section 45, is amended by inserting in the fifth paragraph thereof, 
being the definition of Applicant, Registrant, the word “predecessors,” following 
the word “and”, first appearance. 

The ninth paragraph of said section, being the definition of Trade Name, 
Commercial Name, is amended by inserting a comma between the words “com 
mercial” and “agricultural” 

The thirteenth paragraph of said section, being the definition of a Collective 
Mark, is amended by striking the paragraph in its entirety and inserting in lieu 
thereof “The term ‘collective mark’ means a mark used by the members of a 
cooperative, an association, or other collective group or organization, to identify 
the goods or services of such members and distinguish them from the goods or 
services of another, or to indicate membership in a union, an association, or other 
organization.” 

The fifteenth paragraph of said section, being the definition of Use in Com- 
merce, is amended by changing the period at the end of said paragraph to a comma 
and adding the words “or the person rendering the service is engaged in com- 
merce.” ; 

The seventeenth paragraph of said section, being the definition of Colorable 
Imitation, is amended by deleting the word “purchasers” at the end thereof. 

The final paragraph of said section is amended by striking therefrom the word 
“commerce” and inserting in lieu thereof the word “commerce”. 


[S. 2540, 88d Cong., 2d Sess. ] 
AMENDMENT (IN THE NATURE OF A SUBSTITUTE) 


Intended to be proposed by Mr. Wiley to the bill (S. 2540) to amend the Act entitled ‘“‘An 
Act to provide for the registration and protection of trade-marks used in commerce, to 
earry out the provisions of international conventions, and for other purposes,’ approved 
July 5, 1946, viz: Strike out all after the enacting clause and insert in lieu thereof the 
following 


That paragraph (1) of subsection (a) of section 1 of the Act entitled “An 
Act to provide for the registration and protection of trade-marks used in com- 
merce, to carry out the provisions of international conventions, and for other 
purposes”, approved July 5, 1946 (60 Stat. 427), as amended, is amended by 
striking the words “as might be calculated to deceive” and inserting in lieu 
thereof “as to be likely, when applied to the goods of such other person, to 
cause confusion, or to cause mistake, or to deceive”; and by striking the words 
“or services” from the proviso thereof. 

Sec. 2. Subsection (d) of section 2 is amended by striking the language 
beginning with the word “confusion”, first appearance, and ending with the word 
“herewith” at the end of said subsection and inserting in lieu thereof the 
following: “confusion, or to cause mistake, or to deceive: Provided, That when 
the Commissioner determines that confusion, mistake or deception is not likely 
to result from the continued use by more than one person of the same or similar 
marks under conditions and limitations as to the mode or place of use of the 
marks or the goods in connection with which such marks are used, concurrent 
registrations may be granted to such persons when they have become entitled to 
use such marks as a result of their concurrent lawful use in commerce prior 
to (i) the earliest of the filing dates of the applications pending under this 


Act; or (ii) the application filing date of a registration granted under this 
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Act; or (iii) July 5, 1947, in the case of registrations previously granted under 
the Act of March 3, 1881, or February 20, 1905, and continuing in full force 
and effect on that date; or (iv) July 5, 1947, in the case of applications under 
the Act of February 20, 1905, pending on July 5, 1947. Concurrent registrations 
may also be granted by the Commissioner when a court of competent jurisdic 
tion has finally determined that more than one person is entitled to use the 
same or similar marks in commerce. In the grant of concurrent registrations, 
the Commissioner shall prescribe conditions and limitations of the grant as to 
the mode or place of use of the mark or the goods in connection with which 
such mark is registered to the respective persons”. 

Sec. 3. Section 6 is amended by striking the entire section and inserting in 
lieu thereof the following: 

“Sec. 6. (a) The Commission may require the applicant to disclaim an un- 
registrable component of a mark otherwise registrable. The applicant may 
voluntarily disclaim a component of a mark sought to be registered. 

“(b) No disclaimer heretofore or hereafter made, or made under paragraph 
(d) of section 7 of this Act, shall prejudice or affect the applicant’s or regis- 
trant’s rights then existing or thereafter arising in the disclaimed matter, or 
his rights of registration on another application if the disclaimed matter be or 
shall have become distinctive of his goods or services.” 

Sec. 4. Subsection (a) of section 7 is amended by striking therefrom the word 
either”; by striking the words “name printed” and inserting in lieu thereof the 
words “signature placed”; by striking the words “assistant commissioner or by 
one of the law examiners duly” and inserting in lieu thereof the words “officer 
of the Patent Office’: and by striking the words “and a record thereof, together 
with printed copies of the drawing and statement of the applicant, shall be kept 
in books for that purpose” and inserting in lieu thereof the words “and a record 
thereof shall be kept in the Patent Office.” 

Subsection (d) of section 7 is amended by striking the entire subsection and 
inserting in lieu thereof the following: “Upon application of the registrant the 
Commissioner may permit any registration to be surrendered for cancellation, 
and upon cancellation the Commissioner shall make appropriate entry upon the 
records of the Patent Office. Upon application of the registrant and payment 
of the prescribed fee, the Commissioner for good cause may permit any regis- 
tration to be amended or to be disclaimed in part: Provided, That the amendment 
or disclaimer does not alter materially the character of the mark and does not 
involve such changes in the registration as to require republication of the mark. 
The Commissioner shall make appropriate entry upon the records of the Patent 
Office and upon the certificate of registration or, if said certificate is lost or 
destroyed, upon a certified copy thereof.” 

Sec. 5. Subsection (a) of section 8 is amended by striking the word “showing”, 
first appearance, and inserting in lieu thereof the word “stating”; and after the 
word “use” inserting the words “in commerce”; and striking the word “its”, 
second appearance, and inserting in lieu thereof the word “any.” 

Subsection (b) of section S is amended by striking the word “showing”, first 
appearance, and inserting in lieu thereof the word “stating”; and after the word 
“use” inserting the words “in commerce”; and by striking the word “its” and 
inserting in lieu thereof the word “any.” 

Sec. 6. Section 9 is amended by striking the entire section and inserting in 
lieu thereof the following: 

“Sec. 9. (a) Each registration may be renewed for periods of twenty years 
from the end of the expiring period upon payment of the prescribed fee and the 
filing of an application therefor accompanied by an affidavit by the registrant 
stating that the mark is still in use in commerce or showing that any nonuse in 
commerce is due to special circumstances which excuse such nonuse and is not 
due to any intention to abandon the mark; and such application may be made 
at any time within six montbs before the expiration of the period for which the 
certificate of registration was issued or renewed, or it may be made within three 
months after such expiration on payment of the additional fee herein provided. 

“(b) If the Commissioner refuses to renew the registration, he shall notify the 
registrant of his refusal and the reasons therefor. 

“(¢) An applicant for renewal not domiciled in the United States shall be 
subject to and comply with the provisions of section 1 (d) hereof.” 

Sec. 7. Section 10 is amended by changing the colon following the word 
“conducted” to a period and striking the words “Provided, That any assigned 
registration may be canceled at any time if the registered mark is. being used 
by, or with the permission of, the assignee so as to misrepresent the source of 
the goods or services in connection with which the mark is used.” 
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Sec. 8. Subsection (a) of section 12 is amended by changing the period at the 
end thereof to a colon and inserting after the colon the following: “Provided, 
That in the case of an applicant claiming concurrent use, or in the case of an 
application to be placed in an interference, as provided for in section 16 of this 
Act, the mark, if otherwise registrable, shall be published subject to the deter- 
mination of the rights of the parties to such proceedings.” 

Subsection (b) of section 12 is amended by inserting after the word “months”, 
second appearance, the following: “, or such shorter time not less than thirty 
days as may be prescribed by or under regulations of the Commissioner,” 

Subsection (c) of section 12 is amended by striking therefrom the word 
“stated”, and inserting in lieu thereof the word “recited”: and by striking there- 
from the first word of the last sentence and inserting in lieu thereof the words 
“Marks published under this” 

Section 12 is further amended by adding a new subsection (d) as follows: 

“(d) The Commissioner shall maintain a public search file containing repro- 
ductions of all marks for which applications for registration have been filed and 
are pending. Promptly upon the filing of an application for registration of a mark, 
a reproduction of said mark shall be filed in the search file together with the 
name and address of the applicant, the date of filing of the application, the goods 
or services and class for which registration is sought, the claimed dates of first 
use of the mark, and the name and address of the applicant's attorney.” 

Sec. 9. Section 13 is amended by adding at the end thereof the following sen- 
tence: “A notice of opposition may be amended under such conditions as may be 
prescribed by the Commissioner.” 

Sec. 10. Section 14 is amended by striking said section in its entirety and 
inserting in lieu thereof the following: 

“Sec. 14. A verified petition to cancel a registration of a mark, stating the 
grounds relied upon, may, upon payment of the prescribed fee, be filed by any 
person who believes that he is or will be damaged by the registration of a mark 
on the principal register established by this Act, or under the Act of March 3, 1881, 
or the Act of February 20, 1905— 

‘(a) within five years from the date of the registration of the mark under 
this Act; or 

“(b) within five years from the date of the publication under section 12 
(c) hereof of a mark registered under the Act of March 3, 1881, or the Act 
of February 20, 1905; or 

“(c) at any time (1) if the registered mark has been abandoned or its 
registration was obtained fraudulently or contrary to the provisions of sec- 
tion 4 or of subsections (a), (b), or (ce) of section 2 of this Act for a regis- 
tration hereunder, or contrary to similar prohibitory provisions of said prior 
Acts for a registration thereunder, or if the registered mark is being used by, 
or with the permission of, the registrant so as to misrepresent the source of 
the goods or services in connection with which the mark is used; or (2) if the 
mark was registered under the Act of March 3, 1881, or the Act of February 
20, 1905, and has not been published under the provisions of subsection (c) of 
section 12 of this Act: or 

*(d) at any time in the case of a certification mark on the ground that the 
registrant (1) does not control, or is not able legitimately to exercise control 
over, the use of such mark, or (2) engages in the production or marketing of 
any goods or services to which the certification mark is applied, or (3) per- 
mits the use of the certification mark for purposes other than to certify.” 

Sec. 11. Section 15 is amended by striking therefrom the semicolon and the 
word “and” following the word “hereof” at the end of paragraph numbered (3) 
and inserting a period in lieu thereof; and by striking therefrom paragraph 
numbered (4) in its entirety 

Sec. 12. Section 16 is amended by striking therefrom the word “purchasers.’ 

Src. 183. Section 18 is amended by striking therefrom in the first sentence the 
words “In such proceedings the” and inserting in lieu thereof the word “The”; 
and by inserting in the first sentence after the word “may,” first appearance, a 
comma and the following: “in the appropriate proceedings,” ; and by striking the 
word “may”, second, third, and fourth appearances. 

Sec. 14. Section 21 is amended by striking the entire section, and inserting in 
lieu thereof the following: 

“Sec. 21. (a) Any applicant for registration of a mark, party to an interfer- 
ence proceeding, party to an opposition proceeding, party to an application to 
register as a lawful concurrent user, party to a cancelation proceeding, any regis- 
trant who has filed an affidavit as provided in section 8, or any applicant for re- 
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newal who is dissatisfied with the decision of the Commissioner, may appeal to 
the United States Court of Customs and Patent Appeals: Provided, That such 
appeal shall be dismissed by said Court of Customs and Patent Appeals if any 
adverse party to the proceeding other than the Commissioner shall, within 
twenty days after the appellant shall have filed notice of appeal according to sec- 
tion 21 (b) hereof, file notice with the Commissioner that he elects to have all fur- 
ther proceedings conducted as provided in section 21 (e) hereof. Thereupon 
the appellant shall have thirty days thereafter within which to file a complaint 
in a civil action under said section 21 (e), in default of which the decision 
appealed from shall govern the further proceedings in the case. 

“(b) When an appeal is taken to the United States Court of Customs and 
Patent Appeals, the appellant shall give notice thereof to the Commissioner, and 
file in the Patent Office, within such time after the date of the decision appealed 
from, not less than sixty days, as the Commissioner shall appoint, his reasons of 
appeal specifically set forth in writing. 

“(c¢) The court shall, before hearing such appeal, give notice of the time and 
place of the hearing to the Commissioner and to the parties thereto. The Com- 
missioner shall transmit to the court certified copies of all the necessary original 
papers and evidence in the case specified by the appellant and any additional 
papers and evidence specified by the appellee, and in an ex parte case the Com- 
missioner shall furnish the court with the grounds of the decision of the Patent 
Office, in writing, touching all the points involved by the reasons of appeal. 

“(d) The court, on petition, shall hear and determine such appeals and affirm 
or revise the decision appealed from in a summary way on the evidence produced 
before the Commissioner at such early and convenient time as the court may 
appoint; and the affirmance or revision shall be confined to the points set forth 
in the reasons of appeal, except that the court may consider other grounds of 
record on due notice to the parties, After hearing the case, the court shall 
return to the Commissioner a certificate of its proceedings and decision, which 
shall be entered of record in the Patent Office and shall govern the further pro- 
ceedings in the case; but no opinion or decision of the court in any such case 
shall preclude any interested person from contesting the validity of such trade- 
mark registration in any court wherein the same may be called in question. 

“(e) Whenever a person authorized by section 21 (a) hereof to appeal to 
the United States Court of Customs and Patent Appeals is dissatisfied with the 
decision of the Commissioner, said person, unless appeal has been taken to said 
Court of Customs and Patent Appeals, and such appeal is pending or has been 
decided, in which case no action may be brought under this section, may have 
remedy by a civil action if the complaint is filed within such time after such 
decision, not less than sixty days, as the Commissioner appoints, and due notice 
thereof given to all other parties to the proceeding in the Vatent Office; and the 
court having cognizance thereof, on notice to adverse parties and other due 
proceedings had, may order, among other things, the registration of a mark, the 
eancellation (in whole or in part) or restriction of any registration, the restora- 
tion of canceled registrations, and other rectifications of the register with respect 
to the registration of any party to the action, as the rights of the parties may 
be established in the proceedings. Decrees and orders shall be certified by the 
court to the Commissioner, who shall make appropriate entry upon the records 
of the Patent Office and who shall be controlled thereby. 

“The Commissioner shall not be made a party to an inter partes proceeding 
under this subsection, but he shall be notified of the filing of the complaint by 
the clerk of the court in which it is filed, and the Commissioner shall have the 
right to intervene in the action. 

“In all cases where there is no adverse party, a copy of the complaint shall be 
served on the Commissioner; and all the expenses of the proceedings shall be 
paid by the party bringing them, whether the final decision is in his favor or 
not. In all suits brought hereunder where there are adverse parties, the record 
in the Patent Office shall be admitted, in whole or in part, on motion of any party, 
subject to such terms and conditions as to costs, expenses, and the further cross- 
examination of the witnesses as the court may impose, without prejudice, how- 
ever, to the right of any party to take further testimony. The testimony and 
exhibits, or parts thereof, of the record of the Patent Office, when admitted, shall 
have the same force and effect as if originally taken and produced in the suit. 

“Where there is an adverse party, such suit may be instituted against the party 
in interest as shown by the records of the Patent Office at the time of the deci- 
sion complained of, but any party in interest may become a party to the action. 
If there be adverse parties residing in a plurality of districts not embraced 
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within the same State, or an adverse party residing in a foreign country, the 
United States District Court for the District of Columbia shall have jurisdiction 
and may issue summons against the adverse parties directed to the marshal of 
any district in which any adverse party resides. Summons against adverse par- 
ties residing in foreign countries may be served by publication or otherwise as 
the court decides.” 

Sec. 15. Section 22 is amended by changing the period at the end thereof to a 
colon and adding the words “Provided, That registration of marks under the Act 
of March 3, 1881, or the Act of February 20, 1905, shall not constitute construc- 
tive notice for any time prior to July 5, 1947." 

Sec. 16. Section 28 is amended by striking from the last paragraph thereof the 
words “has begun the lawful use of his mark in foreign commerce and that he”. 

Sec. 17. Section 24 is amended by inserting in the second sentence thereof, 
following the word “time”, the following: “, upon payment of the prescribed fee 
and the filing of a verified petition stating the grounds therefor,”. 

Sec. 18. Section 26 is amended by inserting the words “the proviso of section 
2 (ad). after the words “advantages of”. 

Sec. 19. Section 27 is amended by inserting after the numerals “1920,” the 
words “shall not constitute constructive notice and”. 

Sec. 20. Section 29 is amended by inserting the words “on or in connection 
with the goods or services” following the word “used”; by striking the words 
“mark goods bearing the registered mark” and inserting in lieu thereof the 
words “give such notice of registration.” 

Sec. 21. Section 30 is amended by striking therefrom all of said section except 
the first sentence thereof and inserting in lieu of the matter stricken the follow- 
ing: “The applicant may file an application to register a mark for any or all 
of the goods and services upon or in connection with which he is actually using 
the marks: Provided, That when such goods or services fall within a plurality 
of classes, a fee equaling the sum of the fees for filing an application in each 
Class shall be paid. The Commissioner may issue a single certificate for one 
mark registered in a plurality of classes.” 

Sec, 22. Section 31 is amended by inserting after the ninth semicolon the 
words “for filing petition to revive an abandoned application, $10; ; by striking 
the comma following the word “disclaimer” in the final clause of the same 
paragraph and inserting in lieu thereof the word ‘or’; and by striking from 
said final clause the following: “, surrender, or cancellation”. 

Sec, 23. Subsection (1) of section 32 is amended by striking the entire sub- 
section and inserting in lieu thereof the following: 

“Any person who shall, without the consent of the registrant 

“(a) use in commerce any reproduction, counterfeit, copy, or colorable 
imitation of a registered mark in connection with the sale, offering for sale, 
distribution, or advertising of any goods or services on or in connection 
with which such use is likely to cause confusion, or to cause mistake, or 
to deceive: or 

‘(b) reproduce, counterfeit, copy, or colorably imitate a registered mark 
and apply such reproduction, counterfeit, copy, or colorable imitation to 
labels, signs, prints, packages, wrappers, receptacles, or advertisements, 
ntended to be used in commerce upon or in connection with the sale, offer- 
ing for sale, distribution, or advertising of goods or services on or in con- 
nection with which such use is likely to cause confusion, or to cause mis- 
take, or to deceive: or 

(ce) employ a registered mark in eommerce otherwise than as a trade 
rr service mark in such manner as to be likely to cause the mark to lose 
its significance as a mark, 
shall be liable in a civil action by the registrant for the remedies hereinafter 
provided, Under subsection (b) hereof, the registrant shall not be entitled to 
recover profits or damages unless the acts have been committed with knowledge 
that such imitation is intended to be used to deceive, or to cause confusion, or 
to cause mistake. Under subsection (c) hereof, the registrant shall not be 
entitled to recover profits or damages.” 

Paragraph (b) of subsection (2) of section 32 is amended by striking the 
‘published” and inserting in lieu thereof the word “publisher.” 

Sec. 24. Subsection (b) of section 33 is amended by striking therefrom the 
word “certifi "> second appearance, and inserting in lieu thereof “affidavit 
tiled under the provisions of said section 15.” 

Paragraph (3) of subsection (b) of section 33 is amended by striking there- 
from the words “has been assigned and”; and by striking therefrom the word 
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“assignee” and inserting in lieu thereof the words “registrant or person in privity 
with the registrant”. 

Paragraph (5) of subsection (b) of section 33 is amended by striking there- 
from the word “the” following the words “date prior to” and inserting in lieu 
thereof the words “registration of the mark under this Act or’; and by striking 
therefrom “(a) or” following the word “subsection”. 

Paragraph (6) of subsection (b) of section 33 is amended by inserting the 
words “registration under this Act or” after the word “the”, second appearance ; 
by striking therefrom ‘“(a) or” following the word “subsection”, first appear 
ance ; by striking from the proviso the words “only where the said mark has been 
published pursuant to subsection (¢) of section 12 and shall apply”; by striking 
the words “the date of” following the words “prior to” in the said proviso and 
inserting in lieu thereof “such registration or such”; and by striking therefrom 
the words “subsection (a) or (c) of” following the word “under” in said proviso. 

Paragraph (7) of subsection (b) of section 33 is amended by striking said 
paragraph in its entirety. 

Sec, 25. Section 35 is amended by striking thereform “31 (1) (b)” and 
inserting in lieu thereof “82; and by adding at the end thereof a new para- 
graph as follows: “The court in exceptional cases may award reasonable attor- 
ney fees to the prevailing party.” 

Sec, 26. Section 42 is amended by striking therefrom the initial word “That” 
and by capitalizing the then initial word ‘No’; by striking the word “the” 
following the words “simulate the name of”; by striking the words “‘manufac- 
ture, or” following the word “domestic”, first appearance; by striking the word 
“trade-", each appearance; by striking the words “in accordance with the pro 
visions of this Act’ following the word “registered”, first appearance, and insert 
ing in lieu thereof the words “on the principal register, or under the Act of 
March 8, 1881, or under the Act of February 20, 1905,” ; and by striking therefrom 
the words “, issued in accordance with the provisions of this Act,” and inserting 
in lieu thereof the words “on the principal register, or under the Act of March 3, 
1881, or under the Act of February 20, 1905,”. 

Sec. 27. Subsection (b) of section 44 is amended by striking said subsection 
in its entirety and inserting in lieu thereof the following: 

“(b) Any person whose country of origin is a party to any convention or 
treaty relating to trade-marks, trade or commercial names, or the repression 
of unfair competition, to which the United States is also a party, or extends 
reciprocal rights to nationals of the United States by law, shall be entitled to the 
benefits of this section under the conditions expressed herein to the extent 
necessary to give effect to any provision of such convention, treaty or reciprocal 
law, in addition to the rights to which any owner of a mark is otherwise entitled 
by this Act.” 

Subsection (e) of section 44 is amended by inserting after the article “a” 
in the second sentence the words “certification or a’; and by striking from said 
second sentence the words “application for or”. 

Sec, 28. Section 45 is amended by inserting in the sixth paragraph thereof, 
relating to the meaning of the words “applicant” and “registrant”, the word 
“predecessors” and a comma following the word “and”, second appearance. 

The ninth paragraph of said section, relating to the meaning of the terms 
“trade name” and “commercial name’, is amended by inserting a comma 
between the words “commercial” and “agricultural”. 

The eleventh paragraph of said section, being the definition of “service 
mark”, is amended by striking the definition in its entirety and inserting in 
lieu thereof : 

“The term ‘service mark’ means a mark used in the sale or advertising 
of services to identify the services of one person and distinguish them from 
the services of others. Titles of radio and television programs, character names, 
and other distinctive features of radio or television programs may be registered 
as service marks notwithstanding that they, or the programs, may advertise 
the goods of the sponsor.” 

The thirteenth paragraph of said section, being the definition of “collective 
mark’, is amended by striking the paragraph in its entirety and inserting in 
lieu thereof : 

“The term ‘collective mark’ means a mark used by the members of a coopera 
tive, an association, a union, or other collective group or organization, to identify 
the goods or services of such members and distinguished them from the goods 
or services of another.” 

The fifteenth paragraph of said section, relating to use in commerce, is 
amended bv ¢2e:.s0"* sao period at the end of said paragraph, to a comma 
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and adding the words “or the services are rendered in more than one State 
or in this and a foreign country and the person rendering the services is 
engaged in commerce in connection therewith.’. 

The seventeenth paragraph of said section, relating to the meaning of the 
term “colorable imitation”, is amended by deleting the word “purchasers” at 
the end thereof. 

The final paragraph of said section is amended by striking therefrom 
the word “commence” and inserting in lieu thereof the word “commerce”, 

Sec. 29. This Act shall take effect six months after its enactment. 

Senator Wirey. I notice that our first witness is Congressman 
Lanham. 

[ am very happy to see you, sir. You may take over. 


STATEMENT OF HON. FRITZ LANHAM, A FORMER REPRESENTA- 
TIVE IN CONGRESS FROM THE STATE OF TEXAS 


Mr. Lannam. Thank you, Mr. Chairman. It is a pleasure to renew 
this genial association. 

Inasmuch as I sponsored the present trade-mark law, and in refer- 
ences to it it usally bears my name, I think it appropriate, by way of 
preface to these hearings, to make a very brief statement. 

[ served for 25 years as a member of the Committee on Patents of 
the House of Representatives. In the latter part of that service, 
it was brought to the attention of the committee very forcefully that 
the former trade-mark laws of 1905 and 1920 were, in their application 
to modern business conditions and practices, archaic and practically 
obsolete because of the great development that the intervening years 
had brought. 

So the committee was importuned to seek the enactment of a law 
in keeping with these modern conditions and practices. 

Accordingly, for 8 years, through 4 Congresses, I conducted hear- 
ings on this subject, attended by distinguished people in the trade- 
mark field from all parts of the United States. Those deliberations 
led to the enactment of our present trade-mark law, which was then 
and is now regarded as a great step forward in the administration of 
matters to which the trade-mark law pertains. 

Naturally, it is impossible for a measure so comprehensive in its 
sionificance to come Trom the Coneress like the goddess full grown 
from the head of Zeus. Perhaps I should use his Roman name of 
Jove. 

Senator Witry. Who have you been out with lately? 

Mr. Lanuam. I have had so many fine associations with you, Mr. 
Chairman, and thus have sat so long at the feet of Gamaliel in imbib- 
ing your erudition that I am glad to attribute any classical reference 
to you. ; 

And T am glad to accord you permission to revise and extend my 
remarks if they are in any way inaccurate. 

I believe I was saying that in a measure so comprehensive it is 
practically impossible for it to come at once from the Congress abso- 
lutely complete in all details. 

Since the enactment of this law the practice has shown not only that 
it is a very wise law, but also that in the administration of it there is 
need for some simplification and clarification of various provisions. 

It is for the purpose of carrying out that simplification and clarifica- 
tion and to facilitate the work of the Patent Office in the administra- 
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tion of the law that you have very kindly introduced, Mr. Chairman, 
this substitute bill: and inasmuch as the bill bears my name, I am very 
anxious for it to be perfected, that it may be entirely adapted in all 
of its phases to modern business conditions to afford proper protection. 

Senator Witey. You wouldn’t want to limit the thought that it 
should be perfected 7. because it bore your name, would you! 

Mr. Lanuam. No, sir: in far greater degree for the good of the 
country. 

Senator Witry. I wanted to get that straight. 

Mr. Lanuam. Without any further emolument than such honorable 
mention as a Member of the Congress may receive, I have labored 
absolutely without any other inducement than the welfare of the 
country. 

Senator Wirey. Thank you, Mr. Congressman. 


Now, you know, the rule is “ladies first.” We are very happy this 
morning to see a very distinguished young lady here, Mrs. Daphne 
Roberts Leeds. She happens now to be Assistant ¢ ‘ommissioner of 


the Patent Office. I am always ready to heed most of her words. I 
will see if I can agree with what she has to say this morning. 
Carry on. 


STATEMENT OF DAPHNE ROBERTS LEEDS, ASSISTANT COMMIS- 
SIONER OF PATENTS, PATENT OFFICE, WASHINGTON, D. C. 


Mrs. Lerps. Thank you, Mr. Chairman. 

The Patent Oflice has filed a report, as a matter of fact, two reports, 
one on the original 8. 2540, and a supplemental report on the sub- 
stitute. We have taken the liberty of combining those two into a sin- 
gle one, since the substitute corrected a number of objections we had 
to the original bill. I will offer the report at the conclusion of my 
statement. 

We are in general accord with what this substitute bill would do. 
It would, in many ways, simplify the administration of the act from 
the standpoint of the office. We believe that there are some substan- 
tive provisions that would improve it. 

We raise no objections to any portion of the bill, but we do have 
some very minor suggestions to make, and those are referred to in our 
report, and I don’t believe it is necessary here to comment on more 
than four, and these will be very brief sruanente. 

On page 5 of the substitute bill, lines 3 and 9, following the word 
“commerce,” we would prefer to have Seonsied ‘there “on goods re- 
cited in the registration.’ 

Senator Witry. Say that over again, please. 

Mrs. Leeps. “On goods recited in the registration.” That would 
mean that in filing an affidavit of use, the registrant would state that 
he is using the mark in commerce on goods recited in the registra- 
tion. In other words, he can’t maintain his registration if he regis- 
tered for lipstick and is using it on a tractor. 

On the same page, line 17, we would prefer that a petition for re- 
newal recite the goods on which the mark is being used. Renewal 
is an extension of the grant of registration for an additional 20 years, 
and we believe that the office records should reflect the goods for 
which that renewal issues. 

Senator Witey. What is the language you would insert ? 
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Mrs. Leeps. Following the word “commerce,” stating that the mark 
is still in use in commerce, setting forth the goods on which the mark 
is used, or showing that any nonuse in commerce is due to special 
circumstances. That is line 17. 

Senator Witry. Line 17, after the word “commerce,” repeat the 
sentence you would have in there. 

Mrs. Leeps. All right. Just a minute, sit 

“Stating that the mark is still in use in commerce, setting forth the 
goods on which said mark is being used” and then go on with line 18. 

Senator WiLtry. Do you think it is self-evident, what this language 
does ¢ 

Mrs. Lreps. I think it is, yes. 

Mr. Carrer (Chauncey P. Carter, attorney at law). Will Mrs. 
Leeds yield for a question ¢ 

On your first amendment there, when you say “on goods” do you 
mean that it must be in use on all goods? 

Mrs. Lerps. No; and goods. 

Mr. Carrer. I think that should be made clear. 

Mrs. Leeps. On section 9, it is setting forth the goods, and in section 

8, that is, lines : sand 9, we would merely insert “on goods recited in the 
registration. 

The registration would be maintainable under this proposal if it is 
used on only one of the items designated in the registration. 

But, on renewal, we would prefer that the ac ‘tual goods be stated in 
the petit ion for renewal, so that office records would reflect those goods 
covered by the renewed registration. 

On page 6, line 20, the first word is “shall.” We would prefer that 
that not be a mandatory provision, and that the word “may” be in- 
serted in lien ef the word “shall.” 

Senator Witry. Might I suggest, when we are making these what 
you might call minor improvements, if they are such, that if any of 
you brilliant-minded folks have any objection to raise, raise it now, 
us was just done. Ask if she would yield. Otherwise we will carry 
on this interminably. 

Mr. Love (John T. Loye, Chicago, IIl., attorney at law). Mr. Chair- 
man, we believe that that word should be “shall” because it is believed 
essential by the bar in general that when a mark is otherwise register- 
able it must be published for purposes of opposition in the official 
gazette in the regular course of business, in order that any person who 
is believed to have been damaged by that potential registration will 
come into the Patent Office. It is possible that in a potential interfer- 
ence in the Patent Office the marks are not identical. and if only 1 of 
them is published a person might feel that he wouldn’t be damaged by 
| of the 2 nonidentical but similar marks, but yet would very definitely 
be damaged if the other mark were to be registered. 

Senator Witry. Your name is? 

Mr. Love. John T. Love, Senator. I am on the list following Mr. 
Hoge. 

Senator Wirry. What do you say to that, now, Mrs. Leeds? 

Mrs. Leeps. We won't oppose the enactment of the bill is “shall” 
remains, 

Senator Witey. I know. But we have so many differences on inter- 

ational fronts, can’t we vet a little harmony here ? 
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Mrs. Leeps. We can perceive situations where it might be inadvis 
able to publish. And, as a matter of fact, this actually follows what 
we are doing now. But we would like to have the discretion in some 
cases where we deemed it advisable not to publish. 

Senator WiLtey. Now, what about the other suggestions? Are there 
any objections to any of the other two suggestions she has made? The 
record will show that at present at least we hear none. 

Carry on. 

Mrs. Leeps. I would call attention on page 7, line 8 and line 12, that 
the word “shall” again appears, and we would prefer that it be “may.” 
I would also call attention to a requirement for the search file con- 
taining reproductions of all marks, and, in passing, I will simply say 
that that is going to cost some money. 

Senator Witty. Where is this now ? 

Mrs. Leeps. That is on page 7, line 9 and line 12. 

Senator Wixey. I thought you said 8 and 12. 

Mrs. Lerps. Eight is “shall.” That is the same statement that I 
made in connection with “shall” on page 6. Then, on lines 9 and 12, 
where the reference to reproductions of all marks is made, I simply 
am stating that that will entail some considerable expense. 

Senator Witry. Be a little more definite. How much and why is 
this necessary then? 

Mrs. Leeps. At the present time the Office is maintaining a public 
search file, and if the mark is a word mark, the index card shows 
what the word is. It does not show how the mark is written. It is 
simply typed on a card. If it is a word and an Indian head design, 
the card will indicate that. But the reproduction of the mark, as it is 
actually applied for, is not included in that file. To put the repro- 
duction in the file would mean that we would have to have offset 
copies made to go in those files, and they will run around 20 cents 

apiece. And there are some 17,000 applications filed a year. So when 
we take 17,000 times 20 cents, that is about what it would cost us. 

Senator Winery. What is your name? 

Mr. Carter. My name is Carter; Chauncey Carter. 

I believe that the present system is pretty satisfactory and gives 
sufficient information. This business of reproduction would only 
apply to design, and I am afraid it will not only cost money but also 
slow up getting these things into the file. There is quite a delay now 
between the time an application is filed and the time the card gets 
into the search room, and if these have to go somewhere and be photo- 
lithographed, or something of that sort, it might mean another month’s 
delay. I don’t believe the actual reproduction is too essential at 
this point, and that the description we now get of design is satis- 
factory in 99 cases out of a hundred. 

Senator Witey. Are you for the “may” or the “shall”? 

Mr. Carrer. The “may” or the “shall.” 

I will go along with Mrs. Leeds on that. But on the reproduction 
office, what I have suggested, I think, would satisfy almost anybody. 

Senator Wirry. As I read this, if “may” is placed in, you won't 
have to have this reproduction business, except at the discretion of 
the agency. Is that right? 

Mrs. Leeps. That is true. 

Senator Winey. Well, again, I ask, Why shouldn't it be “may” if 
her point is well taken, that it should be discretionary? There might 
he cases where you would want to do this very thing. 








16 REGISTRATION AND PROTECTION OF TRADE-MARKS 


Mr. Martin (Wallace H. Martin, attorney at law, representing 
National Association of Manufacturers). Mr. Chairman, my name 
is Wallace Martin. It seems to me that if “reproductions” is changed 
to “particulars of” the “shall” should remain, so that the particulars 
of all this legislation will remain, and there will be no necessity for 
the discretion of the Patent Office to be exercised so far as giving the 
particulars. And the particulars would enable the Patent Office not 
to reproduce, so that the saving would be made. 

Mrs. Leeps. That is precisely what we are doing now. 

Mr. Martin. In other words, my own feeling is that “shall” should 
remain, but the reproductions should be modified to “particulars of.” 

Mrs. Lereps. That is all right with us. 

Senator Witey. Then how does the language read ? 

Mr. Martin. “Reproductions” be changed to read “particulars” ; 
that is all. “Reproductions” in lines 9 and 12 be changed to “par 
ticulars.” And, as I understand it, that is the suggestion which 
Mrs. Leeds has made. 

Senator Witey. How about it? Does anybody else want to be 
heard on that? 

We are getting somewhere following this technique, rather than 
let each of vou make a sermon. 

Any other suggestion on those particulars ? 

All right. Carry on. 

Mrs. Lereps. On page 9, line 22, section 14 of the substitute bill, 
this, Mr. Chairman, is writing into the trade-mark statute a complete 
procedure for appeals from decisions of the Commissioner in trade- 
mark cases. 

Presently, section 21 of the Trade-Mark Act prescribes substantially 
this same procedure merely by incorporating by reference certain of 
the patent statutes. 

Senator Witry. You are talking about page 9, section 14% Is that 
what you said ¢ 

Mrs. Leeps. That is right. That strikes the entire section 21 and 
inserts this new section, which goes on over to page 14. 

Senator Wiiry. Correct. All right. You are in favor of that? 

Mrs. Leeps. We don’t think it is really necessary. We don’t object 
to it particularly. But there are some few specific things that we 
think should be straightened out, and they are covered thoroughly in 
our report, and I would suggest that rather than take the time here 
to go over them, we merely refer to the report and let those people 
who may follow me comment on it. Because I would prefer to see, 
or we would prefer to see, section 21 of the act amended merely by : 
statement— 
any applicant for registration of a mark, party to an interference proceeding, 
party to an opposition proceeding, party to an application to register as a lawful 
concurrent user, party to a cancellation proceeding, or any registrant who has 
filed an affidavit as provided in section 8, who is dissatisfied with the decision 
of the Commissioner, may appeal to the United States Court of Customs and 
Patent Appeals or may proceed under title 35, United States Code, sections 145 
and 146, as in the case of applicants for patents. 


Strike the word “conditions” from the act— 


under same rules and procedure as are prescribed in the rules for patent appeals 
or proceedings so far as they are applicable. 








iets 
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Now, the Patent Code was recently enacted, and that procedure is 
well spelled out in there, and we think that it would be simpler to 
merely amend the present section 21 in that regard, rather than to 
have to go through and pick out all of the things in this proposed 
section 21, which was based on the patent proceedings prior to the 
recodification act. 

And therefore this is not as up to date as the procedure under the 
Patent Codification Act. 

Senator Wutey. That sounds reasonable. Now that would strike 
section 21 way over to 14, and give you the present patent procedure 
act. 

What have you got to say to that? 

Who is objec ‘ting to that? 

That would make the bill shorter and would seem to be capable 
of being understood more easily, and it simply applies, as I get it, 
the procedure in the Patent Act. That is what you are saying, isn’t it? 

Mrs. Lerps. Yes. 

Mr. Carter. I for one prefer to see it spelled out in the Trade- 
Mark Act. 

Senator Wirry. Why? 

Mr. Carrer. I don’t like anything tied up with patents. 

Mr. Lover. Senator, I agree with Mr. Carter. I would like to see 
section 21 be autonomous to the Trade-Mark Act, and not have to 
rely upon another statute, another code, which may be amended from 
time to time without proper regard for the procedures and rights in 
the trade-mark cases. It is for that reason that the coordinating 
committee has supported completely separating the trade-mark pro- 
cedures from the patent procedures. 

It has also been pointed out to me reecntly that under certain cir- 
cumstances in patent appeals from interferences, the only issue which 
may be tried by the District Court for the District of Columbia or 
the proper court in any part of the country or the court of customs 
and patent appeals is the issue of priorities. There are many cases 
where the issue in a patent interference, in the case of a party pro- 
ceeding in the Patent Office in opposition to the issue of priority, is 
not involved. It may be the issue of descriptiveness or any other 
issue other than who was the first one to use the trade-mark. 

Senator Wirery. Let me ask you this question. I understood the 
young lady to say that the language here does not set up here the 
same language that is set up in the Patent Procedure Act. 

If you can all agree on the Patent Procedure Act, why don’t you 
take that statute and reenact it here. 

Mr. Love. I think that could be done, Senator. 

Senator Witry. Isn’t that the answer? That answers your objec- 
tion, too. In other words, you think that certain modifications 
should be brought about here because the language here, you say, is 
a little bit obsolete. Am I right? 

Mrs. Leeps. That is right. 

Senator Wirry. What do you think of that suggestion, that you 
take the identical language, set it up in chapter and verse, so to speak, 
as you have in the Patent Procedure Act, and after section 14, section 
21, is amended by striking the entire section, then, and inserting in 
lieu thereof “the following,” and “the following” would be the pro- 
cedure outlined in the Patent Procedure Act. How about that? 
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Mr. Carrer. I think that is about what they have done, subject 
only to those changes that they have tomake. You see, in the patents 
you have only interferences. We have a number of trake-mark pro- 
ceedings here that can go up on appeal. They have to be recited. 
And I have always felt that the patent language is completely inap- 
propriate. And the courts have found all kinds of difficulty in han- 
dling these trade-mark cases because of this patent language, which 
is their only authority for handling them. 

I think these folks have done a grand job in writing out a trade- 
mark statute here. I don’t know just what Mrs. Leeds refers to as 
obsolete. If there is something here that she can improve, I would 
be all for it 

Ricnarps (Stewart W. Richards, attorney at law, 150 Broad- 
way, New York City). My name is Richards, Stewart Richards, 
from New York. 

I was just wondering whether it might be possible to compromise 
this difficulty, which doesn’t appear to be too great, if we could per 
haps go over with Mrs. Leeds the comment she has, wherein the present 
language in the bill is obsolete. We endeavored here to try and apply 
the geenral principle of procedure in the patent statute to trade-marks. 
But, naturally, differences of language had to occur, and differences 
of te ‘rminology, because the proceedings were different. 

Now, in the course of the evolution of this bill, the Congress made 
the patent law. And I think that we probably didn’t keep abreast 
of it. Mrs. Leeds may well have some good points. But perhaps we 
could compromise it by keeping in the statute in this amended bill 
the appeals procedure, but modernizing and streamlining along the 
line of the present patent statute. 

Senator Witey. What do you want? A subcommittee on that? 
To see if you can agree on it, or do you want to go to work right now / 

Mrs. Lerps. Senator, I am sure there isn’t any real disagreement. 
It is a question of making this conform where we feel that it should 
conform. And I think if we had a small subcommittee we could 
probably work it out this afternoon. 

Senator Witry. O. K. Where do we go next / 

Mrs. Leeps. That is all we have, except for correction of some typo- 
graphical errors and a couple of numerals. Otherwise, we favor the 
bill. 

Senator Witey. You pick your own subcommittee. 

Mrs. Leeps. I will take Mr. Richards and Mr. Love. 

And Mr. Carter, would you sit in with us? 

Mr. Carrer. I don’t think it is necessary. I haven't worked on this, 
and they have. 

Senator Witey. All right. The way we are proceeding we may be 
able to get out of here so that you can sit down at the table and go 
over it here. We like this attitude that is manifested here of trying 
to get together on things. In politics, you know, we always say ‘that 
when we get to differences, the human mind is a hell of a contraption. 
And in trade-mark law apparently it isn’t such a bad contraption at 
all. 

Have we finished with you, Miss Daphne? 

Now, James F. Hoge is next. 

If you will be as brief and constructive as these other two, we are 
going places. 
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(The material referred to is as follows:) 


REPORT OF THE PATENT OFFICE ON S. 2540, as AMENDED 


The following is a consolidation of 2 reports of the Patent Office, 1 on S 
20940 as originally introduced, and 1 on the amendment in the nature of a sub- 
stitute. Portions of the first report not relevant to the amendment are omitted 
and statements made in the report on the amendment are inserted in the appro- 
priate place. A few statements not heretofore made are enclosed in brackets 

A large number of changes unrelated to each other are proposed by the bill, 
and the comments are necessarily disconnected. An endeavor has been made 
to make this report reasonably complete. The following comments are arranged 
according to the sections of the act. 

Section 1. Section 1 of the bill proposes to amend, in several respects, section 
1 (a) (1) of the Trade-Mark Act, which relates to the allegations required of 
an applicant for registration of a trade-mark. 

The first amendment proposes to amend the phrase which now reads: “that 
no other person, * * * has the right to use such mark in commerce either in 
the identical form thereof or in such near resemblance thereto [as might be 
calculated to deceive|” by canceling the words in brackets and substituting 
“as to be likely, when applied to the goods of such other person, to cause con- 
fusion, or to cause mistake, or to deceive” 

The purpose of this amendment is to make the required allegation of the 
applicant more nearly complete and more accurate and the amendment is not 
considered objectionable. 

The second amendment is the cancellation of the words “or services” which 
appear in the proviso to section 1 (a) (1). This is done for uniformity of draft- 
ing and does not affect the meaning. 

Section 2. Section 2 of the bill proposes to make a number of changes in 
section 2 of the Trade-Mark Act. 

The first clause of section 2 (d) of the Trade-Mark Act provides that regis- 
tration of a mark is to be refused if it so resembles a mark registered in the 
Patent Office or a mark previously used by another, as to be likely, when applied 
to the goods of the applicant “to cause confusion or mistake or to deceive pur- 
chasers.” The bill proposes to revise the quoted expression to read “to cause 
confusion, or to cause mistake, or to deceive.” The purpose of the proposed 
change is to coordinate the language with that used elsewhere and to omit the 
word “purchasers” since the provision actually relates to potential purciasers 
as well as actual purchasers, and the word “purchasers” is eliminated so as to 
avoid the possibility of misconstruction of the present language of the statute. 
There is no objection to this proposal. 

Section 2 (d) of the Trade-Mark Act contains a long proviso relating to so 
called concurrent registrations of trade-marks. The bill proposes to rewrite 
this proviso, amending it in a number of respects. The principal amendment is 
to enlarge the limiting dates after which rights to concurrent registrations can- 
not accrue. The amendment will increase the possibility of a concurrent regis- 
tration insofar as the dates involved are concerned. 

A change in the procedure relating to concurrent registrations is also made. 
This is referred to in detail below, under section 12 (a), in connection with a 
companion amendment. 

The present statuce states that concurrent registrations are to be granted when 
confusion or mistake or deceit of purchasers is not likely to result from the 
continued use of the marks “under conditions and lilnitations as to the mode or 
place of use or the goods in connection with which such registrations” can be 
made. There is considerable confusion in the interpretation of this language, 
which is far from clear. The bill proposes to amend the particular phrase to 
read: “under conditions and limitations as to the mode or place of use of the 
marks or the goods in connection with which such marks are used,” * * *, 

While the proposed amendment is much clearer than the original language, 
it is believed that the phrase in the last quoted clause reading ‘or the goods in 
connection with which such marks are used” should be eliminated. When the 
same or similar marks are used on different goods or services, the main part of 
section 2 (d) of the act provides that the registration to the applicant is to be 
refused if confusion or mistake or deception is likely to result. If confusion, 
mistake, or deception is not likely to result, then both registrations would be 
granted under the main clause of section 2 (d) without recourse to concurrent 
registration ; consequently, there does not appear to be any necessity for referring 
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to conditions and limitations on the goods in the concurrent use proviso. It is 
therefore recommended that the phrase “or the goods in connection with which 
such marks are used” be deleted. 

A few simplifications over the language of the present proviso are also made. 

Section 6. Section 3 of the bill proposes to rewrite section 6 of the act relating to 
disclaimers. There is no objection to this amendment. 

Section 7 (a). Section 4 of the bill would revise section 7 (a) of the act relating 
to the formalities of issuing a registration. The proposed language parallels the 
language in 35 United States Code 153 relating to the comparable procedure in 
the case of patents. The proposed language is simpler than the present wording 
of the statute and would enable the Patent Office to effect economies in printing 
the registrations. 

This amendment is considered desirable. 

Section 7 (b). Section 4 of the bill would also rewrite section 7 (d) of the act 
effecting considerable clarification and at the same time making several changes. 
First, the requirement for a fee in connection with the voluntary surrender or 
cancellation of a registration by the registrant is removed. Such surrenders or 
voluntary cancellations are very rare and the fee may have deterred others which 
would have been made. Second, it is also proposed to omit the words “in whole 
or” from the clause in the present section which states that the Commissioner may 
“permit any registered mark to be disclaimed in whole or in part.” The italicized 
words are not seen to be necessary. 

This amendment is considered desirable. 

Section 8. Section 5 of the bill proposes to amend subsections (a) and (b) of 
section 8 of the act by canceling the word “showing,” first appearance in each 
subsection, and substituting the word “stating.” 

Section 8 requires an affidavit to be filed at a certain time, otherwise the regis- 
tration will be canceled. This affidavit must show that the mark is in use, and a 
showing is required by the Patent Office. The purpose of the amendment is to 
require an affidavit merely stating that the mark is in use. This would simplify 
the work of the Patent Office in considering these affidavits. 

This section requires an affidavit showing (or stating, as proposed to he 
amended) that the mark is “still in use,” but does not specify what the use is; 
the amendment proposes that the use be use in commerce which may be regulated 
by Congress and it is recommended that the section also require that the mark 
be still in use “on goods recited in the registration,” which is probably the 
intended meaning. 

Section 9. Section 6 of the bill proposes to amend section 9 of the act relating 
to the renewal of trade-mark registrations. The present act requires the regis- 
trant, at the time of renewal, to file an affidavit stating that the mark is still 
in use in commerce, The proposed change permits the registrant to obtain the 
renewal of the registration even if the mark is not at that time being used, pro- 
vided that the nonuse is due to special circumstances which excuse the nonuse 
and is not due to any intention to abandon the mark. No objection is raised to 
this proposal. 

The affidavit required by this section must state that the mark is in use in 
commerce, but there is no requirement that the affidavit specify the goods on 
which the mark is used, Since the amendment proposed above provides for an 
excuse for nonuse due to special circumstances, it is suggested that the affidavit 
be required to set forth those goods stated in the registration on which said mark 
is in use in commerce. This is particularly desirable in view of the fact that 
renewal grants are extensions of the registration for 20 years, and the Office 
records should reflect the goods on which the mark is then being used. 

Section 10. Section 7 of the bill proposes to amend section 10 of the act by 
canceling the following proviso: “Provided, That any assigned registration may 
be canceled at any time if the registered mark is being used by, or with the per- 
mission of, the assignee so as to misrepresent the source of the goods or services 
in connection with which the mark is used.” 

The purpose in canceling th's proviso is to incorporate it in broader form, as 
a requirement applying to any registrant, in section 14 which is a more appro- 
priate part of the act. No objection is raised to this change. 

Section 12 (a). Section 8 of the bill proposes to amend section 12 (a) of the 
act by adding the following proviso: “Prorided, That in the case of an appli- 
cant claiming concurrent use, or in the case of an application to be placed in 
an interference, as provided for in section 16 of this Act, the mark, if otherwise 
rezistrable, shall be published subject to the determination of the rights of the 
parties to such proceedings.” 
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The purpose of this addition is to effect a minor simplification in the Patent 
Office procedure but it is considered objectionable in its present form. The added 
clause uses the word “shall” whereas the word ‘“‘may” would be preferable, since 
the whole purpose of the proviso is merely to authorize publication at an earlier 
time than required by the main part of the section. 

[Section 12 (b). Section 8 of the bill also proposes to amend section 12 (b) 
to add a provision giving the Commissioner authority to set a shortened period 
for reply to an examiner’s action. This amendment is considered desirable. | 

Section 12 (c). Section 8 of the bill also proposes to amend section 12 (c) of 
the act to make some minor changes in language which are considered un- 
objectionable. 

Section 12 (d). Section 8 of the bill proposes to amend the existing act by 
adding a new subsection 12 (d) reading as follows: 

“The Commissioner shall maintain a public search file containing reproductions 
of all marks for which applications for registration have been filed and are 
pending. Promptly upon the filing of an application for registration of a mark, 
a reproduction of said mark shall be filed in the search file together with the 
name and address of the applicant, the date of filing of the application, the 
goods or services and class for which registration is sought, the claimed dates of 
first use of the mark, and the name and address of the applicant’s attorney.” 

The purported object of the new subsection is to provide for continuation of 
a public file of applications for registration now being maintained by the Patent 
Office, and it would make the maintenance of such file mandatory. 

The proposal, however, goes beyond what the Patent Office now does since it 
requires that a reproduction of the mark shall be included in the search file. This 
would increase the expense of operation to some extent. 

The amendment is considered objectionable to the extent that it would increase 
the expenses of operation of the Patent Office, and to the extent that it makes 
certain actions mandatory. 

Section 13. Section 9 of the bill would add a sentence to section 13 of the 
act to permit a notice of opposition to be amended. No objection is seen to this 
amendment. 

Section 14. Section 10 of the bill would make a number of changes in section 
14 of the Trade-Mark Act relating to the cancellation of registrations. 

The opening clause of section 14 of the act is amended to improve the language. 

One of the amendments to section 14 is to eliminate the ground for cancellation, 
in subsection (c) that “the registered mark becomes the common descriptive 
name of an article or substance on which the patent has expired.” This ground 
is embodied in the definition of abandonment and no objection is made to this 
amendment. 

The present section provides, in subsection (d), that the registration of a 
“certification” mark may be canceled at any time “on the ground that the regis- 
trant (1) does not control, or is not able legitimately to exercise control over, 
the use of such mark, or (2) engages in the production or marketing of any goods 
or services to which the mark is applied, or (8) permits the use of such mark for 
other purposes than as a certification mark, or (4) discriminately refuses to 
certify or to continue to certify the goods or services of any person who maintains 
the standards or conditions which such mark certifies.” 

The amendment proposes to cancel the fourth ground specified in the existing 
statute and to revise the language of the remaining grounds. No objection is 
found to this amendment. 

The amendment also proposes to cancel the proviso at the end of section 14 
which permits the Federal Trade Commission to apply to cancel trade-mark 
registrations in certain instances. No objection is raised to this amendment 
since adequate remedies are available to any person who believes he is or will 
be damaged by a registration, and the Federal Trade Commission has authority 
under the Federal Trade Commission Act to protect the public interest by 
prohibiting the use of improper matter. 

Section 15. Section 11 of the bill proposes to amend section 15 of the act by 
canceling item 4 which reads as follows: “(4) no incontestable right shall be 
acquired in a mark or trade name which is the common descriptive name of 
any article or substance, patented or otherwise.” 

No objection is found to the deletion of item (4) from section 15, since it is 
clear that no trade-mark rights, incontestable or otherwise, may be acquired in 
the common descriptive name of any article or substance, patented or not. 

Section 16. Section 12 of the bill proposed a minor change corresponding to a 
change in section 2 (d) and needs no separate comment. 
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Section 18. Section 13 of the bill would amend section 18 of the act to clarify 
its language. No objection is seen to this amendment. 

Section 21, Section 14 of the bill proposes to rewrite completely section 21 of 
the act dealing with appeals to the court and other review of Patent Office 
decisions by the court The present act incorporates by reference the procedure 
of appeals to the Court of Customs and Patent Appeals and review by civil action 
in patent cases. The proposed amendment incorporates, with some changes, 
the various provisions of title 35 relating to such appeals and review. No 
for so incorporating these various provisions at length, though 
no objection is raised thereto, but it is not considered desirable to have the 
procedure in appeals vary where variations have been introduced. 


necessitV is seen 


The amendment also makes a few changes required by other amendments in 
the bill 

Proposed new section 21 is divided into tive subsections 

Subsection (a) parallels title 35, United States Code, section 141 

Subsections (b) and (c) are the same as title 35, United States Code, sections 
142 and 148 with minor variations in language 

Subsection (d) corresponds to title 35, United States Code, section 144 with 
various changes. First, the court is given authority, upon notice to the parties, 
to consider any other grounds of record not included in the reasons of appeal. 
This variation in practice over other appeals to the same court is not considered 
desirable, and the opening up of statutory appeals in this manner is considered 
objectionable Second. the added clause at the end (p 11, lines 3 to 6 of the bill) 
is unnecessary and its inclusion here and exclusion from subsection (e) is 
illogical and may lead to difficulties in interpretation, 

Subsection (e) corresponds to title 35, United States Code, sections 145 and 
146 

On page 18, line 14, of the bill, “of”, second occurrence. should »robably be “in.” 

Section 22. Section 15 of, the bill would amend section 22 of the act to elim 
inate a retroactive interpretation of the change made by this section when it 
came into effect in 1947. This amendment seems proper. 

Section 23. Section 23 of the act requires that in order for a mark to he 
eligible for registration on the Supplemental Register it must have been in 
lawful use for the year preceding the filing of the application. However, this 
section further provides that where an applicant requires domestic registration 
as a basis for foreign protection of his mark, upon a proper showing that he 
has begun the lawful use of his mark in foreign commerce, the Commissioner 
may waive the requirement for a full year’s use and may grant registration 
forthwith Section 16 of the bill proposes to amend section 23 of the act 
to eliminate the requirement that the mark be in use in foreign Commerce 
before the Commissioner can waive the requirement for a full year’s use in 
order to be eligible for registration This proposal does not eliminate the 
fundamental requirement that the mark actually be in use before it can be 
registered, but the section as amended merely provides for waiving the length 
of time of use. No objection is seen to this amendment. 

Section 24. Section 17 of the bill proposes to amend section 24 of the act by 
adding the phrase: “, upon payment of the prescribed fee and the filing of 
verified petition stating the grounds therefor,’ in order to make the language 
correspond to that used in the amendment to section 14 of the act, which has 
been approved 

Section 26. Section 18 of the bill proposes to amend section 26 of the act 
by adding “the proviso of section 2 (d)” to the list of sections which are not 
applicable to registrations on the Supplemental Registrar. No objection is 
seen to this amendment. 

Section 28. Section 19 of the bill proposes to amend section 27 of the act 
to provide that registrations on the Supplemental Register do not constitute 
constructive notice. The act means the same thing without the amendment. 
The amendment is considered unnecessary, but no objection to it is raised. 
Qn page 14, line 21, the figure “27” should probably be “28” as in the original 
bill 

Section 29. Section 20 of the bill would clarify section 29 of the act relating 
to marking requirements 





Section 30. Section 21 of the bill proposes to amend section 30 of the act 
in the second sentence of the section. There is no objection to the objective 
of the changed language. [The last sentence of the section would appear unnec- 
essary and the language proposed could be clearer. ] 





REGISTRATION AND PROTECTION OF TRADE-MARKS a 


Section 81. Section 22 of the bill proposes to amend in two respects section 
31 of the act relating to fees. First, a fee of $10 on filing a petition to revive 
an abandoned application is added. This fee is desirable although it is minor 
Second, an amendment to correspond with an amendment in an earlier section 
is made; no objection is made to this amendment. 

The section would be much clearer if the various items of fees were separated 
and separately numbered or lettered. 

Suggestions as te additional changes in fees are not made at this time. 

Section 32 (1). Section 23 of the bill proposes to rewrite section 32 (1) of 
the act, making several changes and rearranging the language. 

One change is the omission of the words in brackets from the following quo 
tation from clause (a): “On or in connection with which such use is likely to 
cause confusion or mistake or to deceive [purchasers as to the source of origin 
of such goods or services ;].” 

This change is parallel to a similar change made in section 2 (d) 

Another change is to add clause (c) which gives the registrant a right of 
action against any person who employs a registered mark otherwise than as a 
trade-mark in such a manner as to be likely to cause the mark to lose its sig 
nificance as a trade-mark. It is assumed that the defense specified in para 
graph 4 of section 38 (b) of the act would be available in such action. 

Section 82 (2). Section 23 of the bill also proposes to amend section 32 (2) 
of the act to correct a typographical error. 

Section 33 (b). Section 24 of the bill would make a number of amendments 
in section 33 (b) of the act. 

The amendment to the opening paragraph of the subsection is an improve 
ment in accuracy. 

The amendment to paragraph (3) of the subsection is parallel to amendments 
to sections 10 and 14, and appears to be an improvement. 

The amendments to paragraphs (5) and (6) of the subsection change a 
limiting date. No objection is seen to this change 

Paragraph (7) of the subsection is proposed to be canceled. No comment is 
made on this proposal 

On page 17, line 18 of the bill, “a” should probably appear before “person.” 

Section 35. Section 25 of the bill proposes to amend section 35 of the act to 
correct a typographical error and to add a paragraph providing that the court 
may award reasonable attorney fees to the prevailing party in a suit, in excep 
tional cases. No objection is seen to this proposal 

Section 42. Section 26 of the bill would make a number of amendments to 
section 42 of the act. They are not considered objectioiable. Some typozraphi 
cal and grammatical errors are corrected, and the references to registered 
trade-marks are made more complete and precise. 

Section 44. Section 27 of the bill proposes to amend section 44 (b) of the act 
by adding a reference to a country which extends reciprocal rights to nationals 
of the United States by law and by revising the language to a more understand 
able form, This amendment is approved [and is considered desirable }. 

Section 27 of the bill also proposes to amend section 44 (e) of the act and 
effects considerable improvement therein. The addition of commas after “cer 
tification” and after “copy” might make the paragraph clearer. 

Section 45. Section 28 of the bill proposes six amendments to section 45 of 
the act which contains definitions. 

The first of these amendments, to the sixth paragraph of the section, amends 
the definition of “applicant” and “registrant” to include “predecessors.” 

The ninth paragraph is amended to correct a typographical error in the omis 
sion of a comma. 

The 11th paragraph, the definition of service mark, is amended to permit titles 
of radio and television programs to be registered as service marks even though 
they advertise goods 

No objection is made to the amendments of the 13th and 15th paragraphs 

On page 21, line 1, of the bill, “distinguished” should be “distinguish.” 

The definition of colorable imitation is amended to cancel the word “pur- 
chasers,” in line with the amendments to section 2 (d). 

The last amendment corrects a typographical error in the final paragraph of 
section 45. 
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STATEMENT OF JAMES F. HOGE, GENERAL COUNSEL, UNITED 
STATES TRADE MARK ASSOCIATION, NEW YORK, N. Y. 


Mr. Hoge. Mr. Chairman, I certainly shall try to do that, and I 
am going to make a suggestion contributory to that. 

I have a prepared statement that I will file with you, and perhaps 
you will let me say a few words in addition to that, which may open 
up the way for continuing the system that you are following. 

My name, as you have it, is James F. Hoge.” I am a member of the 
bar of North Carolina and of New York. My office is at 51 East 42d 
Street, New York. I am a member of the firm of Rogers, Hoge & 
Hills. 

[ would like to say, Mr. Chairman, that the name “Rogers” there is 
the name of Edward S. Rogers, now deceased, who was very active 
in the trade-mark field for many years, and collaborated with Mr. 
Lanham on this bill. 

I am speaking for the United States Trade Mark Association and 
for the so-called coordinating committee. 

Mr. Chairman, you were the a ation for the organization of the 
coordinating committee in about 1948, when you we ere the chairman 
of the Judiciary Committee, and the so-called Hawkes bill to revise 
the Lanham Act was pending before your committee. You let it be 
known that you would like to see if any agreement could be obtained 
among the lawyers, a very difficult undert: aking at best. But knowing 
of your interest, the Trade Mark Associ: ition. attempted to organize 
this coordinating committee. It did organize it. It has consisted 
of 20 bar associations and 10 trade associations. 

I am going to file for the record, if I may, a list of the associations 
which constitute that committee, and I am glad to tell you here today 
that lawyers are able to agree, and that the coordinating committee, 
consisting of these numerous representatives, have agreed on this 
substitute bill. They were agreed on 2540. They were agreed on 
1957 in the last Congress. They are now agreed on the bill in the 
nature of a substitute. And that is the one which they prefer and 
recommend for passage. 

Let me say, so as to be quite fair and clear of record, that naturally 
every individual member of every association represented on the 
coordinating committee is not necessarily in agreement with us or 
bound by what we have done. But this coordinating committee has 
vielded at points where individuals had preferences. And so I think 
I can fairly say to you that the bill does represent the collective 
tena and agreement of these representatives of the associations 
whose names will appear on the list which I will submit for your 
record. 

Now, there are present here numerous members of the coordinating 
committee who have been quite active in the work of it through the 
years. Some of them have identified themselves already; Mr. Love 
and Mr. Richards and Mr. Martin and Mr. Klein and others. 

Mr. Love is prepared to present a statement taking the bill up sec- 
tion by section, and I think at this time it might be ‘well if I yielded 
to him, with your permission, so that you could continue the system 
you were following. 
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A little later, if I might have the time, I would like to present for 
the record some statements of these individual organizations in 
endorsing the bill. 

Senator Witzy. That is all right. Any procedure that we can 
agree on here is O. K. with me, as long as we can facilitate the work 
and see if we can work out a bill here that is mutually satisfactory. 
If you want Mr. Love to carry on, it is O. K. 

Mr. Hoce. I think that would facilitate what you are trying to do. 

Senator Witey. All right. Mr. Love? 

(The documents referred to are as follows:) 


STATEMENT BY JAMES F. Hoce IN Support or S. 2454 (1N THE NATURE OF A 
SUBSTITUTE) 


My name is James F. Hoge. I am a member of the North Carolina and New 
York bars, with an office at 41 East 42d Street in the city of New York. I appear 
as general counsel of the United States Trade Mark Association and as chairman 
of the coordinating committee which was organized under the auspices of that 
association. 

The United States Trade Mark Association is incorporated under the mem- 
bership law of New York. Its offices are at 522 Fifth Avenue, New York City. 
It is a national organization, the membership of which is composed of owners 
of trade-marks. They are the active or regular members. In addition, lawyers, 
advertising agencies, publishers, and others interested in the use of trade-marks 
may be and are associate members. A list of members as of this time is attached. 

The association is 75 years old. Its purpose, generally stated, is to aid in 
the dissemination of information pertaining to trade-marks and to afford a means 
of cooperative activity in protecting and strengthening the use of trade-marks. 
It publishes the Trade Mark Reporter, a monthly journal containing judicial 
opinions in litigated cases, and articles of research and commentary. 

The association has worked for uniform State trade-mark legislation, having 
formulated the so-called uniform bill. The association has studied Federal 
legislation and expressed itself with respect thereto. Particularly has that 
been so with respect to the Lanham Trade Mark Act and proposals for the revi- 
sion thereof. It supported 8. 1957 in the 82d Congress, and in this Congress 8. 
2540 and S. 2540 in the nature of a substitute. Its position is that the sub- 
stitute bill is preferable and the one which it hopes will be favorably considered 
by this committee and passed by the Congress. The board of directors had a 
meeting this month, and passed a resolution in support of the substitute bill. 
A copy of the resolution is attached. 

I speak also for the coordinating committee in support of the substitute bill. 
The coordinating committee was organized and has functioned under the aus- 
pices of the United States Trade Mark Association. The inspiration for the 
formation of the committee was Senator Wiley. In the summer of 1948 the 
Hawkes bill, §. 1919, which had been introduced on December 19, 1947, and 
which was for the purpose of revising the Lanham Act, was pending before the 
Senate Committee on the Judiciary, of which Senator Wiley was chairman. 

Senator Wiley let it be known that he was interested in learning whether 
substantial agreement could be accomplished among members of the trade-mark 
bar with respect to the Hawkes bill, or generally with respect to the revision of 
the Lanham Act. The United States Trade Mark Association, learning of Sen- 
ator Wiley’s interest, undertook to form an organization for resolving, if pos- 
sible, conflicting views and achieving a coordinated position in the event of 
hearings on the Hawkes bill. Hearings were not held on that bill but the 
coordinating committee which had been formed continued to exist and to function. 

Thus the coordinating committee is over 5 years of age. It has consisted, 
and still does, of representatives of bar and trade associations—now 20 bar and 
9 trade associations: American, New York City and County, Chicago, St. Louis 
Bar Associations, and the American Patent Law Association, patent law asso- 
ciations of Connecticut, New Jersey, Michigan, Minnesota, New York, Boston, 
Chicago, Cincinnati, Cleveland, Dayton, Philadelphia, and Pittsburgh, and the 
Association of National Advertisers, National Association of Manufacturers, 
United States Trade Mark Association, and others. A list of the members of 
this coordinating committee as of this time is attached 
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The coordinating committee during these years has gathered suggestions from 
numerous sources for amendment of the Lanham Act. Through the work of 
subcommittees and by the action of the full committee, all suggestions have been 
studied. The full Committee has held numerous meetings, several in New York 
and Washington, one in Chicago, another at Atlantic City, and another in Boston. 

The committee carefully considered and supported S. 1957 when it was pend- 
ing. It has supperted 8S. 2540 and 8S. 2540 in the nature of a substitute, which 
atter bill it considers preferable, and which is the one which it now supports, 
The coordinating committee has succeeded in achieving agreement among the 
representitives which nstitute it 

The revision represented by S. 2540 in the nature of a substitute is much 
needed The Lanham Act was a complete revision of the then existing law. 
Compromises were made, some without the opportunity for careful considera- 
tion. There were some errors in draftsmanship. And experience under the 
new law has disclosed to trade-mark owners and their attorneys, and to the 
Patent Office, the need for changes in the law for purposes of clarification and 
administration The substitute bill contains amendments to clarify language, 
adjust procedure, and reconstruct substantive provisions. These amendments 
represent the collective agreement of the legal and trade associations represented 
by the coordinating committee Individuals may, naturally, not be entirely sat- 
isfied with the substitute bill; some may not think it is extensive enough in 
its revision of the Lanham Act; some may object to some of its provisions. 
But agreement to an extraordinary degree has been accomplished and is reflected 
in support for S. 2540 in the nature of a substitute. 








THE UNItrep STAtes TRADE-MARK ASSOCIATION 


OFFICERS 


President, Sherwood E. Silliman 

Treasurer, Richard S. Hayes 

Secretary, Dorothy Fey 

Vice president, Victor D. Broman 

Vice president, Hunter L, Johnson, Jr. 

Vice president, George S. McMillan 

Vice president, Frederick Moeller 

Editor, The Trade-Mark Reporter, Doris K. Meyerhoff 


BOARD OF DIRECTORS 








James M. Best, the Quaker Oats Co 
Frederick G. L. Boyer, the Champion Paper Fibre Co. 
Victor D. Broman, Union Carbide & Carbon Corp.’ 
Robert B. Clark, Warner-Hudnnt, Ine 

J.J. DeMario, Raybestos-Manhattan, Ine. 

L. C. Ehrhardt, McKesson & Robbins 

John L. Esterhai, Philco Corp 

Max I). Farmer, Cluett, Peabody & Co., Inc 

Richard 8S. Hays, the Okonite Co 

Richard K. Hines, Chattanooga Medicine Co. 

Hunter L. Johnson, Jr., Standard Oil Co. (Indiana) ’ 
Arthur E. Johnston, Colgate-Palmolive-Peet Co. 

I’. H. Knight, Corning Glass Works 

Maurice W. Levy, Hoffman-La Roche Ine. 

J. H. Lind, Jr., Penick & Ford, Ltd., Inc. 

George 8S. McMillan, Bristol-Myers Co.’ 

Melvin FE. Mensor, California Packing Corp. 
Frederick Moeller, Lehn & Fink Products Corp, 

\. R. Noll, International Business Machines Corp. 

M. J. Pendergast, Lever Bros. Co 

Kenneth Perry, Johnson & Johnson * 

Paul ©, Pippel, International Harvester Co 

Blaine B. Ramey, the Black & Decker Manufacturing Co. 
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H. M. Robertson, Brown & Williamson Tobacco Corp. 
Sherwood E, Silliman, Vick Chemical Co.’ 

A. L. Snow, Standard Oil Co. of California 

Duncan C. Taylor, Eberhard Faber Pencil Co. 
William G. Werner, the Procter & Gamble Co. 

J. Russell Wilson, Montsanto Chemical Co. 


COMMITTEES 


Lawyers Advisory Committee: Leslie D. Taggart, chairman, Watson, Johnson, 
Leavenworth & Blair 
State Trade-Mark Committee: Mrs. Lenore B. Stoughton, chairman, Rogers, 
Hoge & Hills 
International Trade-Mark Committee: F, X. Clair, chairman, Esso Standard 
Oil Co. 
Membership Committee : 
Duncan C, Taylor, chairman, Eberhard Faber Pencil Co. 
Joe E. Daniels, cochairman, Alexander, Matitz, Derenberg & Daniels 
Trade-Mark Management Manual Committee: Stewart W. Richards, chairman, 
Beer, Richards, Lane, Haller & Buttenwieser 


REGULAR MEMBERS 


Abbott Laboratories, North Chicago, Il. 
Admiral Corp., Chicago, D1. 

Allied Chemical & Dye Corp., New York, N. Y. 
Allis-Chalmers Manufacturing Co., Milwaukee, Wis. 
Aluminum Research Laboratories, New Kensington, Pa. 
American Chicle Co., Long Island City, N. Y. 

American Cyanamid Co., Stamford, Conn. 

Aerican Oil Co., Baltimore, Md. 

American Radiator & Standard Sanitary Corp., Pittsburgh, Pa. 
American Sugar Refining Co., the, New York, N, Y. 
American Viscose Corp., Marcus Hook, Pa. 

Anderson Co.,, the, Gary, Ind. 

Anheuser-Busch, Inc., St. Louis, Mo, 

Armstrong Cork Co., Lancaster, Pa. 

Babbitt, B. T., Inc., New York, N. Y. 

Babeock & Wilcox Co., the, New York, N. Y. 

Bacardi Imports, Inc., New York, N. Y 

sallantine, P. & Sons, Newark, N. J. 

Barbasol Co., the, Indianapolis, Ind. 

Bayuk Cigars Inc., Philadelphia, Pa. 

Beech-Nut Packing Co., Canajoharie, N, Y. 

sell & Howell Co., Chicago, Ill. 

Benjamin Moore & Co., New York, N. Y. 

Bristol-Myers Co., New York, N. Y. 

Bissell Carpet Sweeper Co., Grand Rapids, Mich. 
Black & Deecker Manufacturing Co., the, Towson, Md. 
Bloch Bros. Tobacco Co., the, Wheeling, W. Va. 
Borden Co., the, New York, N. Y. 

Borg-Warner Corp., Chicago, Ill. 

Bristol-Myers Co., New York. N. Y. 

Brown & Williamson Tobacco Corp., Louisville, Ky. 
Burroughs Wellcome & Co. (U.S. A.) Ine., Tuckahoe, N. Y. 
‘alifornia Packing Corp., San Francisco, Calif. 
‘alifornia Texas Oil Co., Ltd., New York, N. Y. 
‘ampbell Soup Co., Camden, N. J. 

‘arborundum Co., the, Niagara Falls, N. Y. 

‘elanese Corporation of America, New York, N. Y. 
‘hampion Paper & Fibre Co., the, Hamilton, O. 
‘hattanooga Medicine Co., the, Chattanooga, Tenn. 
‘hesebrough Manufacturing Co., Consolidated, New York, N. Y. 
‘hurch & Dwight Co., Inc., New York, N. Y. 

‘iba States, Ltd., New York, N. Y. 

‘ities Service Research & Development Co., New York, N. Y. 
‘linton Foods, Inc., New York, N. Y. 


iy a di Mi i ie, i il a tain 





28 REGISTRATION AND PROTECTION OF TRADE-MARKS 


Cluett, Peabody & Co., Inc., Troy, N. Y. 
oca-Cola Co., the, New York, N. Y. 
solgate-Palmolive-Peet Co., Jersey City, N. J. 
‘olt’s Manufacturing Co., Hartford, Conn. 
‘olumbia Pictures Corp., New York, N. Y. 
‘ommercial Solvents Corp., Terre Haute, Ind. 
Continental Motors Corp., Muskegon, Mich. 
Corning Glass Works, Corning, N. Y. 

Curtiss Candy Co., Chicago, Ill. 

Dewey & Almy Chemical Co., Cambridge, Mass. 
Distillers Co., Ltd., the, New York, N. Y. 

Ditto, Inc., Chicago, Ill. 

Dow Chemical Co., the, Midland, Mich. 
Drackett Co., the, Cincinnati, Ohio 

Du Pont, E. L., de Nemours & Co., Wilmington, Del. 
Eastman Kodak Co., Rochester, N. Y 

Eberhard Faber Pencil Co., Brooklyn, N. Y. 
Ebeco Manufacturing Co., the, Columbus, Ohio 
Electric Auto-Lite Co., the, Toledo, Ohio 

Eli Lilly & Co., Indianapolis, Ind. 

Emerson Drug Co., the, Baltimore, Md. 

Esso Standard Oil Co., New York, N. Y. 
Esterbrook Pen Co., the, Camden, N. J. 
Fairbanks, Morse & Co., Chicago, Il. 

Falstaff Brewing Corp., St. Louis, Mo. 

Father John’s Medicine Co., Inc., Lowell, Mass. 
Firestone Tire & Rubber Co., the, Akron, Ohio 
Ford Motor Co., Dearborn, Mich. 

Gates Rubber Co., the, Denver, Colo. 

General aniline & Film Corp., New York, N. Y. 
General Electric Co., Schenectady, N. Y. 
General Foods Corp., New York, N. Y. 

General Mills, Inc., Minneapolis, Minn. 

General Motors Corp., Detroit, Mich. 

General Outdoor Advertising Co., Inec., Washington, D. C. 
Gerber Products Co., Fremont, Mich. 

Gillette Co., the, Boston, Mass. 

Glidden Co., the, Cleveland, Ohio 

Goodrich, B. F., Co., the, Akron, Ohio 
Goodyear Tire & Rubber Co., the, Akron, Ohio 
Green Giant Co., Le Sueur, Minn. 

Gulf Oil Corp., Pittsburgh, Pa. 

Heinz, H. J., Co., Pittsburgh, Pa. 

Hercules Powder Co., Wilmington, Del. 

Hiram Walker & Sons, Inc., Detroit, Mich. 
Hoffmann-La Roche, Inc., Nutley, N. J. 
Hoover Co., the, Chicago, Ill. 

International Business Machines Corp., New, York, N. Y. 
International Cellucotton Products Co., Chicago, IL. 
International Harvester Co., Chicago, Ill. 
International Silver Co., Meriden, Conn. 
International Telephone & Telegraph Corp., New York, N. Y. 
Interwoven Stocking Co., New Brunswick, N. J. 
Johns-Manville Corp., Manville, N. J. 

Johnson & Johnson, New Brunswick, N. J. 

Johnson, 8S. C., & Son, Inc., Racine, Wis. 

Kaiser Aluminum & Chemical Corp., Washington, D. C. 
Kellogg Co., Battle Creek, Mich. 

Kendall Co., the, Boston, Mass. 

Keuffel & Esser Co., Hoboken, N. J. 

Koppers Co., Inc., Pittsburgh, Pa. 

Kraft Foods Co., Chicago, IIL. 

Larus & Bro. Co., Inc., Richmond, Va. 

Lehn & Fink Products Corp., New York, N. Y. 
Lever Bros. Co., New York, N. Y. 

Libby, McNeill & Libby, Chicago, Il. 
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Liggett & Myers Tobacco Co., Ine., New York, N. Y. 
Lily-Tulip Cup Corp., New York, N. Y. 
Lorillard, P., Co., New York, N. Y. 
Magnavox Co., Fort Wayne, Ind. 
Manhattan Shirt Co., New York, N. Y. 
Marshall Field & Co., Chicago, Ill. 
Max Factor & Co., Hollywood, Calif. 
Maytag Co., Newton, Iowa 
McGraw Electric Co., Elgin, I. 
MeclIlhenny Co., Avery Island, La. 
McKesson & Robbins, Inc., New York, N. Y. 
Mead Johnson & Co., Evansville, Ind. 
Menley & James, Ltd., New York, N. Y. 
Mennen Co., Morristown, N. J. 
Mentholatum Co., Buffalo, N. Y. 
Merck & Co., Ine., Rahway, N. J. 
Miles Laboratories, Inc., Elkhart, Ind. 

P Monsanto Chemical Co., St. Louis, Mo. 
Morton Salt Co., Chicago, Il. 
Murine Co. Inc., Chicago, Il. 


; Musterole Co., Cleveland, Ohio 
National Biscuit Co., New York, N. Y. 
e National Cash Register Co., Dayton, Ohio 
/ National Casket Co., Inec., Boston, Mass. 


National Dairy Products Corp., New York, N. Y. 
‘ National Distillers Products Corp., New York, N. Y. 
: National Lead Co., New York, N. Y. 

Nestle Co., Inc., White Plains, N. Y. 

Norwich Pharmacal Co., Norwich, N. Y. 

Ohio Oil Co., Findlay, Ohio 

Okonite Co., Passaic, N. J. 

A Oneida, Ltd., Oneida, N. Y. 
' Pabst Brewing Co., Chicago, Ill. 

Penick & Ford, Ltd., Inc., New York, N. Y. 

Pepperell Manufacturing Co., Boston, Mass. 

Pepsi-Cola Co., New York, N. Y. 

Pet Milk Co., St. Louis, Mo. 

Phileo Corp., Philadelphia, Pa. 

Phillips Petroleum Co., Bartlesville, Okla. 

Pittsburgh Plate Glass Co., Pittsburgh, Pa. 

Procter & Gamble Co., Cincinnati, Ohio 

Quaker Oats Co., Chicago, Il. 

Quaker State Oil Refining Corp., Oil City, Pa. 

Radio Corporation of America, New York, N. Y. 

Raybestos-Manhattan, Inc., Passaic, N. J. 

Rexall Drug Co., Los Angeles, Calif. 

Reynolds, R. J., Tobacco Co., Winston-Salem, N. C. 

Rock of Ages Corp., Barre, Vt. 

Safeway Stores, Inc., Oakland, Calif. 

Schlitz, Jos., Brewing Co., Milwaukee, Wis. 

Scott Paper Co., Chester, Pa. 

Scovill Manufacturing Co., Waterbury, Conn. 

Seagram, Joseph & Sons, Inec., New York, N. Y. 

Searle, G. D., & Co., Chicago, Tl. 

Sears, Roebuck & Co., Chicago, Il. 

Seven-Up Co., St. Louis, Mo. 

Sharp & Dohme Division, Merck & Co., Inc., Philadelphia, Pa. 

Shell Oil Co., New York, N. Y. 

Sherwin-Williams Co., Cleveland, Ohio 

Singer Manufacturing Co., New York, N. Y. 

Smith, Kline & French Laboratories, Philadelphia, Pa. 

Smith, Martin H., Co., New York, N. Y. 

Smooth-On Manufacturing Co., Jersey City, N. J. 

Socony-Vacuum Oil Co., Inc., New York, N. Y. 

Southern Cotton Oil Co., New Orleans, La. 

Spalding, A. G. & Bros., Inc., Chicopee, Mass. 
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Spool Cotton Co.,New York, N. Y. 

Staley, A. E., Manufacturing Co., Decatur, Ill. 
Standard Brands, Inc., New York, N. Y. 
Standard Oil Company of San Francisco, Calif. 
Standard Oil Co. (Indiana), Chicago, IL. 
Stanley Works, New Britain, Conn. 

Sterling Drug, Inc., New York, N. Y. 

Stetson, John B., Co., Philadelphia, Pa. 
Sunbeam Corp., Chicago, Ill. 

Sunshine Biscuits, Inc., Long Island City, N. Y. 
Swift & Co., Chicago, Il. 

Technicolor Motion Picture Corp., Hollywood, Calif. 
Texas Co., New York, N. Y. 

Timken Roller Bearing Co., Canton, Ohio 
Underwood Corp., Hartford, Conn. 


Union Bag & Paper Corp., New York, N. Y. 
Union Carbide & Carbon Corp., New York, N. Y. 
United States Gypsum Co., Chicago, Il. = 
United States Rubber Co., New York, N. Y. 
United States Steel Corp., Pittsburgh, Pa. 
Upjohn Co., Kalamazoo, Mich. 
Vick Chemical Co., New York, N. Y. 
Wampole, Henry K., & Co., Inc., Philadelphia, Pa. 
Warner-Hudnut, Inc., New York, N. Y. 
Westinghouse Air Brake Co., Pittsburgh, Pa. 
Wheatena Corp., the, Rahway, N. J. 
Wildroot Co., Inc., Buffalo, N. Y. 
Williams, J. B., Co., the, Glastonbury, Conn. 
Wrigley, Wm., Jr., Co., Chicago, Ill. 
Yale & Towne Manufacturing Co., the, Stamford, Conn. 
Zenith Radio Corp., Chicago, Ill. 
ASSOCIATE MEMBERS 
Advertising agencies: 
Brooke, Smith, French & Dorrance, Inc., Detroit, Mich. 
D’Arcy Advertising Co., St. Louis, Mo. 
Doherty, Clifford & Shenfield, New York, N. Y. 
Foote, Cone & Belding, Chicago, Il. 
Frohlich, L. W.,. & Co., Ine., New York, N. Y. 
Maxon, Inc., Detroit, Mich. | 
MeCann-Erickson, Inc., New York, N. Y. 
Needham, Louis & Brorby, Chicago, Il. 
Seeds, Russel M., Co., Chicago, Tl. | 
Thompson, J. Walter, Co., New York, N. Y. 
Young & Rubicam, Inc., New York, N. Y. 
Associations: 
Association of American Soap & Glycerine Producers, Inc., New York, N. Y. . 
Pencil Makers Association, Hoboken, N. J. 
lobacco Merchants Association of the United States, New York, N. Y. 
Lawyers, law firms, trade-mark agents, and others: 
Adams, Forward & McLean, New York, N. Y. . 
Alexander, Maltitz, Derenberg & Daniels, New York, N. Y. 
Allen & Allen, Cincinnati, Ohio. 
Andrus & Sceales, Milwaukee, Wis. 
Arvedson, George C., Detroit, Mich. 
Bader & Bader, New York, N. Y. oe 


Barlow & Barlow, Providence, R. I. 

sarnes, Kisselle, Laughlin & Raisch, Detroit, Mich. 

Bates, Teare & McBean, Cleveland, Ohio. 

Beale & Jones, Washington, D. C. 

Bean Brooks Buckley & Bean, Buffalo, N. Y. 

Beer, Richards, Lane, Haller & Buttenwieser, New York, N. Y. 
Blenko, Hoopes, Leonard & Buell, Pittsburgh, Pa. 

Borst, Leek & Des Marais, New York, N. Y. 

Bosworth, Sessions, Herrstrom & Williams, Cleveland, Ohio. 
Brand, A. Arnold, Chicago, I11. 
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Breitenfeld, Frederick, New York, N. Y. 

Broman, Victor Davis, New York, N. Y. 

Brown, Critchlow, Flick & Peckham, Pittsburgh, Pa. 
Brown, Jackson, Boettcher & Dienner, Chicago, Il. 
Burgess, Ryan & Hicks, New York, N. Y. 

Campbell, Brumbaugh, Free & Graves, New York, N. Y. 
Carpenter, Abbott, Coulter & Kinney, St. Paul, Minn. 
Cassidy, John H., St. Louis, Mo. 

Churchill, Rich, Weymouth & Engel, New York, N. Y. 
Cooper Bryne Dunham Keith & Dearborn, New York, N. Y. 
Crampton, Freeman, Toledo, Ohio. 

Cravath, Swaine & Moore, New York, N. Y. 

Crowell & Leibman, Chicago, Il. 

Curtis, Morris & Safford, New York, N. Y. 

Darby & Darby, New York, N. Y. 

Davis, Hoxie & Faithfull, New York, N. Y. 

Davis, Lindsey, Hibben & Noyes, Chicago, Il. 

Davis Polk Wardwell Sunderland & Kiendl, New York, N. Y. 
Deller, Anthony William, New York, N. Y. 

Des Jardins, Clarence B., Cincinnati, Ohio. 

Digges, Isaac W., the firm of, New York, N. Y. 

Earl, Otis A., Kalamazoo, Mich. 

Edelman & Edelman, New York, N. Y. 

Fish, Richardson & Neave, New York, N. Y. 

Fuller, Harrington, Seney & Henry, Toledo, Ohio. 
Fulwider, Mattingly & Babcock, Los Angeles, Calif. 
Goepel, C. P., New York, N. Y. 

Gravely, Lieder, Woodruff & Dees, St. Louis, Mo. 
Green, Matthew Addy, Cincinnati, Ohio. 

Green, Pineles, Callmann & Durr, New York, N. Y. 
Harness, Dickey & Pierce, Detroit, Mich. 

Harris, Kiech, Foster & Harris, Los Angeles, Calif. 
Haseltine, Lake & Co., New York, N. Y. 

Hauke, Gilbert F., Detroit, Mich. 

Hill, Sherman, Meroni, Gross & Simpson, Chicago, III. 
Holland, Armstrong, Bower & Carlson, New York, N. Y. 
Hovey, C. Earl, Kansas City, Mo. 

Howson & Howson, Philadelphia, Pa. 

Hughes, Hubbard, Blair & Reed, New York, N. Y. 
Hyde, Myer, Baldwin & Doran, Cleveland, Ohio. 
Jackson, Webster & Read, Los Angeles Calif. 
Jennison, Ellsworth M., Washington, D. C. 

Jewett. Mead, Browne & Schuyler, Washington, D. C. 
Johnson & Kline, Bridgeport, Conn. 

Jones, Ira Milton, Milwaukee, Wis. 

Kane, Dalsimer & Kane, New York, N. Y. 

Kenway, Jenny, Witter & Hildreth, Boston, Mass. 
Kenyon & Kenyon, New York, N. Y. 

Koenig & Pope, St. Louis, Mo. 

Langner, Parry, Card & Langner, New York, N. Y. 
Lind, Frederick J., New York, N. Y. 

Link, George, Jr., New York, N. Y. 

Lorentz & Stamler, Newark, N. J. 

Los Angeles County Law Library, Los Angeles, Calif. 
Lyon & Lyon, Los Angeles, Calif. 

MacGregor, Bertha L., Mrs., Englewood, Colo. 
Mallinckrodt, P. H. and Philip A., Salt Lake City, Utah 
Mandelstam, Leo, New York, N. Y. 

Marechal, Biebel, French & Bugg, Dayton, Ohio. 
Marks & Clerk, New York, N. Y. 

Mason, Fenwick & Lawrence, Washington, D. C. 
Mason, Kolehmainen, Rathburn & Wyss, Chicago, Il. 
Michael, Spohn, Best & Friedrich, Milwaukee, Wis. 
Mock & Blum, New York, N. Y. 

Moore, Prangley & Clayton, Chicago, TI. 

Moore, Maurice J., New York, N. Y. 
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Mueller, Foorman L., Chicago. Tl. 

Munn, Liddy, Nathanson & March, New York, N. Y. 

Myers, John Dashiell, Philadelphia, Pa. 

Nash, James Harley, New York, N. Y. 

Naylor & Lassagne, San Francisco, Calif. 

Nims, Martin, Halliday, Whitman & Williamson, New York, N. Y. 
Ooms, Casper W., Chicago, Il. 

Parker & Walsh, Washington, D. C. 

Parker, Roy T., Jr., New York, N. Y. 

Parrot & Richards, Charlotte, N. C. 

Patterson, Belknap & Webb, New York, N. Y. 

Pennie, Edmonds, Morton, Barrows & Taylor, New York, N. Y. 
Petchaft, Alfred W., St. Louis, Mo. ; 
Pollard & Johnston, New York, N. Y. 

Ramsey, Chrisholm & Hilder, New York, N. Y. 

Richardson, David & Nordon, New York, N .Y. 

Robb & Robb, Washington, D. C. 

Roberts, Cushman & Grover, Boston, Mass. « 
Rogers, Hoge & Hills, New York, N. Y. 

Rogers & Woodson, Chicago, Il. 

Scherer, William L., Detroit, Mich. 

Schneider & Dressler, Chicago, IL. 

Schroeder, Merriam, Hofgren & Brady, Chicago, Il. 

Scofield, Thomas E., Kansas City, Mo. 

Scotti, Edmund Dill, New York, N. Y. 

Shepard, Charles, Rochester, N. Y. 


Singer, Stern & Carlberg, New York, N. Y. 
Smith, Kilpatrick, Cody, Rogers & McClatchey, Atlanta, Ga. ' 
Smolka, Paul H., New York, N. Y. j 
Soans, Glaister & Anderson, Chicago, Il. i 
Spencer, Johnston, Cook & Root, Chicago, II. ' 


Studwell, Spencer A., New York, N. Y. 
Synnestvedt & Lechner, Philadelphia, Pa. ' 
Thomson & Thomson, Boston, Mass. : 
Trade-Mark Bureau, United States Printing & Lithograph Co., Cincinnati, 
Ohio. 
Viault, Albert, New York, N. Y. 
Wallace & Cannon, Chicago, Il. 
Watson, Cole, Grindle & Watson, Washington, D. C. 
Watson, Johnson, Leavenworth & Blair, New York, N. Y. 
Webb, Mackey & Burden, Pittsburgh, Pa. 
Weil, Gotshal & Manges, Washington, D. C. 
Wheeler, Wheeler & Wheeler, Milwaukee, Wis. 
White & Case, New York, N. Y. 
Whittemore, Hulbert & Belknap, Detroit, Mich. 
Wilkinson, Huxley, Byron & Hume, Chicago, Ill. 
Wise, Corlett & Canfield, New York, N. Y. 
Woodcock & Phelan, Philadelphia, Pa. 
Zabel, Baker, York, Jones & Dithmar, Chicago, Tl. 


FOREIGN ASSOCIATE MEMBERS 


Canada: 
Fox, Harold G., Q. C., Toronto, Ontario. 
Gowling, MacTavish, Osborne & Henderson, E. Gordon Gowling, Q. C., Ot- 
tawa, Ontario. 
Gowling, MacTavish, Osborne & Henderson, John C. Osborne, Ottawa, 
Ontario. 
McCaffrey, James P., Ottawa, Ontario. 
Phillips, Lazarus, Montreal, Quebec. 
Riches, Charles H., & Sons, Toronto, Ontario. 
Seott, Cuthbert, & Co., Ottawa, Ontario. 
Smart & Biggar, Ottawa, Ontario. 
Swabey, Alan, & Co., Montreal, Quebec. 
Central America: 
Caldera & Co., Ltd., Managua, Nicaragua. 
Caldera-Pallais, Henry, Managua, Nicaragua. 
Gomar, Ruben Ventura, San Salvador, El Salvador. 
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Cuba: Gonzalez y Lopez Font, Habana. 
Denmark: 

Hude, Chas., Copenhagen. 

Ostenfeld, Th., Copenhagen. 
England: 

zangford, E. G., London. 

Symmons, W. C. T., London. 

Wildbore & Gibbons, London. 
France: Haimoff, A., Paris. 
Germany: Lampert, Dr. Ing. Wilhelm, Stuttgart. 
Haiti: Sales, Jean P., Port-au-Prince. 
Holland: Van der Graaf & Co’s. Merkenbureau N. V., Amsterdam. 
Iceland: Sigurjonsson, S., Reykjavik. 
India: 

Datta, T. P., & Sons, Calcutta. 

Pai, P. S., & Co., Bombay. 
Iraq: R. A. Shammas, Baghdad. 
Italy: Luzzatto, Attilio, Milano. 
Mexico: Solorzano & Solorzano, Mexico City. 
akistan : 

Ahsanulla, M., & Co., Karachi. 

Amin, M., & Co., Karachi. 

Bharucha & Co., Karachi. 

South America: 

Bentata, J., Caracas, Venezuela. 

3olet & Terrero, Caracas, Venezuela. 

Cavelier, Venegas & Esguerra, Bogota, Colombia. 

Custodio de Almeida & Cia., Rio de Janeiro, Brazil. 

Garcia C., Dr. Gonzalo, Quito, Ecuador. 

Johansson & Langlois, Santiago, Chile. 

Lovey & Cia., Buenos Aires, Argentina. 

Marval & O’Farrell, Buenos Aires, Argentina. 

Momsen, Leonardos & Cia, Rio de Janeiro, Brazil. 

Quevedo & Ponce y Carbo, Quito, Ecuador. 

Sargent, T. C., & O. Krahn, Santiago, Chile. 

Sheppard, Charles, La Paz, Bolivia. 

Soruco C., J. & G., La Paz, Bolivia. 

Villaseca, Federico, Santiago, Chile. 
Switzerland: Metz, A. W., Geiger, C. A., Zurich. 
Thailand: Jorgensen & Co., Bangkok. 

Vietnam: Haimoff, A., Saigon. 
Yugoslavia: Trpkovitch, A. S., Belgrade. 


NEW MEMBERS SINCE AUGUST 15, 1953 


Regular memberships: 
Shulton, Ine. 
The American Tobacco Co., Inc., New York, N. Y. 
Coty, Inc., New York, N. Y. 
Chas. Phizer & Co., Inc., Brooklyn, N. Y. 
Olin Industries, Bast Alton, Ill. 
Standard Oil Co. (Ohio). 
Associate memberships: 
Gardner Advertising Co., St. Louis, Mo. 
Kingsland, Rogers & Hzell, St. Louis, Mo, 
John T. Love, Chicago, Tl. 
West, Jurow & Cheatham, Chicago, Il. 
Foreign associate memberships: 
Facio, Fournier & Canas. 
Dr. R. Aghababian & Dr. H. Sotoudeh, Teheran, Iran. 
Obligado & Cia, Lda., Buenos Aires, Argentina. 
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Associate members: 
American Bottlers of Carbonated Beverages. 
Chauncey P. Carter. 
Ray T. Ernst. 
Federal Bar Association of New York, New Jersey, and Connecticut 
(R. Wincor). 
Abraham Friedman 
Greenwald, Kovner & Goldsmith. 
Heard, Smith, Porter & Chittick. 
Hudson, Boughton, Williams, David & Hoffman. 
Marshall, Bratter, Klein & Greene. 
Gordon C. Murray. 
Noyes & Sproul. 
Owen & Owen 
Gilbert Weil. 


RESOLUTION Durty ADOPTED AT A MEETING OF THE BOARD OF DIRECTORS OF THE 
UNITED STATES TRADE-MARK ASSOCIATION ON MARCH 2, 1954 


“Resolved, That on behalf of the membership of the United States Trade-Mark 
Association, the board of directors wishes to express its gratitude to Senator 
Alexander Wiley for his interest in the proposed amendments to the Lanham 
Act which have been incorporated in Senate bill S. 2540; and to unanimously 
approve the proposed amendments as set forth in this bill; and further 

“Resolved, That it is respectfully requested that hearings on this bill be sched- 
uled at an early date. 

DorotHy Fey, 
Executive Secretary. 


COORDINATING COM MITTEE 


Advertising Federation of America 
American Bar Association 

American Patent Law Association 
Association of National Advertisers 
Automobile Manufacturers Association 
Bar Association of the City of New York 
gar Association of the District of Columbia 
Bar Association of St. Louis 

Boston Patent Law Association 
Chicago Bar Association 

Chicago Patent Law Association 
Cincinnati Patent Law Association 
Cleveland Patent Law Association 
Commerce & Industry Association 
Connecticut Bar Association 
Connecticut Patent Law Association 
Dayton Patent Law Association 
Michigan Patent Law Association 
Minnesota Patent Law Association 
Motor & Equipment Manufacturers Association 
National Association of Manufacturers 
New Jersey Patent Law Association 
New York County Lawyers Association 
New York Patent Law Association 
Philadelphia Patent Law Association 
Pittsburgh Patent Law Association 
Proprietary Association 

Toilet Goods Association 

United States Trade-Mark Association 
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Davis, PoLK, WARDWELL, SUNDERLAND & KIENDL, 
New York, N. Y., March 52, 1954. 

Re S. 2540 and the amendment in the nature of a substitute thereto. 

Hon. ALEXANDER WILEY, 

Chairman, Subcommittee on Patents, Trade-Marks and Copyrights, 
Committee on the Judiciary, 
United States Senate, 
Washington, D. C. 

DEAR SENATOR WILEY: The committee on trade regulations and trade-marks 
of the Association of the Bar of the City of New York has unanimously approved 
the Wiley bill S. 2540 as set forth in the amendment in the nature of a substitute 
thereto, and desires to express its unqualified ¢ndorsement thereof to the Senate 
Committee on the Judiciary and the Subcommittee on Patents, Trade-Marks, and 
Copyrights. 

I enclose a statement summarizing our committee’s views, and respectfully 
request that it be inserted in the record of the hearing before the subcommittee 
scheduled for March 25, 1954. 

Very truly yours, 





TAGGART WHIPPLE, Chairman, 


STATEMENT BY THE COMMITTEE ON TRADE REGULATION AND TRADE-MARKS OF THE 
ASSOCIATION OF THE BAR OF THE CITY OF NEW YORK IN RE 8, 2540 AND THE 
NATURE OF A SUBSTITUTE THERETO 


The committee on trade regulations and trade-marks of the Association of 
the Bar of the City of New York has considered the Wiley bill S. 2540 as 
set forth in the amendment in the nature of a substitute thereto, and has unani- 
mously approved it. 

Our committee is satisfied that in all respects the amendments so proposed 
will improve and strengthen the Lanham Act (the Trade-Mark Act of July 5, 
1946) to which they are directed. The proposals to clarify existing provisions, to 
bring the language of related sections into uniformity, and to simplify or 
supplement the present administrative procedure in the Patent Office will plainly 
serve a useful purpose. The other proposals, each in its own sphere, are of even 
greater value in encouraging registration and affording support and security in 
the enjoyment of the rights which by our common law are acquired through the 
actual use of trade-marks. 

As a whole, these proposals constitute important and highly desirable legisla- 
tion which our committee believes should be enacted without further delay. We 
therefore respectfully submit this statement for the attention of the Subcommit- 
tee on Patents, Trade-Marks, and Copyrights, with the earnest hope that S. 2540 
as set forth in the amendment in the nature of a substitute thereto, will receive 
early and favorable consideration by that subcommittee and the Committee on 
the Judiciary, so that it may be enacted during the present session of Congress. 

TAGGART WHIPPLE, Chairman. 


STATEMENT OF JOHN T. LOVE, ATTORNEY AT LAW, CHICAGO, ILL. 


Mr. Love. I had expected not to get into the debate, and have a 
statement here which I will file for the record, which contains a 
section-by-section analysis of the substitute bill. 

For the record, I ought to identify myself at this time. I am a 
resident of Chicago, IIl., admitted to the bar of the State of Illinois. 

At present, I am subsection chairman in charge of trade-marks for 
the patent trade-mark and copyright section of the American Bar 
Association, although I wish to state firmly and on the record that I 
do not represent that association here. Mr. Klein does. I am also 
president of the patent trade-mark and trade practices committee 
of the Chicago Bar Association and am a member of the patent 
committee and trade-mark subcommittee of the National Association 
of Manufacturers, and other committees dealing with trade-mark 
matters. 











36 REGISTRATION AND PROTECTION OF TRADE-MARKS 


As part of the coordinating committee since its formulation sev- 
eral years ago, I have studied all of the bills, S. 1957, and the 2 ver- 
sions of 8. 2540, the previously filed Hawkes bill, and the House bill, 
which was known as the Gossett bill. 

I am firmly convinced and the coordinating committee is firmly 
convinced that S. 2540 makes definite improvements in the Lanham 
Act to bring it up to date, as Congressman Lanham indicated in his 
opening remarks. 

There are, in that amendatory bill, changes or amendments of three 
different types. They are amendments connected with typographical 
errors Which crept into the original text, and clarifying amendments 
to clear up obscure language. ‘There are procedural changes. And 
there are also substantive changes. 

The procedural changes are intended to, in a large measure, make 
the work of the Patent Office similar and to also ease the work of the 
bar and trade-mark owners. And, incidentally, I believe that they 
will enable the Patent Office to effect economies in its operations; and 
I understand that that is a very desirable thing at this time. 

The statement which I have filed speaks for itself, and I don’t 
want unduly to extend these remarks in view of your suggestion, Mr. 
Chairman, and unless there are any specific provisions which you 
would like to have me discuss, or any questions on any of the various 
sections of S. 2540 that are to be asked, I think I would like to con- 
clude these comments on that note. 

(The statement referred to is as follows:) 


STATEMENT OF JOHN T. LOVE oF CHICAGO, ILL., ON BEHALF OF THE NATIONAL TRADE 
MARK COORDINATING COM MITTEE, IN SUPPORT OF S. 2540, 83p ConGreEss, 2p SEs- 
SION, AN AMENDMENT IN THE NATURE OF A SUBSTITUTE FOR S. 2540, S3p Con- 
GRESS, 1ST SESSION 


My name is John T. Love, and I am a resident of Chicago, Ill., where I am 
engaged in the practice of law with the firm of Ahlberg, Wupper & Gradolph, 
specializing in patent, trade-mark, copyright, and unfair-competition matters. 
For several years I have made a study of trade-mark law and the provisions and 
effect of the Trade-Mark Act of 1946. 

As a result of this interest I have been active in bar association work, and at 
present I am subsection chairman of the trade-mark subsection of the section on 
patent, trade-mark and copyright law of the American Bar Association, although 
in making this statement I do not represent that section or the American Bar 
Association. Also, I am chairman of the patent, trade-mark and trade practices 
committee of the Chicago Bar Association, having served on that committee for 
6 years. I am a member of the patent committee and trade-mark subcommittee 
of the National Association of Manufacturers as patent and trade-mark counsel 
of Signode Street Strapping Co. of Chicago, Ill., and am on the trade-mark com- 
mittee of the American Patent Law Association. 

For 7 years I was a member of the trade-mark committee of the Patent Law 
Association of Chicago and chairmaned that committee during 1951, 1952, and 
1953. I was named delegate from the Patent Law Association of Chicago to the 
national trade-mark coordinating committee which was organized to study and 
consider proposals to amend the Trade-Mark Act of 1946. It is on behalf of 
the coordinating committee that this statement is made. 

The coordinating committee has made a thorough study of the 3 bills intro- 
duced by Mr. Wiley to amend the Trade-Mark Act of 1946, S. 1957, 82d Congress, 
and the 2 texts of S. 2540, 88d Congress. There is no doubt that the act of 1946 
needs amendment, and the coordinating committee supports and urges enact- 
ment of S. 2540, an amendment (in the nature of a substitute), because such 
legislation would greatly improve the act and would carry out the original intent 
of Congress. 

In the attached analysis each of the proposed amendments is discussed in the 
order of section arrangement of the act to show how the legislation would change 
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the existing law. The coordinating committee specifically endorses the amend- 
ments to each section of the act for the reasons stated in the analysis. 


ANALYSIS OF PROPOSALS TO AMEND THE LANHAM ACT 
(Publie Act 489, 79th Cong., ch. 540, 2d sess.) 


Proposed amendment to section 1 (a) (1) 

This proposed amendment changes the verified portion of the application 
Statement to recognize actual conditions. 

At present a trade-mark owner-applicant must swear that “no other per- 


son * * * has the right to use such (his) mark in commerce either in the 
identical form thereof or in such near resemblance thereto as might be calculated 
to deceive.” This statement is far too broad and all including in its terms and 


scope. Many words are used by several different and noncompeting com- 
panies as trade-marks for different goods, yet when one of these companies is a 
trade-mark applicant, oath must be taken to the fact that no other person, 
firm, corporation, or association has the right to use such mark which the 
affiant knows not to be true. The proposed amendment would qualify the 
original language by relating the mark sought to be registered to the goods on 
which it is used. 

The proposed amendment also endeavors to avoid problems of construction. 
As the act stands, the test of resemblance in this section is whether the mark 
“might be calculated to deceive,” whereas in section 2 (d) the test is whether 
the mark would be likely “to cause confusion or mistake or to deceive pur- 
chasers.” ‘The test should be the same throughout the act. 

The proviso is proposed to be amended by striking the words “or services” 
as unnecessary in view of the provision of section 3 of the statute. The 
presence of these words in some sections of the act might raise questions of 
interpretation as the applicability of other sections where service marks are 
not specifically mentioned. This deletion is also proposed in section 2 (d). 


Proposed amendment to section 2 (da) 


This proposed amendment is in three parts, namely: (a) it deletes the word 
“purchasers”; (b) it relaxes the requirements for eligibility for concurrent 
registration; and (c) it revises the procedure in respect of concurrent 
registration. 

(a) It is generally conceded that this subsection (d) of section 2, section 
16, section 82 (1), and the definition of colorable imitation in section 45, 
insofar as they refer to likelihood of confusion, mistake, and deception, were 
intended to be a codification of the common law as it existed at the time of 
passage of the act The presence of the word “purchasers” in each of these 
sections, however, has brought about a misconstruction which is narrower than 
the existing common law. The language has been misconstrued to have the 
effect of requiring proof of actual or likelihood of confusion of purchas@is, 
mistake of purchasers, or deception of purchasers. This effect was not intended 
either by the proponents of the legislation or by the Congress. The purpose 
of deleting the word “purchasers” is not to broaden or otherwise change the 
existing common law, but to restate the common law in such a manner as to 
prevent a construction more narrow than was intended. The necessary impli- 
cation of the reference to confusion, mistake, or deception in these sections 
is confusion, mistake, or deception of members of the public functioning as 
purchasers or as potential purchasers. Such confusion, mistake, and deception 
has been prevented in the past under the common law and deletion of the word 
“purchasers” will bring the statute into conformity with that common law 
and will make it clear that these sections of the act refer not only to actual, 
but also to potential purchasers, and thus apply to likelihood of confusion as well 
as to actual confusion. 

(b) One of the principal objectives of the Lanham Act is to induce lawful 
users of trade-marks, service marks, collective marks, and certification marks 
to register under the act. This purpose has, to a considerable extent, been 
defeated under interpretations of the present language of the proviso of section 
2 (d) which bar registration by second-comers whose use, even though lawful, 
was begun after the application filing date of a person who has an 1881 or 1905 
act registration of the same ora similar mark. The proposed amendment seeks to 
correct this situation. Stated affirmatively, it will enable a second-comer who 
has been the lawful user of a mark to secure registration where his use has been 
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concurrent with that of an applicant or registrant under one of the prior acts, 
even though his use commenced subsequent to the application filing date of an- 
other, provided his use began prior to July 5, 1947, the effective date of the 
Lanham Act 

A number of considerations support the proposal. It should be noted that 
registration under the act of 1881 or the act of 1905 was not constructive notice 
of the registrant’s claim to ownership until the effective date of the 1946 act. 
Logically, therefore, a second user, who has rights at common law by virtue of 
lawful and continuous use, should be permitted to obtain a registration based 
on that use, just as though he had commenced his use prior to the filing date 
of the first user. The amendment places the owner of a 1905 registration in 
no worse position than the one he occupied prior to passage of the 1946 act. 
Admittedly, the second user could not have obtained a registration prior to 
passage of the 1946 act because there was no provision for concurrent registra- 
tions in the prior acts. He could, however, under the prior acts have continued 
the lawful use of his mark without registration. The very fact that provision for 
concurrent registration was made in the 1946 act, when read with the legislative 
history of the provision, indicates clearly that there was an intention on the 
part of Congress to permit registration of all marks in lawful use. 

The proposed amendment does not change the operation and effect of the 
proviso with respect to marks filed for registration or registered under the act 
of 1946. As to those, the concurrent use must have begun prior to the earliest 
of the filing dates of the applications involved. This is what the proviso states 
now, without amendment, so far as such applications are concerned. 

The amendment cures a defect in the present section by making it absolutely 
certain that when a court of competent jurisdiction has finally determined that 
more than one person is entitled to use the same or similar marks in commerce 
the Commissioner may grant registrations to the concurrent users irrespective 
of whether they meet the express eligibility requirements as to the date of first 
use set forth in clauses (i) to (iv) While the law now seems to permit the 
grant of such registrations the covering language is not clear and is subject 
to conflicting interpretations. It is important that this vagueness be removed. 

The phrase: “or a court on appeal,” and the last sentence of the present 
proviso: “Concurrent registrations may be ordered by a court in an action under 
the provisions of section 4915, Revised Statutes, under such conditions and 
limitations as the court considers proper in accordance herewith,” have been 
omitted from the proposed amendment as unnecessary and giving rise to con- 
fusion. The appellate procedure is fully covered in the proposed amendment 
to section 21 The original language was conceived by at least one trade-mark 
applicant to permit him belatedly to convert his application to one seeking a 
concurrent use registration when he instituted a district court action for a review 
of a denial of his application for an exclusive registration. The act as proposed 
to be amended is not subject to such an interpretation 

The proposed revision of the proviso will permit realization of the objective 
of inducement to register all marks which are lawfully used. 

(c) In addition to the foregoing substantive changes, procedure in concurrent 
registration matters is revised. A companion amendment to section 12 (a) 
will greatly simplify concurrent practice. 

The present procedure, as set up in this proviso, results in an inter partes 
proceeding in the Patent Office to determine the rights of the respective parties 
to registration After that proceeding is concluded, the mark, or marks, for 
which registration is sought is for the first time published in the Official Gazette 
for purposes of opposition. It is possible under this procedure for other inter- 
ested parties, who claim rights to the same or a similar mark, to commence 
opposition proceedings, and thus double the work of the Patent Office, as well 
as the expenses of the applicant 

The proposed amendment to the practice and procedure portion simply strikes 
out the two sentences requiring the foregoing sequence of events and directs the 
(Commissioner to determine whether the application is allowable, then to publish 
or opposition purposes and give notice to all parties concerned in the concurrent 
registration proceeding, and finally, to consolidate, so far as practicable, all 
proceedings involving the right to register. 

Proposed amendment to section 6 

The proposed amendment completely rewrites section 6 to arrange it in better 

form, to permit the Commissioner to use proper discretion in requiring the dis- 


claimer of unregistrable parts of marks, to provide affirmative statutory per- 
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mission for a voluntary disclaimer of an unregistrable component of a mark at 
the time application for registration is made, and to prevent a disclaimer under 
this section or under section 7 (d) from operating to the disadvantage of a 
registrant who might subsequently wish to recapture the disclaimed matter. 
Present section 6 provides for the recapture of disclaimed matter but is susceptible 
of an interpretation that would allow the recapture only if the disclaimer was 
required by the Commissioner of Patents. 


Proposed amendment to section 7 (a) 


The proposed amendment to the first sentence of this subsection would simplify 
the attestation formalities upon issuance of the registration certificate, and would 
eliminate the requirement for keeping printed copies of the drawing and state- 
ment of the applicant which would save unnecessary printing costs of the Patent 
Office. 

Proposed amendment to section 7 (da) 

This amendment will (a) eliminate the requirement of paying a fee for volun- 
tary surrender or cancellation of a registration and (b) prohibit disclaimer of a 
mark in its entirety. The subsection is proposed to be rewritten to cast it in 
better form and to make it more readily understood. 

(a) One objective of the Lanham Act was to provide a register of all live 
marks in use. Oftentimes, a mark is abandoned or its use enjoined or otherwise 
prohibited, yet it remains on the register for the duration of its term because of 
the requirement of paying a fee for voluntary surrender for cancellation. It is 
true that some work on the part of the Patent Office is necessitated in such 
cases, but in the orderly scheme of things, one who desires to clear the register 
of marks not in use should be ‘able to do so without cost to him. A companion 
amendment appears in section 31. 

(b) The term “disclaimed in whole” apparently means that a mark may be 
disclaimed in its entirety. Obviously, if a mark is disclaimed in its entirety, 
then there is nothing left which is registrable. Provision for disclaimer in 
whole should be eliminated. 


Proposed amendment to section 8 (a) and 8 (b) 


The amendments to each of these subsections changes the word “showing” 
to “stating” and brings this section into harmony with section 9. The Patent 
Office has correctly held that the registrant who is currently using his trade-mark 
5 years after the date of registration under the act of 1946 or republication under 
section 12 (c) of this act must do more than merely take oath to the fact that he 
is SO using the mark, and he must produce evidence to support his verified state- 
ment. It is believed that this is an unnecessary burden, and that there is no 
valid reason why maintaining a registration should be more burdensome than 
renewing the same registration under section 9. 

These subsections are proposed to be further amended by requiring the use 
to be use in commerce (regulatable by Congress) on the theory that it is only 
such use which falls within the jurisdiction of the Federal Government. 

No substantial change is made in the requirement for a showing in a nonuse 
situation which would prove that the nonuse is due to special circumstances 
which excuse the nonuse and is not due to any intention to abandon the mark, 
The specific language is proposed to be improved. 


Proposed amendment to section 9 


This amendment subdivides the section into three subsections. The sub- 
section identified as (a) expands the present wording of the statute by adding 
a provision for the filing of an affidavit of excusable nonuse, and the new sub- 
section (b) adds a procedural amendment providing for notice of action on an 
affidavit of renewal and an appeal from the decision of the Commissioner 
refusing the affidavit. Subsection (c) in the amendment is unchanged from the 
last paragraph of present section 9. 

(a) Provision for the filing of an affidavit of excusable nonuse conforms to 
the procedure set out in section 8 as proposed to be amended. When use is 
temporarily discontinued, due, for example, to legislative prohibition, or to 
shortages of materials in case of national emergency or war, a registrant can- 
not verify that he is presently using the mark. If, however, his nonuse is due 
to special circumstances which excuse it and there is no intention of abandoning 
the mark, renewal should be permitted in order that his rights might be pre- 
served. Several court decisions hold that there was no loss of rights in marks 
whose use was discontinued during the era of prohibition, since there there was 
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no intent to abandon the marks, but their use was halted due to the applica- 
bility of a Federal law. The proposed amendment to section 9 would provide 
statutory authority for maintaining such marks on the register. 

(b) If an affidavit of renewal is refused for any reason, particularly in view 
of the provision for an affidavit or excusable nonuse, an appeal from the deci- 
sion should lie in order to prevent hardship in certain cases. A companion 
amendment in section 21 implements such an appeal. 


Proposed amendment to section 10 

This amendment strikes the proviso at the end of the first sentence. The 
objection to the proviso stems from the fact that an assignee should not be 
singled out to bear a special statutory burden not imposed on original regis- 
trants. A companion amendment appears in the proposed revision of section 14 
(ec) and another appears in the amendment to section 33 (b) (3), each of 
which sections, as revised, broadens the area of responsibility to include “reg- 
istrants” which by definition (sec. 45) include legal representatives, predeces- 
sors, successors, and assigns. 

The proviso actually sets up a ground for cancellation and has no proper place 
in the section dealing with assignments. The same provision appears in present 
section 14 (c) which deals with cancellation. If such a provision has any 
place in the act, obviously it belongs in the cancelation and remedies sections 
rather than the assignment section. (See analysis of sec. 14.) (See also 
analysis of sec. 33.) 

Proposed amendment to section 12 (a) 

This is a procedural amendment which implements the consolidation of ac- 
tions involving applications for concurrent registration as provided for in sec- 
tion 2 (d). The reasons for the amendment are set out in the analysis of the 
third proposed amendment to section 2 (d). 


Proposed amendment to section 12 (b) 

This is a procedural amendment giving the Commissioner authority to require 
an applicant to respond to an office action within a shortened period of time, 
not less than 30 days. This shorter period of time for response is desirable 
to enable the Commissioner to require an applicant to place his application in 
condition for acceptance or publication of the mark so that this applicant’s 
mark might be placed in interference with the same or confusingly similar mark 
of another application which previously had been found to be acceptable. 


Proposed amendment to section 12 (c) 

Two amendments are proposed—both merely as to form. This subsection 
provides the method for obtaining benefits under the 1946 act for registrations 
under the act of 1881 or the act of 1905. It requires an affidavit setting forth 
the goods covered by the old registration. It requires that the affidavit set 
forth the goods stated in the old registration. The amendment substitutes the 
word “recited” for the word “stated.” The other amendment is to the last 
sentence and provides that marks published under the subsection, rather than 
the subsection itself, shall not be subject to opposition. 

Proposed amendment to add section 12 (d) 

This is a new subsection which will require the Commissioner to maintain a 
publie search file of applications for registration promptly after the filing date. 
At the present time, this proposal is being carried out by a rule promulgated by 
the Commissioner (rule 6.7). The maintenance of such a file is desirable, since 
it permits persons who intend to adopt a trade-mark to make a complete search of 
the records of the Patent Office, not only registration records, but application 
records as well. 

The proposed amendment will provide stautory authority for this salutary 
program now supported only by rule. 


Proposed amendment to section 18 

This proposed amendment would permit a properly filed notice of opposition 
to be amended after the expiration of the opposition period even under conditions 
which may be prescribed by the Commissioner. Decisions have interpreted sec- 
tion 13, and the corresponding section of the Trade-Mark Act of 1905, as pre- 
venting the notice of opposition to be amended at any time following the expira- 
tion of the opposition period even though these decisions recognize that the 
factual situation developed by the pleadings and evidence taken during the pend- 
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ency of the opposition would have permitted amendment as warranted by the 
circumstances, The amendment would conform the practice in the Patent Office 
insofar as practicable, to that in the courts where pleadings may be amended to 
conform with the factual situation developed. 


Proposed amendment to section 14 


This is a substantial revision of section 14 dealing with cancellation. The 
changes made by the revision are (a) establishment of procedure in filing peti- 
tions for cancellation; (0) elimination from the grounds for cancellation the 
charge that the registered mark has become the common descriptive name of an 
article or substance on which the patent has expired; (¢) removal of the distine- 
tion between original registrants and assignees with regard to their use of the 
mark to misrepresent source; (d@) reorganization of subsection (c) to make 
clear that mere failure to republish and claim the benefits of the new act for 
registrations under prior acts is not a basis for cancellation; (e) to clarify the 
grounds for canceling a certification mark because the registrant engages in 
production or marketing of goods or services to which the certification mark 
is applied, or because he uses his certification mark for purposes other than to 
certify; (f) elimination from the grounds for canceling a certification mark dis- 
criminatory refusal to certify the goods or services of any person who maintains 
standards or conditions which the mark certifies; and (g) elimination of the 
proviso which permits the Federal Trade Commission to file applications to 
eancel registrations. 

(a) Through oversight, no procedure was set up for the filing of petitions to 
eancel. The proposed revision would provide for filing a verified petition, stating 
the grounds on which the petitioner believes he is or will be damaged and pay- 
ment of the prescribed fee. 

(b) The ground for cancellation set out in present section 14 (c)—that a 
mark which becomes the common descriptive name of an article or substance on 
which the patent has expired—was inserted at the final executive session of the 
Senate committee just prior to passage of the act. No public hearings were held 
in connection with the insertion. The proposal to eliminate this ground is based 
on two reasons. In the first place, its result is to discriminate against owners 
of marks used on patented articles. No valid reason is perceived why a trade- 
mark used on a patented article should be placed in a different statutory position 
than a mark used on an unpatented article. 

In the second place, the provision serves no useful purpose, but on the con- 
trary, it can be used as a means of harassment even though the registrant has 
taken every precaution to preserve the trade-mark status of his mark. Aban- 
donment is and should be under section 14 a ground for cancellation at any time. 
“Abandonment” is to be construed under section 45 as including any course of 
conduct of the registrant, including acts of omission as well as commission, 
which causes the mark to lose its significance as an indication of origin. In 
other words, if the course of conduct of a registrant is such—either because he 
affirmatively does something or because he fails to do something—that the 
mark becomes the only name by which the public can call for the article or 
substance, then the mark is abandoned. This is true under present section 14 
with regard to unpatented articles and substances, and patented articles or sub- 
stances on which the patent has expired should be placed on the same footing. 

The proposed amendment will make the grounds for cancellation of all marks 
consistent, it will eliminate discrimination, and it will eliminate the special statu- 
tory burden which is placed on owners of marks used on articles or substances 
on which the patent has expired. 

(c) Present subsection (c) of section 14 places a special statutory burden on 
assignees of registered marks. Under one of the clauses which establishes a 
ground of cancellation, it is provided that if a registered mark has been assigned 
and is being used by, or with the permission of, the assignee so as to misrepre- 
sent the source of the goods or services in connection with which it is used, it 
ean be canceled at any time. The objection to this clause is that it is unduly 
restrictive. If an original registrant uses his mark to misrepresent source, he, 
too, is engaging in a course of conduct which should not be sanctioned by either 
the Patent Office or the courts. The same is true of an assignee; yet the present 
language of the subsection singles out assignees and leaves the original registrant 
untouched. The proposed amendment would broaden this ground to include all 
registrants, whether original or by assignment. 

Companion amendments appear in the proposals to amend sections 10 and 
33 (Db). 
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(d) The final clause of subsection (c) of section 14 presently provides that 
if a mark was registered under the prior acts and the benefits of the new act are 
not claimed by republication under section 12 (c), the registration may be can- 
celed at any time. This provision can be construed to mean that if the benefits 
of the act are not claimed for the prior registration, then such failure constitutes 
a ground for cancellation. Obviously, such was not the intent, and the reorgani- 
zation of subsection (c) eliminates this unfortunate interpretation. 

(e) Present subsection (d) (4) of section 14 establishes as a ground for can- 
cellation of a certification mark at any time, proof that the registrant discrimi- 
nately refuses to certify the goods or services of any person who maintains the 
standards or conditions which the mark certifies. The proposed amendment 
would strike this ground. 

This ground provides an undesirable and unnecessary opportunity for third 
parties to interfere with the internal operations of the registrant of a certifi- 
cation mark. If, for example, it is the practice of a registrant, under its regu- 
larly adopted rules and regulations, to certify a single product in an industry, the 
manufacturer of a competing product in the same industry should not be per- 
mitted to cancel the registration merely because the registrant refuses to 
certify his goods, when such certification would violate the bylaws or rules 
and regulations of the registrant. To do so would bring about a chaotic condi- 
tion where the registrant would no longer be able to control the use of his own 
mark and hereby bring into operation the first ground for cancellation set up 
in subsection (d) of section 14. 

(f) The proviso at the end of section 14, which permits the Federal Trade 
Commission to apply to cancel marks under subsections (c) and (d) of the 
act, was inserted by the conference committee of the House and Senate imme- 
diately prior to the passage of the act. No public hearings on the proviso were 
held. The proposed amendment would eliminate the proviso. 

Two fundamental reasons are urged for the amendment. In the first place, 
the provision results in an unnecessary and undesirable situation whereby one 
governmental agency having nothing to do with the registration of marks is 
given the power to police another agency which is charged with the registration 
of marks in accordance with the statute. 

In the second place, the Federal Trade Commission statutes are adequate to 
protect the public from unfair methods of competition and unfair and deceptive 
acts and practices which may result from misuse of marks. Under the Federal 
Trade Commission Act, the Commission has the power to prohibit the use of 
a mark which is misleading or results in misrepresentation or deception of the 
public. Its power to prohibit use is of greater importance than mere cancella- 
tion of registration which does not carry with it cessation of use. If use is 
prohibited in any given case, the Patent Office will, in due course, correct its 
records accordingly. 

Proposed amendment to section 15 

This amendment would eliminate paragraph numbered 4 of the proviso of 
section 15. 

Paragraph numbered 4 of the proviso of this section was inserted by the 
Senate committee in executive session a few days prior to passage of the act. 
No public hearings on this provision were held. This paragraph presently pro- 
vides that no incontestable right shall be acquired in a mark or trade name 
which is the common descriptive name of any article or substance, patented or 
otherwise. Two objections are noted to the paragraph. In the first place, if 
it is a fact that a mark is the common descriptive name of any article or sub- 
stance, then everyone who makes or sells it, actually has an inherent (and 
therefore “uncontestable”’) right to use that common descriptive name in con- 
nection with the product. It is true that such a producer or user has no exclu- 
sive right to use the mark for the simple reason that everyone has exactly the 
same right to use the common name of an article. Since the privilege of free 
use of generic or common descriptive words is almost axiomatic, no real justifi- 
cation existed for adding this proviso to section 15 because, as already explained 
in comment to section 14 (c), the provisions for abandonment of trade-marks 
accomplish the same result in a more orderly fashion. 

In the second place, trade names, as such, are not registrable on the principal 
register of the act, and even if the effect of this provision were not so mean- 
ingless, it could bave no applicability to trade names, in any event. The pres- 
ence of trade names in the provision has led some applicants seriously to argue 
that trade names as such are registrable. 

The paragraph should therefore be stricken from the act. 
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Proposed amendment to section 16 

This amendment would strike the word “purchasers” from this section for 
the reasons set out in the analysis of the proposed amendment to section 2 (d) 
on page 2. 
Proposed amendment to section 18 

This proposed amendment is clarifying in nature and makes certain that the 
Commissioner may, in the appropriate proceedings, do the things which he is 
empowered to do in inter partes cases. As presently written, section 18 begins 
with the phrase “In such proceedings” and no proper antecedent is provided 
therefor. 


Proposed amendment to section 21 

This proposal is a complete revision of section 21 and would have as its effect 
the following: (a) To codify existing appeal procedure in the trade-mark 
practice; (b) to provide, in addition to appeals now provided, an appeal from 
the refusal by the Commissioner of an affidavit of renewal, implementing the 
proposed amendment to section 9; and (c) to preclude the construction that 
the Commissioner is a proper party in inter partes proceedings in the district 
courts. 

(a) The present language of se¢tion 21 incorporates by reference the pro- 
cedure prescribed in the case of patent appeals by proceeding under 35 United 
States Code, sections 145 and 146, which include certain limitations on the 
right of some parties to make an election to proceed under its provisions from 
the decision of the Board of Appeals. Section 21 of the Trade-Mark Act pres- 
ently extends the right of election to all parties, whether satisfied or dissatis- 
fied with the decision of the Commissioner. At once a conflict exists and there 
is a question whether, in the light of prior judicial pronouncements, this conflict 
can be reconciled. In order to carry out the intent of present section 21, it is 
proposed that the section be revised to incorporate the provisions of 35 United 
States Code, sections 141 to 146. The proposed revision amends the provisions 
in a few particulars only. 

In subsection (d) of the proposed revision there is included the phrase: 
“except that the court may consider other grounds of record on due notice to 
the parties.” This is intended to rectify those situations where the Court of 
Customs and Patent Appeals has decided a case on a ground which was not 
discussed or argued by counsel. 

Subsection (e) of the proposed revision has been drafted to include an express 
provision requiring a party who files a civil action under the subsection to give 
notice to all other parties to the proceeding in the Patent Office, thus protecting 
the rights of all parties. The Patent Code merely refers to “adverse parties.” 

The revision is desirable because it establishes the procedure for filing a civil 
action following the decision of the Commissioner in matters involving marks 
and codifies it in the Trade-Mark Act; and it establishes procedure completely 
apart from the statutes dealing with procedure in patent cases which may be 
amended from time to time to conform to the patent practice, when the amend- 
ments might be undesirable from the standpoint of trade-mark practice. 

(b) No further comment is deemed necessary in connection with this proposal. 

(c) The present language of section 21 provides that the Commissioner shall 
not be a “necessary” party to an inter partes proceeding under 35 United States 
Code, section 146, but he shall be notified of the filing of the bill and shall have 
the right to intervene. The proposed revision eliminates the word “necessary.” 
It was clearly the intent of the Congress to provide that the Commissioner 
should not be made a party in any such proceeding against his will. However, 
it has been argued that by using the word “necessary” in the present section, 
the statute could still be construed to permit the plaintiff to join the Commis- 
sioner—even against his will—as a proper party. By eliminating the word 
“necessary,” the original intent of Congress is carried out and it would then 
be settled beyond doubt that the Commissioner may not be compelled to partici- 
pate in inter partes proceedings unless he intervenes on his own volition. 

Numerous decisions are in conflict in such cases as to whether the Commissioner 
is or is not a necessary party or a proper party. Here it is made clear that he is 
not a proper party, but he may intervene, and whether or not he intervenes, he 
will be bound by the decision of the court. 

The subsection is further amended by the addition of two paragraphs which 
outline procedure and which are self-explanatory. 
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In Willson et al. v. Graphol Products C0., Inc. (188 F. 2d 408, SO USPQ 382, 
41 TMR 591), the Court of Customs and Patent Appeals held that registration of 
a trade-mark under the act of 1905 being a public record was constructive notice 
and precluded a cancellation petitioner from pleading ignorance of the existence 
of the registered mark and protected the registration against cancellation due to 
laches on the part of petitioner. The constructive notice doctrine when so an- 
nounced in 1951 was novel and did not base itself on the constructive notice provi- 
sion, section 22, of the act of 1946. There never has been any intent that registra- 
tions under prior laws had the effect of constructive notice outside the specific 
grant of the act of 1946, and, therefore, constructive notice did not attach to the 
registrations under the acts of 1881 and 1905 until July 5, 1947, the effective 
date of the act of 1946. 

The proposed amendment overcomes the effect of the unfortunate holding of 
the Graphol case by adding to section 22 a proviso to specify that registration 
under the acts of 1881 and 1905 shall not constitute constructive notice for any 
time prior to July 5, 1947. 


Proposed amendment to section 





Proposed amendment to section 28 


This amendment would eliminate the requirement that an applicant for 
registration on the supplemental register has begun the lawful use of his mark 
in foreign commerce when he requires domestic registration as a basis for 
foreign protection of his mark (final paragraph of the section). The first 
paragraph of this section requires that a mark must be in lawful use in com- 
merce by the proprietor thereof, and adds that such use must have continued 
for the year preceding the filing of the application. The final paragraph of the 
section provides that the Commissioner may waive the requirement of a full 
year’s use if domestic registration is required as a basis for foreign protection 
of the mark. Obviously, the mark must be in use in commerce before the appli- 
cation can be filed. The requirement that it be in use in foreign commerce 
before the Commissioner can waive the full year’s use is considered unnecessary 
and might result in dam: 





to the applicant if he contemplates engaging in 
commerce with Spain, for example, where registration must be effected before 
use is commenced. 


Propose d amendment to section 4 


This amendment would establ procedure for filing petitions to cancel 
registrations on the supplemental register and would require payment of a fee 
for such petitions 

Through inadvertence, the requirement of a fee for filing a petition to cancel 
registrations on the supplemental register was omitted from the language of 
section 24. Rules 21.1 and 21.2 of the rules of practice promulgated by the 
Commissioner require the payment of such a fee and this amendment would 


provide statutory authority for the rules. 
\ 
NO 7 





rocedure for filing petitions to cancel registrations on the supplemental 
register Was specified in section 24. The proposed amendment would require the 

ling of a verified petition stating the grounds therefor. Similar amendatory 
language is used in the opening sentence of the revision of section 14 (see par. (a) 
on p. 12 of this analysis). 
Proposed amendment to section 26 

This amendment will exclude the provisions dealing with concurrent registra- 
tion from applicability to the supplemental register. Actually, registrations on 
this register do not now have the advantages of concurrent registration because 
the procedure for concurrent registrations requires publication for opposition 
purposes, whereas section 24 presently provides that marks for the supplemental 
register shall not be published for, or be subject to, opposition. The insertion 
of the words “the proviso of section 2 (d)” in section 26 will bring the section 
into conformity with the other appropriate provisions of the act. 
Propose d amendment to section 27 

The proposed amendment would preclude a decisional holding that registra- 
tion of a mark on the Supplemental Register, section 23 of the act of 1946, or 
under the act of 1920 constitutes constructive notice. See analysis of section 
22 on page 20. 
Proposed amendment to section 29 

This amendment will extend to service marks, collective marks and certifica- 
tion marks the notice provisions of section 29 which were inadvertently limited 
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to trade-marks by reference to the word “goods” in the sentence following the 
semicolon. 


Proposed amendment to section 30 

This amendment completely revises section 30 to permit an applicant who 
uses his trade-mark on several different items of goods and services to file a 
single application for that trade-mark without reference to the fact that the 
goods and services may fall into different classes, provided, however, That when 
they do fall in different classes a filing fee equaling the sum of the fees for filing 
a separate application in each class is paid. The Commissioner is also authorized 
to issue a single certificate of registration for a single mark registered in a 
plurality of classes. 

Present section 30 is vague and ambiguous and its meaning has been subject 
to different interpretations which have been resolved in the practice which the 
Patent Office is now following, namely, that when applications to register a 
single mark are concurrently pending they may, after all have been found 
acceptable, be combined in a single application by the filing of new papers in 
one of the applications setting forth all of the goods and services and the 
classes covered by the plurality of applications. This practice is inconvenient 
and expensive. 

It is believed that the practice permitted under the proposed revision of sec- 
tion 380 would permit the Commissioner to effect economies in operating the 
trade-mark branch of the Patent Office and would also prove beneficial to appli- 
cants and registrants. 

Proposed amendment to section 31 

The proposed amendment would authorize a fee of $10 for filing a petition 
to revive an abandoned trade-mark application to cover the cost of processing 
the petition. 

The elimination of requirement of a fee for voluntary surrender or cancella- 
tion of a registration is an implementation to the proposed amendment to section 


7 (d). (See analysis of section 7 (d) on p. 6.) 


Proposed amendment to section 32 (1) 

This is a revision of the section which (a) revises the form; (0b) eliminates 
reference to purchasers; (c) eliminates reference to source of origin of such 
goods or services; (d) adds a provision to give a right of action to a registrant 
whose mark is being employed in any manner which is likely to cause it to 
lose its significance as a mark; and (é€) provides that in an action involving em- 
ployment of a mark so as to be likely to cause it to lose its significance, the 
registrant shall not be entitled to recover profits or damages. 

(a) The words “without the consent of the registrant’? have been placed in 
the preamble of the section so as to make them applicable to all of the subsee- 
tions. It is believed that in the present statute these words are applicable only to 
subsection (a), but it is obvious that there was no intention to give a right of 
action under subsection (b) except when the reproductions, ete., are made with- 
out consent of the registrant. 

In subsections (a) and (b), the word “distribution” has been added to the list 
of ways in which the infringing acts might occur. It is intended to broaden the 
protection of marks to cover such acts as, for example, the giving away of a 
product bearing an infringing mark. 

The words of the statute “for any or all of the remedies” have been changed 
to “remedies.” This would insure that the section could not be misinterpreted 
to mean that the registrant must select either one or all of the remedies. Obvi- 
ously, the registrant should be allowed to select any combination of remedies 
that fit the facts involved in a particular case. 

The word “Mark” in the phrase “that”? such marks is intended to be used,” 
in the final paragraph of the section, has been changed to “imitation.” ‘The 
only antecedent for “mark” appeared to be “registered mark” in the subsec- 
tions, when actually the phrase was referring to reproduction, counterfeit, copy, 
or colorable imitation of the registered mark. This is a mere clarification. 

(b) In the revision, the word “purchasers” is eliminated each place that it 
appears, and the reasons for elimination are set out under the analysis of the pro- 
posed amendment to section 2 (d) on page 2. 

(c) The words “is likely to cause confusion or mistake or to deceive pur- 
chasers as to the source of origin of such goods or services” have been changed 
to “is likely to cause confusion, or to cause mistake, or to deceive.’ Section 2 


53510—54———-4 








46 REGISTRATION AND PROTECTION OF TRADE-MARKS 


(d), which sets up the tests to be used in determining the question of registra- 
bility, does not include the words “as to the source of origin of such goods or 
services.” There seems to be no valid reason why one test should be applied to 
determine registrability and a different test applied to determine infringement. 
It is for this reason that the revision has been made to indicate clearly the tests 
are the same and that infringement may occur when the public generally, as dis- 
tinguished from a limited class of the public (purchasers), is likely to be con- 
fused, mistaken, or deceived by the use of an infringing mark. If confusion or 
deception or mistake in the public mind is likely to result from the use of an 
infringing mark, it is immaterial whether the confusion, deception, or mistake 
is as to origin of the goods or services. As a matter of fact, the public fre- 
quently does not know the origin of goods or services; technically, therefore, the 
matter of proof of confusion as to origin becomes almost impossible. 

It is deemed desirable to make the statute conform to the common law and to 
insure that the public is protected from likelihood of all types of confusion, decep- 
tion, or mistake. As was stated in House Report No. 944 (76th Cong., 1st sess.) 
in connection with a predecessor trade-mark bill: “To protect trade-marks, there- 
fore, is to protect the public from deceit, to foster fair competition, and to secure 
to the business community the advantages of reputation and good will by pre- 
venting their diversion from those who have created them to those who have 
not.” 

(7d) A new subsection (c) has been added to give registrants a right of action 
against persons who may, by their conduct, damage the rights of the registrant 
and the value of the registered mark, where such conduct does not fall within 
the provisions of subsections (a) or (b). For example, a radio comedian might 
continuously use a particular mark in a generic sense and thus instill into the 
minds of his listeners a subconscious idea that the particular mark is the com- 
mon descriptive name of the goods. Under the abandonment provisions of the 
act a registrant may lose his rights if his acts of omission, as well as commission, 
cause the mark to lose its significance. In order to prevent abandonment in the 
foregoing illustration, the owner of the registered mark which is being misused 
by the radio comedian has an obligation to prevent the continued use in a generic 
sense of the mark, but neither subsection (a) nor (b) gives the registrant any 
remedies against such misuse. If an act of omission which causes the mark to 
lose its significance as an indication of origin is abandonment, it is only fair and 
just that the registrant be given a means by which he can protect his mark against 
unauthorized references which may lead the public to believe that the mark is 
the common descriptive name of the goods. 

(e) While it is believed that the right of action discussed in the preceding para- 
graph is highly desirable, and even necessary to give the fullest protection to a 
registrant, it is deemed inadvisable to give any right to recovery of profits or 
damages in such cases. The registrant should have the right to enjoin the dam- 
aging actions but no corresponding right to profits and damages should follow. 
It is for this reason that the final sentence is added to the proposed revision. 


Proposed amendment to section 82 (2) (b) 


This is merely a typographical correction, changing the word “published” to 
“nublisher.” 


Proposed amendment to section 33 (b) 


This amendment would (a) clarify the conclusive evidence rule; (0b) place 
original registrants and assignees on an equal footing; (c) make the registration 
date the critical date for establishment of rights, rather than the date of publica- 
tion for opposition purposes; (d@) remove an inconsistency with section 49; and 
(e) eliminate the defense of use of a mark to violate the antitrust laws. 

(a) The present section preamble provides that a certificate shall be conclu- 
sive evidence of the exclusive right to use a registered mark in commerce on or 
in connection with the goods or services specified in the certificate. Since incon- 
testable rights, in some cases, may be claimed for only a portion of the goods or 
services specified in the certificate, the proposed amendment will very properly 
limit the conclusiveness to those goods or services specified in the affidavit which 
is filed to obtain incontestable rights. 

(b) The proposed amendment to paragraph No. 3 of section 33 (b) would 
place all registrants on an equal footing, whether they be original registrants 
or assignees. The reason for this amendment is set out in the analysis of section 
10 on page 9 and the analysis of section 14 on pages 11-14. 
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(ec) The proposed amendments to paragraphs No. 5 and 6 of section 33 (b) 
change the test of use, which may constituted a defense, from the date of pub- 
lication for opposition purposes to the date of registration under the act. Un- 
der section 22 of the act registration is constructive notice of the registrant’s 
claim of ownership. It follows, therefore, that a defendant in an infringement 
suit is not on notice until registration to another has issued, and therefore he 
should be able to avail himself of the defenses set up in these paragraphs if his 
use commenced prior to the date of the other registration. Publication for oppo- 
sition purposes does not, under the act, create constructive notice. The effect 
of the amendment is to broaden the defenses available. 

(d) It is proposed to delete from subsection (6) the words “only where the 
said mark has been published pursuant to subsection (c) of section 12 and shall 
apply.” It appears evident from the hearings which precede the passage of the 
act that this language was intended to refer to a defendant’s mark. This would 
mean that if the defendant's mark happened to be an 1881 or 1905 registration, 
and the defendant had not already published under section 12 (c), the defense 
would not be available to him even though his registration and use antedated 
the date of publication of the plaintiff's mark under section 12 (a) or (c). 
In other words, a penalty is imposed for failure to republish. It is difficult to 
reconcile this construction with section 49 of the act which provides that nothing 
contained in the act shall adversely affect the rights or the enforcement of rights 
acquired in good faith prior to the effective date of the act. 

(e) Paragraph numbered 7 was inserted at the very end of the legislative 
activity which resulted in passage of the act. No public hearings were held with 
respect to the provision. Congressman Lanham, in a statement on the floor of 
the House at the time of passage, attempted to remedy the lack of legislative 
history. His statement intended to make it clear that the effect of the paragraph 
was to be limited to the evidentiary weight to be accorded a certificate of 
registration where incontestable rights had been acquired. Statements made on 
the floor of the Senate at the time of passage, however, created considerable 
confusion about the paragraph, although a literal reading of the introductory 
paragraph of subsection 38 (b) seems to support the Lanham statement. 

In any event, both public and private remedies for antitrust violations are 
available under the Sherman Act, as amended, and under no line of legal 
reasoning can such remedies form a proper defense to an action for trade-mark 
infringement. The basis for relief in infringement cases is that the registrant 
is damaged because the public is or is likely to be confused, deceived, or misled 
by an infringer’s conduct. The infringer should not be excused from his course 
of confusion and deception of the public merely because the registrant may be 
violating the antitrust laws. 

The presence of paragraph 7 has resulted in (1) a reluctance on the part of 
owners of marks to register under the act, or to republish their registrations 
under prior acts, thus defeating in large measure one of its primary purposes, 
and (2) a reluctance on the part of registrants to file suits to protect their 
legitimate rights and to prevent confusion, deception, and mistake of the public, 
because the paragraph is an invitation to every infringer to turn the infringement 
suit into an antitrust suit by interposing antitrust violation as a defense. The 
ulimate result is a field day for the infringers who want a free ride and seek 
to reap where they have not sown. 

Generally speaking, the issues in infringement suits are comparatively narrow. 
They are: (1) Whether the alleged infringing mark as used by a defendant is 
likely to bring about confusion, deception, or mistake; (2) whether, under equita- 
ble principles, the plaintiff is entitled to enjoin the defendant from continuing 
the use of the alleged infringing mark; and (8) whether, subject to the principles 
of equity, the plaintiff is entitled to costs, damages, and/or an accounting for 
profits. 

If, in a court of competent jurisdiction, the defendant can prove: (1) that 
the plaintiff's mark is invalid; (2) that it has been abandoned, either by nonuse, 
or as a result of plaintiff's acts of omission or commission which cause the mark 
to lose its identifying significance; (3) that it is being used to misrepresent 
source; (4) that the defendant’s use of his mark is a use which fairly and in 
good faith describes his goods or services or identifies their geographic origin; 
(5) that defendant’s use is a fair use of his own name or the name of a person 
in privity with him; (6) that his mark was adopted in good faith and without 
knowledge of plaintiff’s prior use, and has been used for such a period of time 
as to permit the building up of a substantial goodwill; (7) that his good-faith 
use antedates constructive notice of plaintiff's mark; (8) that his mark is regis- 
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tered and has been used since prior to the plaintiff's claim of benefits under the 
act, by registration or otherwise; or (9) that confusion, deception, or mistake 
has not resulted and is not likely to result from his continued use—then the 
plaintiff will not be entitled to prevail. 

To invite as a defense the charge of antitrust violation in such an action is 
to becloud the real issues involved. Defendants in infringement suits have the 
right (1) to try the issues of antitrust violation in suits instituted under the 
antitrust laws; or (2) to interpose a proper counterclaim based on damages 
arising from plaintiff's violation of the antitrust laws by reason of his unlawful 
trade-mark practices. 

The proposed amendment would restore to registrants the opportunity to pro- 
tect their legitimate rights without becoming involved in issues not material 
to the issues of infringement, and, at the same time, without depriving defend- 
ants of any of their existing rights 


Proposed ame ndment to section 35 

The first amendment is a typographical correction, changing the reference from 
rae 12). ti” £0 

In some cases where infringement of a registered trade-mark has been charged, 
the court has permitted the prevailing party, usually the registrant, to recover 
reasonable attorney fees. There has never been any statutory authority for the 
award of these fees to the prevailing party in trade-mark actions. Both the 
patent code and the copyright code provide for attorney fees. It is believed 
that it is proper in exceptional cases for the court to award attorney fees to 
the prevailing party and this proposed amendment would provide a statutory 
basis for such award. 


Proposed amendment to section 42 


This amendment (a) makes certain grammatical corrections; (b) extends the 
effect of the section to marks registered under the act of 1881 and the act of 
1905; (c) extends the provisions of the section to service marks, collective marks, 
and certification marks; and (d@) excludes supplemental registrations from the 
advantages of the section in accordance with section 26 of the act. 

This section was redrafted a short time before the act was passed and was 
inadvertently limited to trade-marks registered under the act. The effect is 
to deprive registrants under prior acts, and registrants of service marks, col- 
lective marks, and certification marks from its advantages. The sole purpose 
of the amendments are to correct this situation and to correct two grammatical 


P osed amendment to section 44 (db) 


This is an amendment which will permit nationals of countries which are 
not adherent to any convention to have the benefits and advantages of the act 
if their country, either by treaty or law, affords similar privileges to citizens 
and residents of the United States. Such a provision appeared in the 1905 act, 
but was inadvertently omitted from the 1946 act. Chile, for example, does not 
adhere to any convention, but provides by its own domestic law registration 
privileges similar to the convention privileges to United States citizens with 
respec to registration. 


P OPOS d amendment to section 4 (e) 


This amendment will clarify the subsection by striking meaningless words. 
The subsection presently provides, in effect, that a mark which has been regis- 
tered in the country of origin of a foreign applicant may be registered, and the 
application shall be accompanied by a certified copy of the application for regis- 
tration in the country of origin. Section 44 (c) provides that no registration 
hall be granted in the United States until the mark shall have been registered 
in the country of origin, unless it is based on use. Since this is true, and since 
section 44 (e) refers only to marks duly registered in the country of origin, 
no valid reason appears why an application to register in the United States 
should be accompanied by the certified copy of the foreign application. 

Proposed amendment to section 45 


This amendment (a) will broaden the definition of applicant, registrant: (b) 
will correct an error in punctuation; (c) will revise the definition of a service 
mark; (d@) will revise the definition of a collective mark; (¢) will clarify use 
in commerce of service marks; (f) will delete the word “purchasers” in con- 
formity with other sections; and (g) will correct a typographical error 








REGISTRATION AND PROTECTION OF TRADE-MARKS 49 


(a) The purpose of this amendment is to broaden the construction of the 
terms “applicant” and “registrant” to include, as they should, all persons in 
the chain of title. 

(b) A comma is to be inserted between the words “commercial” and 
“agricultural.” 

(c) The proposed revision of the definition of a service mark would clearly 
authorize the registration of titles of radio and television programs, character 
names, and other distinctive features of radio or television programs, not- 
withstanding that they or the programs may advertise the goods of the 
sponsor. It was believed that when the definition of a service mark was drafted 
for incorporation into the Lanham Act that such program names, character 
names, and distinctive features of radio and now television advertising would 
be registerable. However, the interpretation of this definition has been to the 
contrary and this amendment is for the purpose of correcting that situation. 

(7@) The proposed revision of the definition of a collective mark is both a 
clarification and change in substance. The use of the terms “trade-mark” and 
“service mark” in the present definition of a collective mark is confusing and 
it is desirable to define the term without reference to other types of marks. 

(e) The proposal to clarify and broaden the provisions which spell out what 
constitutes use in commerce of service marks is to make possible registration of 
service marks where the person rendering the services is engaged in commerce, 
even though the actual service—such as providing rooms, serving meals, ete., 
takes place within a single State. This proposal will aid in the realization of 
one of the principal objectives of the act, namely, to permit registration of 
all marks in lawful use. 

(f) This is a proposal which will bring the construction of the term “colorable 
imitation” into conformity with other sections by deleting the word “pur- 
chasers.” The reasons are set forth in the analyses of sections 2 (d), 16 and 
Be 42). 

(g) This corrects a typographical error by changing the word “commence” 
to “commerce.” 

Senator Witry. Well, Mr. Love, you agree a now with the 
bill, the amendment that we have in front of us in the nature of a 
substitute. If you want to say you agree with the sections, and the 
people you represent agree with them, and you agree with the sug- 
gested amendments that have been made today, I think that will 
help the record, if that is the way you feel about it. 

Mr. Love. That, Senator, is exactly the way I feel about it, with 
the one exception which I voiced earlier in the discussion, in regard to 
“shall.” 

Senator Witry. Do you want to tell us briefly where the main sub- 
stantive changes are and where they are to be found? 

Mr. Love. Mr. Martin is prepared to discuss some of the most im- 
portant main substantive changes, but there are two which I very 
definitely would like to call to the attention of the record. 

One is the proposed amendment to section 22. It is section 15 of 
the bill, and it is on page 14, line 6. The tenor of that amendment 
is to overcome the effect of the decision made by the Court of Customs 
and Patent Appeals in the case of Willson et al., against Graphol, 
wherein the Court of Customs and Patent Appeals held that the 
registration of a trade-mark under the old superseded 1905 act, being 
a public record, was constructive notice and precluded a cancellation 
petitioner from succeeding against the registered mark. 

It was never considered, under the 1905 act, that the registration 
in the Patent Office of a trade-mark gave the registrant anything but 
procedural advantages and enabled him to get into the Federal court. 
His registration was prima facie evidence of his claim of ownership. 
But it most certainly was not constructive notice. And this novel 
doctrine, which, by the way, did not rely upon the Trade-Mark Act of 
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1946, crept in after the 1905 act had expired. And consequently we 
fee | that such a doctr ine on te books IS very definitely to the disad- 
vantage of trade-mark owners and the public interest. 

The proposed amendment would restrict the constructive notice 
effect of section 22 of the act for previously 1 registered marks to the 
effective date of the Lanham Act, which is July 5, 1947. 

Senator Wirry. Is there any objection to that substantive change? 

You all see the virtue in it, then? 

Mr. Hocr. May I remind Mr. Green: 

I think you have a letter on that. 

Mr. Green. Yes; the letter is from Harness, Dickey & Pierce, De- 
troit, relating to the W7//son v. Graphol Products 0 ompany case, 
and in which the writer indicates that those amendments, particu- 
larly sections 22 and 28, should be deleted from the bill, and believes 
that the holding in the case of Wi//son v. Graphol Products Company 
is a proper holding and asks for clarification on that subject, which I 
believe you have just done. 

I should like to insert this letter in the record at this point, if I may. 

Senator Wiiry. So ordered. 

(The letter referred to is as follows :) 

HARNESS, DicKEy & PIERCE, 
Detroit, February 4, 1954. 
The Juptcrary SUBCOMMITTEE, 
United States Senate, Washington, D. C. 

GENTLEMEN : My attention has been called to the proposed amendments to sec- 
tions 22 and 28 of the Lanham Act as contained in 8S. 2540. These proposed 
amendments appear on page 14 of 8S. 2540 entitled “Amendment (in the nature 
of a substitute) .” 

The Lanham Act provides that registration on the principal register shall be 
constructive notice of the applicant’s claim of ownership. Thus the statutory 
law is made to conform with the case law established in Willson v. Graphol 
Products Company, Inc. (89 USPQ 382). The proposed amendment to the Lan- 
ham Act would nullify the holding in the case of Willson v. Graphol as to situ- 
ations arising before July 5, 1947, while leaving the law to conform with this 
case as to situations arising after July 5, 1947. 

I cannot understand why the law should be changed to make it differ from 
that which has existed and which will continue to exist for situations arising 
after July 5, 1947, and I, therefore, believe that the proposed amendments to 
sections 22 and 28 should be deleted from the bill. 

Will you please give this consideration, and, if you do not agree with me, 
advise me why I am wrong? 

Very truly yours, 
J. King HARNEss. 

Senator Witry. Well, there you have it. He wants this deleted. 

What do you say, Mrs. Leeds? 

Mrs. Lens. I think that the present amendment is correct. 

Senator Witey. On what basis? 

Mrs. Lerps. Because it gives retroactive rights to registrations 
which were issued prior to passage of the present act which. may have 
an adverse effect on trade-mark owners and may be in conflict with 
section 49 of the act, which says that nothing shall adversely affect 
rights received prior to the ds ate of this statute. 

Senator Witry. Will you look at that letter and answer it in the 
record, Mr. Love? 

Mr. Wenverora (E. F. Wenderoth, attorney at law, Washington, 
I). C.). Do I understand, Mr. Cha.rman, that it is still the proposal 
to limit the construction rights under section 22 to run only from July 
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for5,19474 I think Mrs. Leeds is correct. Section 49 intends to pre- 
serve all the rights intended to be had under the 1905 act, and if this 
amendment is put in it is going to cut off those rights. And certainly 
that isn’t equitable. 

Mr. Love. The trade-mark registrant had no constructive notice 
rights. This is a new right, which was created by the Lanham Act 
when it became effective on July 5, 1947. 

The statutory law was not made in 1947 to conform with the Case 
law, because the Case law at that time did not afford constructive notice 
effect to a registration under the act of 1905, and to that extent I very 
definitely disagree with Mr. Harness’ letter and the second pargraph 
of it. It seems to me that you are either in favor of this amendment, or 
you are against it. And, frankly, Mr. Harness is the first one I have 
heard who has raised any objection to the proposed amendment to 
section 22. 

Senator Winey. I understood you raised an objection to section 22. 
What is your name? 

Mr. Wenverorn. E. F. W-e-n-d-e-r-o-t-h, of the firm of Wenderoth, 
Lind & Ponack, 900 F Street NW., Washington, D. C. 

Mr. Chairman, I have been concerned with this present Lanham Act 
since its very beginning, in 1922, or thereabouts. 

Senator Wirey. You mean, it doesn’t make enough business? 

Mr. Wenveroru. Well, it has made some. 

I think section 22 should stay as it now reads in the present act. 

Mr. Martin. Senator Wiley, may I be heard on this for just a mo- 
ment? ‘There are a number around this table who worked on the 
Lanham Act from its beginning, and I am glad to say that I was one 
cf them. 

Now, when the language of the present act was suggested, I can 
say, I am sure without contradiction, that it was the belief of those 
who were working on the act that the language meant that this right 
would only go bac k to the date of the passage of the act. 

In fact, we couldn’t see how a law passed today could give effective 
rights to a previous statute. It didn’t seem that that was possible. 
But when this case was decided, and construed the present act to mean 
that these rights should go back to the previous trade-mark statute, it 
became, it seemed to us, necessary that the old act be amended to 
bring it in line with what we thought it meant in the first place. That 
is the reason why I am very emphatic ally in favor of the amendment. 

Senator Witey. What is your answer to that ¢ 

Mr. Wenperorn. I still don’t see how that is going to square with 
section 46, subsection (b) of the present act, and section 49. 

Mr. Marrrin. I will be very glad to answer that. 

Now, I assume the principal section he is referring to is section 49, 
which preserves all the rights which the trade-mark owners have. 

Well, under the old act, there were no such rights given. It is only 
under the new act that such a right is given. Therefore, we are pre- 
serving all the rights under the old act. 

Mr. Wenprrorn. How about the rights under section 16 of the 
1905 act ¢ 

Mr. Martin. Section 17? Would you mind telling me just what you 
arereferring to? — 

Mr. Wenperorn. As far as I recall, section 16 says you have con- 
structive notice of ownership and use. 
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Mr. Martin. I know of no provision in the 1905 act which provides 
for constructive notice. 

Mr. Love. One further statement on that. I believe it was Judge 
Johnson who decided the W2//son v. Graphol case made no specific 
reference to any of the specific laws in support of his position. He 
merely said that the registration was a public record, and as such there 
shoul 1 be constructive notice 

Senator Winey. If there is any difference on this issue, I suggest 
that the same subcommittee take this letter and see if they can agree 
and bring back their recommendations to the committee, in relation 
to section 22, the modification. 

Mr. Carrer. Mr. Chairman, may I suggest, instead of a subcom- 
mittee, a showing of hands for and against this amendment? 

Senator Wirey. Well, if you are all acquainted with what is in- 
volved, fine. But I have just had an experience with what we call 
the so-called Bricker amendment. And when they started to count 
, they found many in favor of the blame thing hadn’t even seen 
it and didn’t know what it was about. Of course, I wouldn’t suspect 
there could be any confusion here. If all know what it is about, [ am 
perfectly willing. 

Let me ask first if you all understand the issue. Those that under- 
stand the issue here, meaning not simply that you want to retain the 
suggested amendment but that you understand ‘what the suggestion is 
about. Let’s see your hands. 

How many understand what it is all about ? 

Well, then, all that are in favor and think it would do justice and 
equity, following the suggestion outlined in section 22 of the amend- 
ment in the nature of a substitute, as I understand found on page 14, 
amending section 22, will please raise their right hand. 

Allin favor on that. Thirteen. 

Those who have an understanding to the contrary, raise their right 
hand. 

The count is one. 

All right. That shows what we got into with one substantive 
change. 

Have you any more? 

Mr. Love. Yes. I have just one more. The Lanham Act intro- 
duced a statutory basis for ie asuring abandonment of a trade-mark. 
That was the first time such had been set forth in any law relating 
to trade-marks to my knowledge. 

And the second part of that reads that the trade-mark shall be 
deemed to be abandoned when any course of conduct of the registrant, 
including acts of omission as well as commission, caused the mark to 
lose its significance as an indication of origin. We have no quarrel 
with that provision. However, it has come to the attention of trade- 
mark owners and the bar that there are times when a trade-mark 
might lose its significance due to no fault of the trade-mark owner. 

Senator Witry. Nonaction, you mean sleeping on it? 

Mr. Love. No; not nonaction, Mr. Chairman, but the inability of 
the trade-mark owner to take an affirmative action against the person 
or persons who are damaging his trade-mark; the person who do that 
damage are not infringing his rights. What they are doing is using 
his trade-mark as a generic word. Many, many times I have heard 
the very valuable trade-mark “Kleenex,” owned by International Cel- 


noses 
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lucotton, used in a generic sense over the radio by comedians and 
people in skits; soap operas, I think they are called. 

And consequently, on page 16 of S. 2540, section 23 of the bill, one 
of the features of the proposed revision of section 32, subsection 1, 
is to give a person, a trade-mark owner, the right to proceed against 
a person who shall employ a registered mark in commerce otherwise 
than as a trade-mark or service mark in such manner as to be likely 
to cause the mark to lose its significance as a mark. 

This would enable them to proceed against these people who had 
destroyed the significance and distinctiveness of his trade-mark. 

Senator WiLtry. Wait a minute, now. We have got to have a little 
freedom of speech. You fellows who have trade-marks wouldn't 
want to kill some of the humor that we need so much, would you? 
What do you suggest about it? You mean to say that here today, if 
we were to make up a song about Kleenex and sing it on the r: adio, 
Kleenex might lose its mark, have any tendency to Jose its mark? 

Mr. Love. One isolated case like that wouldn’t do it. 

Senator Witey. You mean my voice wouldn't be appropriate? No, 
no. We want to be sensible in this stuff, and we mustn’t make our laws 
anything but a reflection of commonsense. And if you feel that once 
you got a mark for a certain commodity, anyone, without any desire 
to injure, of course, commits a fraud, uses that mark in common speech 
or over the radio or otherwise, he could, by such act, deprive me of 
my trade-mark. Is that the law? 

Mr. Love. Well, the Supreme Court seemed to think it was in the 
Aspirin and Cellophane cases. 

Mr. Martin. May I be heard briefly on this? 

Senator Witey. Yes. 

Mr. Marrry. I want to be sure that you have an understanding of 
just what is meant when we say that certain institutions may destroy 
the trade-mark significance of a word. 

Now, take the Cellophane case, if you will. In that case we had a 
direct connection, and I can speak with my own knowledge. 

In that case, the newspapers, for ex: unple, used the word “cello- 
phane” repeatedly, all the time, with a small “c,” as the generic term 
for the product, not to identify the course of the product; with the 

result that over a course of years “ec ellophane” became the generic 
term for the product, and the du Pont Co. had no trade-mark rights 
in it, so the court held, for that very reason. 

Now, this provision, this ame ndment, which Mr. Love has referred 
to, is inserted in this bill for the very purpose of providing a legal 
right of a trade-mark owner to prevent such misuse of his trade-marks 
that are going to restlt i in abandonment of the marks or in the marks 
becoming generic. 

Heretofore, company never had a right to sue a newspaper for using 
or misusing a trade-mark. They just had to let them go ahead and 
use it. 

This will give a trade-mark owner a right to proceed against a 
newspaper or against anyone else who repeatedly uses a word in its 
generic sense and refuses to recognize the trade-mark significance 
of the word. 

Now, that provision, the provision which Mr. Love has referred 
to, on page 16, which is section 23 (1) (c¢) is closely associated, as Mr. 
Love pointed out, with the definition of abandonment, and that defini- 
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tion provides that acts of omission as well as commission may result 
in abandonment. 

Now, the omission heretofore has been the failure of a trade-mark 
owner to assert his rights in the trade-mark. 

But heretofore he never had any law on which he could rely. This 
particular provision here gives him the law and gives him a chance 
to assert his rights and to avoid that definition, which is acts of 
omission. 

Mr. Browne (Francis Browne, American Patent Law Association). 
Francis Browne, of Washington. 

Will Mr. Martin yield for a question, please ? 

In view of the words in commerce appearing at line 21 of page 16, 
is it your contention that this provision of the proposed revision will 
enable one to bring suit against a newspaper for printing the mark in 
a newspaper ¢ 

Mr. Marriy. For publishing the newspaper, if the newspaper is 
circulated in commerce. And most of them are. 

Mr. Browne. I understood in commerce as defined in section 45, 
in use on or in connection with the goods to which the trade-mark 
referred, or similar goods. 

Mrs. Leeps. Mr. Chairman, may I make one statement about this 
provision, as I view it ¢ 

The definition of “abandonment” in section 45 creates a responsi- 
bility upon a trade-mark registrant, but nowhere else in the act is 
there a corresponding right to carry out that responsibility. 

Senator Witry. Well. this is another substantive change, and it is 
the judgment of all you legal lights in this field that this should be 
written into the law, is it? 

If it is, show your hands. 

Mr. Carrer. Mr. Chairman, I would like to object. 

Senator Witry. To my statement? Legal lights? 

Mr. Marry. I didn’t respond to that. 

I think Mr. Browne’s statement is correct, as to just what you mean 
by “in commerce” here. And the other point I would like to make is 
that when you have a statute and you don’t take action against every- 
body, that might be an act of omission which could cause you to 
abandon your mark, whereas today you couldn’t be accused of that 
act of omission because you don’t have this statute. 

Senator Witey. Or knowledge. 

Mr. Martin. Or knowledge. 

The other point is ge Suppose the trade-mark owner himself is 
using his trade-mark in a manner to indicate the generic name, as 
many of them do, cso to get the public to always ask for their 
product rather than a general product. 

And then suppose a newspaper or somebody else uses it also in a 
generic way. 

Is there any defense : “You are doing it ; why can’t I?” 

I think this isa very important section. 

I think there is merit in the basis of this section. But it is some- 
thing I doubt the trade-mark profession has considered seriously 
enough. 

Senator Witry. Are you here creating another actionable ground 
that is necessary, or just creating more lawsuits, or what are you 
doing by virtue of this? 
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I have a watch in my hand that belongs to you. Then some of you 
come around, and I sell the watch to you for $10, or to this other ¢ ‘hap. 
You say nothing. I get the $10, and afterward you claim the watch. 
You are estopped. Now, if you go ahead and trade-mark, say, a com- 
modity, soap, and call it some kind of a fancy name, and somebody 
writes an article about it or publishes something in the paper about 
it but doesn’t claim that it is in relation to the product, he can be sued. 

Is that the purpose of this? 

Mr. Martin. May I answer that ? 

He can be sued if he uses it repeatedly, showing that he is using it 
generically and destroying the trade-mark significance of it. 

If this trade-mark is a descriptive word, there is no law which 
prohibits you from using a descriptive word in its proper descrip- 
tive significance. 

And you don’t have to say it is a trade-mark. You can use it, and 
you can’t be prohibited from using it. 

But most of these trade-marks are fanciful. Like “cellophane,” for 
example. Cellophane was a registered trade-mark in France, and 
it came over here and was a registered trade-mark in this country 
and was a word that never had any significance until newspapers and 
everybody else started attaching it to this specific product and _ it 
became known as “cellophane.” 

And the Du Pont Co. lost its trade-mark rights. 

At that time it had no power to stop it. 

If this were enacted it would have power to protect its rights. 

It seems to me it is a fair proposal and should be included. 

Senator Wirry. You mean to say there was no right whatever 
before for an impairment or infringement of a property right like 
that? 

Mr. Martin. It has never been recognized. 

I never heard of anybody trying to claim they had a right to stop 
an individual or a newspaper or a publication from using a trade- 
mark term in a generic sense. I never heard of it. 

Senator Witry. Any further comment? 

Allright. Here is another one of those substantive changes. 

Mr. Love. I am finished, Senator Wiley. 

Senator Witry. All right. 

Mr. Wallace H. Martin is next. 


Do you want to be heard ? 


STATEMENT OF WALLACE H. MARTIN, ACTING CHAIRMAN OF THE 
SUBCOMMITTEE ON TRADE-MARKS OF THE COMMITTEE ON 
PATENTS OF THE NATIONAL ASSOCIATION OF MANUFACTURERS 


Mr. Martin. I perhaps have been heard too much already, Senator 
Wiley, but I will try to make it short. 

Tama New York lawyer, and I would like to speak in my individual 
capacity, and also as acting chairman of the edie ommittee on trade- 
marks of the committee on patents of the National Association of 
Manufacturers. 

I would like, first, to speak as the acting chairman of this associa- 
tion. 
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This association, commonly referred to as NAM, is a voluntary 
organization of more than 20,000 manufacturers. Eighty-three per- 
cent of the members of this association have less than 500 employees 
each. 

Now, I think that I should stop to let. those words sink in, because 
to me they show that this is an organization which represents Amer- 
ican industry. When you consider that there are 30,000 members, and 
that 83 percent are small organizations, it really is a representative 
organization. 

This association has a committee on patents, a large committee. 

Senator Witry. You mean it is a big organization of small-busi- 
ness men ¢ 

Mr. Martin. Right. It also includes big-business men, too. 

Don’t misunderstand me. But 83 percent are small-business men, 

Senator WiLry. You have made your point, sil 

We won't argue it. 

Mr. Martin. Now, the committee on patents has been interested in 
this bill, S. 2540, and also in the substitute bill, since its introduction 
by your honor. 

The committee and its trade-marks subcommittee has studied the 
bill and the presently proposed substitute for the original bill. 

The principles embodied in the substitute bill were discussed and 
approved by the committee at its meeting March 5, 1954, which was 
introduced by more than 100 members from m: iny States. 

Now, I was present at that meeting. Here was a large group of 
lawyers, and this substitute bill was discussed, and it received the 
unanimous approval of all those lawyers and representatives of the 
different members that were present. 

Senator Wiriry. You are ene that the bill itself, with the 
changes which we think will be brought about, is not only in the 
interest of the lawyers but in the interest of the public? Is that right? 

Mr. Martin. That is absolutely correct. 

Now, there may be some slight modifications. 

Mrs. Leeds has mentioned some. I agree with the suggestions of 
Mrs. Leeds with the exception of the “shall.” I think “shall” should 
remain rather than “may.” That is not a very difficult or ardent dis- 
pute between us. 

Senator Witey. There are three places where she made that change. 

Mr. Martin. Three pl: aces, yes. 

Senator WILey. You want the “shall” in three places? Couldn’t 
you compromise and put a “may” in one of them? 

Mr. Martin. Well, I compromised by accepting her language, 
which, it seemed to me, was sufficient for her purpose. 

Now, may I just say this, Senator Wiley. 

The present substitute bill includes two provisions which I think I 
should mention. 

One of them is the elimination of subsections (c) and (d) of section 
14. This proviso was inserted by the conference committee of the 
House ar ae Senate immediately prior to the passage of the act in 1946, 
and no public hearings were held on it. 

Now, I would like to clear that in view of the fact that there were 
no public hearings held on this provision, which enables the Federal 
Trade Commission to bring a cancellation proceeding, the lawyers of 
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the county and others interested in trade-marks had no chance to 
express themselves on it. Ever since then, the lawyers, a large number 
of them at least, have asked that that provision be eliminated. 

Now, that has to do with section 14, the proviso at the end. That is 
at the very bottom of page 9. 

Senator Witry. Read what you think should be eliminated. 

Mr. Martin. The present section 14 is eliminated by striking the 
section in its entirety and substituting a new section 14. 

Now, if we will go to the proviso at the end of the present act, section 
14, we find this: 

Provided, That the Federal Trade Commission may apply to cancel, on the 
grounds specified in subsections (c) and (d) of this section, any mark registered 
on the principal register established by this act, and the prescribed fee shall not 
be required. 

Now, that proviso has been eliminated in this substitute bill. 

And it has been eliminated in every bill to amend the Lanham Act 
which has been instituted since the Lanham Act was passed. 

The position which the coordinating committee has taken, and which 
most lawyers that I have ever disc ussed this matter with have taken, 
is that the Federal Trade Commission should not be in a position to 

cancel registrations. 

It is a question of two agencies of the Government competing with 
one another. 

And it seems to us that the Patent Office is the one which should 
decide these questions. If a trade-mark is misused, if a trade-mark is 
used in a way which causes unfair methods of competition, the Federal 
‘Trade Commission can enjoin its use. The use is the principal thing. 
It doesn’t help any for the Federal Trade Commission to be able to 
concel a registration. That would not stop its use. 

A further proceeding would be necessary in order to stop its use. 

It is our feeling that this provision should be removed, so that the 
Federal Trade Commission will not be in a position to bring actions in 
another agency of the Government. 

Now, I will brie ‘fly say this: This provision has been in the statute 
since 1947, when it became effective, and to my knowledge the Federal 
Trade Commission has brought but two proceedings under this sec- 
tion; despite the fact that the Federal Trade Commission set up a 
department, a division, to handle this, and included that in its quota. 

And it seems to me that in view of the fact that they haven’t found 
any necessity to use it, the two proceedings which they brought were 
both denied by the Patent Office, so that nothing has been accom- 
plished by the Federal Trade Commission. 

Senator Wixey. Is it the general consensus here that that should 
be stricken ? 

Raise your hands, and let’s see how many agree. 

You are getting more and more harmonious every minute. 

Mr. Martin. Now, I have one more provision about which I would 
like to make a few remarks. 

Mr. Lanuam. May I say a word before you get to that? 

I may say, Mr. Chairman, that we endeavored in the conference on 
the original Lanham bill to eliminate that provision. We were un- 
successful in doing it. And I am quite in accord with the sentiments 
of these distinguished ladies and gentlemen who have urged this 
amendment. 
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Senator Witey. Of course, now you have raised another question : 
Why wasn’t it eliminated? What were the arguments against elimi- 
nating it? 

Mr. Lanuam. By reason of the fact that it came up in conference 
between the House and the Senate. No further hearings had been 
held after the Senate had amended the bill after it passed the House. 

Consequently, the only opportunity to give consideration to it was 
in the conference. 

We did, in the conference, | may say, dilute the Senate amendment 
somewhat from its more comprehensive application. But as far as I 
am concerned, I endeavored to get this provision eliminated in the 
conference. 

Senator Witey. We have heard the arguments against it, but there 
must have been arguments for it. 

Now, what were the arguments for it ? 

Mrs. Leeps. Senator O’Mahoney and Senator Pepper wanted it. 

Senator Winry. Well, we can’t get into partisan politics here. Thev 
must have advanced some argument. 

Well, all right. Carry on. 

Mr. Carrer. Mr. Chairman, while you are on this section: It has 
been alleged that at the bottom of page 8, last proviso there, No. 2: 
if the mark was registered under the Act of March 3, 1881, or the Act of Feb- 
ruary 20, 1905, and has not been published under the provisions of subsection 
(c) of sections 12 of this Act 
it has been alleged that the very failure to so publish is a ground for 
cancellation. 

It seems to me that that thought is rather wild, but still the lan- 
guage could be changed to eliminate any possibility of that allegation. 

Mrs. Leeps. Mr. Chairman, may I reply to that? 

Mr. Carter, the revision of these subsections and the numbering of 
them and setting them out the way it is done now we believe will elimi- 
nate any possible construction of that nature. 

Mr. Carrer. I thought you might say until there has been publica- 
tion, under subsection (c) of section 12, of a mark regis tered under the 
prior act. By just revising the wording that way you eliminate the 
thought. I know it has been alleged that the mere failure to publish 
is grounds for cancellation. 

Mr. Hocr. Mr. Chairman, there is another change in the bill there 
that might meet Mr. Carter’s point. 

You will find that the Leeds’ sentence in section 14 is changed in 
the bill from what it is in the act, so that in the bill it seems to be a 
matter of time. It says in the bill, at page 7, the bottom of the page: 

A verified petition to cancel a registration of a mark, stating the grounds 
relied upon, may, upon payment of the fee 


and so on 
be filed. 

Now, that is quite different from the way section 14 reads in the 
law. And I suggest that the change makes it clear that the reference 
to the publication under 12 (ce) is a matter of timing within which 
the petition may be filed and not related to the ground on which the 
petition might be prosec uted and later sustained. 

Mr. Carrer. In view of this discussion in the record, I waive my 
objection. ’ 
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Senator Witey. May we carry on now ? 

If there is any particular objection in substantive viewpoint or 
anything else on the substitute, let’s get it now, so that the only —e 
we will have to face hereafter—I am informed by the clerk that : 
number of objections have come in. 

Mr. Green. I wouldn’t state exactly that they are in the nature of 
objections, but there are certain provisions which are objected to by 
~ Department of State. 

I also understand that the Justice Department has comments that 
are coming in, and possibly the Federal Trade Commission, and 
Treasury. 

Those we have not received as yet, Senator, but they are expected 
in shortly. 

Senator Witxy. You tell them they had better get them here soon. 
We have other babies to look after. 

Mr. Martin. Senator Wiley, would you hear me just for a moment 
on this provision in which the Justice Department is concerned ? 

Senator Wirey. Yes. 

Mr. Martin. That has to do with page 18, the last paragraph in 
section 24, which reads: 

Paragraph (7) of subsection (b) of section 33 is amended by striking said 
paragraph in its entirety. 

The paragraph which is sought to be stricken reads that one of 
the grounds which may be used as a defense for incontestability— 
shall be that the mark has been or is being used to violate the antitrust laws 
of the United States. 

Now, this is another provision which was inserted at the last 
minute in the same way that the Federal Trade Commission provision 
was inserted. It has never had a chance to be discussed publicly be- 
fore it became part of the law, and ever since then efforts have been 
made to delete that provision from the act. 

Now, the reasons why most lawyers want it deleted is that includ- 
ing it in the act even as a defense to the right of incontestability 
merely means that lawyers, in preparing an answer to a complaint 
for trade-mark infringement, see this provision in the act, and 
immediately it is suggested to them that they ought to include a 
defense for violation of the antitrust laws. 

And thereafter the suit becomes not a trade-mark infringement 
suit but an antitrust violation suit. Now, in 99 cases out of a hundred, 
or even in a less number of cases, or even in a greater number of cases, 
there is no justification for violation of the ‘antitrust laws. I have 
been trying these trade-mark infringement cases for 30 years, and 
never yet have I run into one where the question of violation of the 
antitrust laws has been inserted. But this is something which sug- 
gests it. 

Now, this didn’t become effective until 5 years after the passage 
of the act, so it has only been enforced approximately a year, with 
the result that so far as I know it hasn’t been made use of yet. But 
it is available for use. And the result has been that trade-mark 
owners will not bring their registration under the act. And they are 
either keeping their old 1905 r. egistrations or they are not even regis- 
tering new marks. Because they don’t want to bring a suit to stop 
an infringement, which they can do even though it isn’t registered. 
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They don’t want to bring a suit and then be confronted with all the 
trouble that an antitrust violation suit, or counterclaim, or not coun- 
terclaim but defense, might cause them. 

Now, in taking this out we are not depriving a defendant of the 

right to set up a counterclaim. He can set up a counterclaim and 
a violation of the antitrust laws providing he has been damaged. 

Of course, he would have to be damaged. And by that method the 
court can determine whether there has been any violation of the anti- 
trust laws. But if it is a defense, a different situation exists. Then 
the court must determine whether it is a defense. If he decides that 
it is a defense, even though there has been trade-mark infringement, 
and even though the public has been deceived, the court must hold it 
a valid defense and not stop the deception of the public. 

Now, in these trade-mark infringement cases the court has a double 
duty. He not only is obligated to protect the trade-mark owner in 
his trade-mark rights but he also is obligated to prevent deception 
and harm and injury to the public. Because if an infringement mark 
is used, the public is deceived into buying the defendant’s goods when 
they thought they were getting the plaintiff’s goods. 

If this provision is not deleted, the court is going to be confronted 
with the problem of permitting deception to go on because there has 
been a valid defense of violation of the antitrust laws raised. 

It seems to us that that should be handled by a counterclaim, where 
the court then would be free to enjoin the deception and at the same 
time enjoin the violation of the antitrust laws. For that reason the 
NAM believes that this provision should be stricken. 

Now, I ask permission to file a memorandum on behalf of the NAM 
with your committee, and furthermore, I would like to add this: I 
have spoken on behalf of NAM. I would like to speak in my indi- 
vidual capacity. 

I have worked on this law for a number of years and on the amend- 
ments for a number of years. I am a partner in the New York City 
law firm of Nims, Martin, Halliday, Whitman & Williamson. My 
practice, for the past 30 years, has been primarily trade-mark and 
unfair-competition litigation. I am very proud to say that for these 
past 30 years I have been associated with Mr. Harry E. Nims, the 
author of the well-known book, Trade Marks and Unfair Competi- 
tion. which book has gone through its fourth edition. 

I favor the substitute bill, S. 2540, in its entirety, subject, of course, 
to these minor corrections which may be agreed to. 

(Mr. Martin’s prepared statement is as follows:) 


STATEMENT BY WALLACE H. MARTIN, ACTING CHAIRMAN OF THE SUBCOMMITTEE ON 
TTRADE-MARKS OF THE COMMITTEE ON PATENTS OF THE NATIONAL ASSOCIATION OF 
MANUFACTURERS ON 8S, 2540 (AMENDMENT IN THE NATURE OF A SUBSTITUTE) 


Mr. Chairman and members of the committee, my name is Wallace H. Martin. 
I am acting chairman of the subcommittee on trade-marks of the committee on 
patents of the National Association of Manufacturers and I am speaking today 
for that association. It is a voluntary organization of more than 20,000 manu- 
facturers, 83 percent of whose members have less than 500 employees each. 

The association’s committee on patents has been deeply interested in S. 2540 
since its introduction by Senator Wiley. The committee and its trade-mark 
subcommittee have studied the bill, and the present proposed substitute for the 
original bill. The principles embodied in the substitute bill were discussed and 
approved by the committee at its meeting March 5, 1954, which was attended 
by more than 100 members from many States, 
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It is the unanimous opinion of the committee that S. 2540, in the nature of 
a substitute, is a constructive approach to the problems of trade-mark registration. 

There are certain provisions of the present Trade-Mark Act which are elim- 
inated in the present bill. 

One relates to the proviso at the end of section 14 which permits the Federal 
Trade Commission to apply to.cancel marks under subsections (c) and (d) of the 
act. This proviso was inserted by the conference committee of the House and 
Senate immediately prior to the passage of the act in 1946 and no public hearings 
were held on it. 

The NAM believes that there are two fundamental reasons why the provision 
should be deleted as provided in the present bill. 

First, it results in an unnecessary and undesirable situation whereby one 
governmental agency having nothing to do with the registration of marks is 
given the power to police another agency which is charged with the registration 
of marks in accordance with the statute. 

Secondly, the Federal Trade Commission statutes are adequate to protect the 
public from unfair methods of competition and unfair and deceptive acts and 
practices which may result from misuse of marks. Moreover, under the Federal 
Trade Commission Act, the Commission has the power to prohibit the use of a 
mark which is misleading or results in misrepresentation or deception of the 
public. Its power to prohibit use is of greater importance than mere cancellation 
of registration which does not carry with it cessation of use. If use is prohibited 
in any given case, the Patent Office will, in any Patent Office proceeding where 
the mark is involved, correct its records accordingly. 

Another, and we believe also very desirable, elimination in the present bill 
is the paragraph No. 7 of section 33 (b) in the act, which relates to antitrust 
violations as a defense to an action for trade-mark infringement. 

This provision also was inserted at the end of the legislative activity preceding 
the passage of the act and no public hearings were held with respect to it. 
Representative Lanham, whose name the act bears, attempted on the floor of 
the House at the time of passage to remedy the lack of legislative history. His 
statement intended to make it clear that the effect of the paragraph was to be 
limited to the evidentiary weight to be accorded a certificate of registration 
where incontestable rights had been acquired. However, statements on the 
floor of the Senate and at the time of passage created considerable confusion 
about the paragraph. 

Both public and private remedies for antitrust violations are available under 
the Sherman Act, as amended, and we believe that under no line of legal reason- 
ing can such remedies form a proper defense to an action for trade-mark infringe- 
ment. The basis for relief in infringement cases is that the registrant is damaged 
because the public is or is likely to be confused, deceived, or misled by an 
infringer’s conduct. The infringer should not be excused tor his conduct causing 
confusion and deception of the public merely because the registrant may be 
violating the antitrust laws. 

It is evident that the presence of paragraph 7 has resulted in (1) a reluctance 
on the part of owners of marks to register under the act, or to republish their 
registrations under prior acts, thus defeating in large measure one of its primary 
purposes, and (2) a reluctance on the part of registrants to file suits to protect 
their legitimate rights and to prevent confusion, deception, and mistake of the 
public, because the paragraph is an invitation to every infringer to turn the 
infringement suit into an antitrust suit by interposing antitrust violation as a 
defense, The ultimate result is a field day for the infringers who want a free 
ride and seek to reap where they have not sown. 

Generally speaking, the issues in infringement suits are comparatively narrow. 
They are: (1) Whether the alleged infringing mark as used by a defendant is 
likely to bring about confusion, deception, or mistake: (2) whether, under 
equitable principles, the plaintiff is entitled to enjoin the defendant from con- 
tinuing the use of the alleged infringing mark; and (3) whether, subject to the 
principles of equity, the plaintiff is entitled to costs, damages and/or an account- 
ine for profits. 

We believe that to invite as a defense the charge of antitrust violation in such 
an action is to becloud the real issues involved. Defendants in infringement 
suits have the right (1) to try the issues of antitrust violation in suits instituted 
under the antitrust laws; or (2) to interpose a proper counterclaim based on 
damages arising from plaintiff’s violation of the antitrust laws by reason of his 
unlawful trade-mark practices. 
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The proposed amendment, we therefore believe, would restore to registrants 
the opportunity to protect their legitimate rights without becoming involved in 
issues not material to the issues of infringement, and, at the same time, without 
depriving defendants of any of their existing rights. 

As heretofore pointed out we believe that it will be to the best interests of 
industry and the public if the bill under discussion is approved so as to make 
the present Trade-Mark Act more workable. 


Senator Wirry. I can imagine, this being election year, if we get 
this onto the floor with that trust business taken out, what the argu- 
ments are going to be. But that is all right. 

Stewart W. Richards? 


STATEMENT OF STEWART W. RICHARDS, ATTORNEY AT LAW, 
NEW YORK, N. Y. 


Mr. Ricuarps. Senator, I am a practicing lawyer from New York 
City. 

I have been associated with this coordinating committee ever since 
its inception and have participated in the attempt to weed out the 
amendments as they have been put in. 

My position with respect to the bill is that I think it merits the favor- 
able consideration of your committee. I support it. I see no reason 
to prolong this discussion. 

I have filed a statement with you. 

[ am prepared to endeavor to the best of my ability to answer what- 
ever objections might be presented. Iam not here to present objections 
to it. I will try, as I have said, to work out a compromise. 

aasene Witey. Thank you. 

(The statement referred to is as follows :) 


STATEMENT OF STeEWarRT W. RICHARDS IN Support or 8S. 2540, AMENDMENT (IN 
THE NATURE OF A SUBSTITUTE) OF THE LANHAM AcT oF 1946 


Among the contributions which the Lanham Act of 1946 endeavored to make 
to our system of Federal registration of trade-mark, was to bring the right to 
register in line with those cases where the common law recognized the right 
to use a mark. If a man had a right to use a mark, he should have a right to 
register it. If there appeared to be no likelihood that the public would be con- 
fused or deceived by his using a mark, the Patent Office should put it on the 
register. And it was felt that this should be so, even though somebody else 
had been innocently using the same mark concurrently for goods that one might 
consider would come from the same source. 

A number of years ago the Supreme Court was presented with a situation 
where both plaintiff and defendant had been using the mark Tea Rose on flour 
concurrently for some years—the plaintiff in the territory north of the Ohio 
River, and the defendant in the southeastern part of the country. The Court 
recognized that each had adopted the mark lawfully in his own territory and 
that each might lawfully continue to use it in the particular territory. Prior 
to the Lanham Act both could not register the same mark. 

The Lanham Act attempted to permit concurrent users of a mark to register— 
but unfortunately fell short of the mark. Under the now famous proviso of 
section 2 (d) of the act if A had registered the mark “Bear” under a prior 
statute, let us say the 1905 act, B was not eligible for registration of the same 
mark, unless he had begun his use of it before the date that A had filed his 
application for registration. The Lanham Act makes it a prerequisite that the 
second-comer to the Patent Office had initiated his use of the mark, before any- 
one else applied for a registration. If both A and B had been concurrently 
using the mark “Bear” for 25 years in different territories, and there was no 
likelihood of confusion, it seems unfair to deny B a registration merely because 
he began his use of the mark, a few days, or weeks, or months after A applied 
to register it under the 1905 act. 
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S. 2540 endeavors to correct this inadequacy of the statute by relaxing the 
requirements for eligibility (sec. 2 of the bill). In our eaeeenrene case, so 
long as B had commenced his use of “Bear” prior to July 5, 1947 (the effective 
date of the Lanham Act) he would be eligible for regletration. Whether he 
obtains registration depends, of course, upon whether he is able to satisfy the 
Commissioner that confusion would not result. 

Section 8 of the bill simplifies Patent Office practice for the determination 
of rights to concurrent registration. Present procedure is unnecessarily long 
and involved. 

Another shortcoming of the act, which the bill in sections 1, 2, 12, 23, and 
28 endeavors to correct is the narrow implication conveyed by the recurring 
phrase which serves as the measuring stick for infringement. That phrase as 
it appears today in the statute pins the test of infringement on whether a 
person’s use of a mark will cause confusion or mistake or deceit of purchasers. 
It is believed this is a construction more narrow than was intended by the pro- 
ponents and framers of the act. The amendment is intended to do no more than 
restate the common law. If trade and public would be likely to be confused, 
the use or registrability of the mark is unlawful. 

Time does not permit a detailed discussion here of all the important changes 
in the act proposed by this bill. Since I understand that others attending the 
subcommittee hearings will cover other important amendments, I have confined 
my remarks to the foregoing, in the interest of avoiding duplication. Reference 
should be had to the thorough analysis of all the sections of the bill prepared by 
the coordinating committee of individuals and representatives of bar associations 
and trade associations supporting the bill. No doubt there will be those attend- 
ing the hearings who may find portions of the bill objectionable, or who may 
have counterproposals to offer, or suggestions for further revision of the statute. 
In my humble judgment, however, the bill as drawn presents a considered and 
constructive revision of the act t and merits the support and recommendations of 
this subcommittee. 


Senator Witey. Andrew Klein? 


STATEMENT OF ANDREW R. KLEIN, ATTORNEY, PHILADELPHIA, 
PA., REPRESENTING AMERICAN BAR ASSOCIATION 


Mr. Kier. I am Andrew R. Klein, of Philadelphia, a practicing 
attorney. I have served on the trade-mark committee of the Phila- 
delphia Patent Law Association for several years. I have served as 
delegate of the Philadelphia Patent Law Association to the coordi- 
nating committee since 1948. 

At present, I am speaking on behalf of the American Bar Associa- 
tion. I have a memorandum of the position of that association on 
this bill which I ask leave to file. 

Senator Winey. So ordered. 

Mr. Kurry. The rules of the American Bar Association are quite 
strict. I am not permitted to express a personal opinion while I hold 
a representative capacity. 

Senator Witry. What did you say about them? What was the 
bar’s position ? 

Mr. Kiern. The American Bar Association has a very strict rule on 
its representation. I am not permitted to discuss any provision which 
has not been officially adopted by the house of delegates. 

I would like to call your attention to the fact that many of the provi- 
sions of the Senate bill 2540, amendment in the nature of a substitute, 
have been considered by the American Bar Association, and specific ally 
approved by resolution of the house of delegates, and this memo- 
randum lists those sections which have been so approved. 

They number, altogether, 15 in the memorandum. Since the memo- 
randum was prepared my attention has been called to the fact that the 
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association did, on one occasion, directly endorse and approve the 
amendment which is identified as section 2 of the present bill, Senate 
bill 2540, amendment in the nature of a substitute. 

In pre paring the report I failed to locate that resolution and, con- 
sequently, did not include it. 

Senator Witry. You have a patent bar section, haven't you, a trade- 
mark section of the American Bar? 

Mr. Kuiern. The situation is this: I am the chairman of the subeom- 
mittee on amendments to the Lanham Act, appointed by the patent 
section of the American Bar Association. 

Senator Witry. Well, did that subcommittee approve this? 

Mr. Kiem. What did you say, sir? 

Senator Witry. Did the subcommittee approve this amendment ? 

Mr. Kuern. The subcommittee has had no opportunity to consider 
the bill as it stands. 

I am really pointing out that there are many provisions in the bill 
which have been approved. 

Senator Wirery. I got that. 

Mr. Martin. May I ask him whether the American Bar Association 
has approved the deletion of the antitrust provision in section 30 (b) 
(7)? 

Mr. Kier. It hasso acted right from the start. 

Senator Winry. You mean the board of governors did? 

Mr. Kuerx. No; I mean the house of delegates, sir. 

Senator Wiriry. I remember another action they took that I didn’t 
approve, on the Bricker amendment. That is all right. After all, we 
are all human, and sometimes tears and emotion even sway lawyers 
or interests. 

Mr. Kreis. May IT add that the bar association also specifically 
approved deletion of the proviso giving the Federal Trade Commis- 
sion the power to cancel a mark. 

I have one other comment I wish to make. That is that I have 
been asked by Kenneth Ware, the president of the Philadelphia 
Patent Law Association, to offer a memorandum pointing out that the 
Philadelphia Patent Law Association has approved this bill in prin- 
ciple in toto. 

Senator Winery. It will be received and filed. 

Thank you very much, sir. 

We have 20 minutes now, and we have 3 distinguished statesmen 
of the bar, Charles P. Bauer, New York Patent Law Association. 


STATEMENT OF CHARLES P. BAUER, NATIONAL PATENT LAW 
ASSOCIATION 


Mr. Baver. I am Charles Bauer. I represent the National Patent 
Law Association, and am chairman of the trade-mark committee of 
that association. 

The association approves this bill, and while they have not taken 
up each section individually, there is no one I am sure who has any 
objections. 

Senator Winry. Thank you very much, sin 

Chauncey P. Carter? 
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STATEMENT OF CHAUNCEY P. CARTER, ATTORNEY AT LAW, 
WASHINGTON, D. C. 


Mr. Coen: I have one small amendment. 

On page 4, lines 19 and 20, the line which dees not involve such 
changes in Beas ation and to require republication of them all 
is in the present act, but to me it has always been meaningless, and 
I don’t think there is anyone here who can tell what it does mean. 

I suggest that it be eliminated. 

Senator Witey. Which is that ? 

Mr. Carrer. The language on 19 and 20 of page 4. When you 
amend or disclaim a mark, I think the only test is whether it ma- 
terially alters the act or the mark, and when you omit that test this 
other test is meaningless. There aren’t any requirements for repub- 
lication in the act, so the language is meaningless. 

I suggest it be taken out. 

As a matter of fact, the Patent Office does publish every amend- 
ment and disclaimer in the Gazette. 

Senator WiLry. Page 4? 

Mr. Carrer. Lines 19 and 20. Strike the language “and does not 
involve such changes in the registration as to require republication 
of the mark.” 

Line 24, before the period, insert “and shall publish or may publish 
notice of such disclaimer in the Official Gazette.” 

I also feel that this bill would have a much better chance of passage 
if it made the fees a little more realistic. 

I have proposed a completely revised section 31, which I think is 
already in the record. But aside from the complete revision, I would 
like to point out that there is one thing we certainly ought to do in 
this bill, and that is provide a fee for requesting an interference. 

At the present time, you often have the choice of opposing or re- 
questing an interference. If you oppose, it is $25, and with an inter- 
ference you get the same service from the Patent Office and it costs 
you nothing. 

I think the least we can do is put in a $25 fee for requesting an 
interference. 

Senator Wiiry. Have you got those in writing? 

Mr. Carrer. I think you already have them there. 

oil Green. Mr. Carter, you are referring to your letter of March 

, 1954, with the proposed ‘amendments you had ? 

Mr. C ARTER. That is right. 

Mr. Green. Is it your desire for the entire document to be inserted 
in the record ? 

Mr. Carrer. That is right. 

Senator Witry. Well, if it meets with the subcommittee’s approval, 
we might as well include any of these changes. We can get a com- 
mittee reprint then and if necessary, we will call a few of you down. 

Mr. Carter. One other point I would like to make. I have been in 
practice for a good many years, and I think one thing on which 
many clients agree is that they want a registered mark, and we alw: ays 
tell them they ‘an’t even apply for registration until the mark has 
been put into use. 

For a good many firms this means a period of several months 
while the advertising department or agency gets up schedules, and 
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the manufacturing department gets ready to produce and market 
and the result is that it doesn’t get into the Patent Office for maybe 
6 months. 

I have drafted a proposed section 1 (a), of which I have mimeo- 
graphed copies eed which I think is constitutional and yet would 
permit a man to file if he intends to use it in interstate commerce— 
permitting him to file an app lication and then giving him a period 
of 6 months within which to complete that. 

I think it is constitutional. I can’t imagine anybody objecting to 
its constitutionality. 

It would be a great boon to trade-mark owners, because that mark 
would then be set up in the search room as one that somebody is about 
to use, and those who are about to use the same mark could stay off 
of it, and others could notify the firm that adopted it promptly. 

Senator Wirey. I think I omitted Francis Browne. 

(The documents referred to are as follows :) 


WasuineTon, D. C., March 22, 1954. 
Re S. 2540 
Hon. ALEXANDER WILEY, 
Chairman, Subcommittee on Patents, Trade-Marks, and Copyrights, 
Judiciary Committee, United States Senate, Washington, D. C. 

Srr: Under the present Federal Trade-Mark Act, an application for registra- 
tion cannot be filed until the mark is in use in Federal commerce. 

Several months ordinarily elapse after it is decided to adopt a mark before 
the advertising agency or department submits acceptable copy for containers, 
labels, etc., and actual labels and packages can be produced and the goods placed 
on the market. 

Merchants cannot understand why their trade-mark cannot be placed on file 
as soon as it is adopted. Often, they make up a few temporary labels and pack- 
ages and make a pro forma interstate shipment for the mere purpose of filing 
application for Federal registration. 

I offer the attached amendment to permit the filing of marks intended for 
use in Federal commerce as soon as they have been adopted and to provide for 
public inspection of such applications as promptly as possible after filing. 

In this way, marks that are adopted which infringe the rights of others can 
be protested and abandoned before any money has been spent on them and 
before they are actually put into use. 

This legislation will be most welcome to trade-mark owners and most beneficial 
to the public. It is, in my opinion, entirely constitutional. 

Respectfully, 
CHAUNCEY P. CARTER. 


95 


SUGGESTION FOR AMENDMENT OF 8. 2540 SuRBRMITTED BY CHAUNCEY P, CARTER 


On page 2, at line 10, add the following paragraph: 
“Tnsert a new section as follows: 

‘Sec. 1 (a) Any person who adopts a mark with the intention of promptly com- 
mencing the use thereof in commerce may apply for registration of such mark on 
the principal register provided by this Act. Such application shall meet the 
requirements of section 1 hereof except that the applicant shall not be required 
to allege that the mark is in use in commerce or state the first use of the mark 
in commerce or file specimens or facsimiles of the mark as used in commerce, 
Any such applicant shall have a period of six months within which to fully meet 
the requirements of section 1 hereof. When such requirements have been fully 
met, the application shall be referred to the examiner in charge of the registra- 
tion of marks as provided in section 12 (a) hereof. If such requirements are 
not fully met within such six-month period, the application shall be held aban- 
doned and not subject to revival. Particulars of all applications shall be made 
available for public inspection as promptly as possible after filing.’ ” 
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Wasnineton, D. C., March 20, 1954. 
Re S. 2540 
Hon. ALEXANDER WILEY, 
Chairman, Subcommittee on Patents, Trade-Marks, and Copyrights, 
Judiciary Committee, United States Senate, Washington, D. C. 
Sir: I submit herewith proposed amendments of this bill with brief discussion 
of each. 
I expect to attend the hearings and shall be prepared to discuss these changes 
if it is desired that I do so. 
In any event, I would appreciate their inclusion in the printed record. 
Respectfully, 
CHAUNCEY P. Carter. 


SUGGESTIONS FOR AMENDMENT OF S. 2540 SupmiITTED spy CHAUNCEY P, CARTER 


A. Page 5, lines 1 and 2, strike the words “and does not involve such changes 
in the registration as to require republication of the mark.” 

This verbiage is meaningless since there is no criterion of what changes 
require and no statutory provision for “republication of” a mark. 

Every amendment of a registration and every disclaimer of any feature of a 
registered mark should be published in the Official Gazette and that is the present 
practice. 

The sole test of whether an amendment or disclaimer should be entered is 
whether it will “alter materially the character of the mark.” 

B. Page 5, line 6, before the period, insert “and shall publish notice of such 
amendment or disclaimer in the Official Gazette.” 

This is the present practice and should be a statutory requirement. 

C. Page 6, lines 4, 5, and 6, strike these lines in toto. 

If the affidavit filed is not acceptable, the Commissioner must refuse renewal 
in which event the applicant for renewal may either appeal or file an acceptable 
affidavit. There is no good reason for requiring the Commissioner to treat this 
affidavit as something entirely separate from the renewal and thus perhaps to 
engage in a discussion concerning the acceptability of an affidavit even if the 
application for renewal is otherwise without merit. 

D. Page 6, line 7, substitute “b” for “c.” 

BE. Page 14, lines 22 to 25; page 15, lines 1 and 2, strike this verbiage and 
substitute : 

“Sec. 21. Section 31 is amended to read as follows: 

“The following fees shall be paid to the Patent Office under this Act: 

“On filing each application for registration of a mark on either the 
principal or supplemental register for goods or services comprised in one 
official class, $30; for goods or services comprised in each additional class, 
$25; on filing application for renewal of registration covering goods or 
services comprised in one current official class, $25; for goods or services 
covered by such registration comprised in each additional current official 
class, $15; if application for renewal is filed within the period of three 
months after expiration, an additional fee of $25; on filing affidavit under 
section 12 (c), $5; on filing affidavit under section 8, $10; on filing affidavit 
under section 15, $15; on filing notice of opposition, application for can- 
cellation, or on requesting declaration of interference, $35; on appeal from 
decision of the examiner in charge of the registration of marks, $25; on 
appeal from the examiner in charge of interferences, $35; for issuance of 
new certificate of registration following change of ownership or correction 
of registrant’s mistake, $15; for certificate of correction of registrant’s 
mistake, $10; for amendment or disclaimer of registration, $15; on regis- 
trant’s filing request for cancellation of registration, $5; on filing petition 
to revive an abandoned application, $15. 

“For printed copy of statement and drawing, 10 cents; for certified copy 
of registration showing record ownership thereof, $5; for abstract of title 
duly certified, $5; for title report for office use, $3; for uncertified photo 
copy of any instrument, drawing, publication, or other record on file in 
the Patent Office, each negative per sheet, 35 cents; each positive, per 
sheet, 25 cents; for manuscript copies, for every hundred words or fraction 
thereof, 25 cents; for comparing other copies and certifying the same, $5 
per hour plus $2.50 for the certificate subject to a minimum charge of $10. 

“For recording any instrument in the separate record of trade-mark as- 
signments provided by section 10, for one registered or applied for mark, 
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$10; for each additional registered or applied for mark comprised in the 
same instrument, so 
“The Commissioner shall refund fees paid by mistake or in excess.” 
The foregoing revision is calculated to give the Patent Office a fair return 
for its various trade-mark services not available under the present statute. 
Page 18, lines 5 to 12 inclusive, strike this verbiage and substitute the fol- 


“Sec. 27. For subsections (b) to (i), inclusive of section 44, substitute the fol- 


“Sec. 44. (b) Any person who is not a national of, is not domiciled in, or does 
not have a bona fide and effective business or commercial establishment in the 
United States shall not be entitled to the benefits of or be subject to the 
provisions of this Act unless by convention, treaty, or law the country of 

hich he is a national, or in which he is domiciled, or in which he has a bona 
file and effective business or commercial establishment affords similar privi- 
leges to any person who is a national of, or is domiciled in, or does have a bona 
fide and effective business or commercial establishment in the United States. 

“(c) A mark duly registered in the country of origin of a person entitled to 
the benefits of this Act pursuant to the provisions of section 44 (b) may be 
registered on the principal or supplemental register in the absence of use in 
commerce if otherwise eligible for such registration. No such application shall 
be accepted until the applicant files an official certificate of the registration in the 
country of origin. 

d) Any application for registration of a mark on the principal or supple- 
mental register filed by a person who has previously duly filed an application for 
registration of the same mark in a country of which he is a national, or in which 
he is domiciled, or in which he has a bona fide and effective business or com- 
mercial establishment which country affords similar privileges to any person 
who is a national of, or is domiciled in, or who has a bona fide and effective 
business or commercial establishment in the United States shall be accorded the 
same force and effect as would be accorded to such application if filed in the 
United States on the same date on which the application was first filed in such 
foreign country: Provided, That 

“(1) The application in the United States is filed within a period not 
exceeding six months from the date on which the first such foreign applica- 
tion was filed; 

“(2) Such application shall not be accepted until the applicant either 
alleges use in commerce or qualifies under section 44 (c) hereof. For such 
purpose, the applicant shall be allowed a period of one year from the date of 
filling in the United States: 

“(3) Nothing in this subsection (d) shall entitle the proprietor of a 
registration granted under this section to prevail in any proceeding provided 
by this Act against a person who in good faith adopted and used the same 
or a confusingly similar mark in commerce prior to (a) any knowledge of 
the applicant’s claim whether actual or constructive and (b) applicant’s 
use of the mark in commerce 

“(e) The registration of a mark pursuant to the provisions of subsections 
(c) or (d) hereof shall be independent of the basic foreign application or regis- 
tration and its duration, validity, or transfer shall be governed by the provisions 
of this Act if lawfully obtained. 

“(f) Trade names, commercial names and designations of regional origin used 
by persons qualifying under section 44 (b) shall be entitled to the same pro- 
tection as those used by persons who are nationals of, domiciled in, or who have 
a bona fide and effective business or commercial establishment in the United 
States, 

“(g) Any person qualifying under section 44 (b) hereof shall be entitled to 
the same protection against unfair competition in commerce as is available to 
persons who are nationals of, domiciled in, or who have a bona fide and effective 
commercial or industrial establishment in the United States and insofar as may 
be appropriate the jurisdiction and remedies herein provided for infringement of 
marks shall be available for the repression and punishment of acts of unfair 
competition in commerce which are likely to result in the passing off of the goods 
or services of one person as and for the goods or services of another.” 

This revision rationalizes the present ambiguous and unsatisfactory provisions 
of this section. For instance, under the present statute the Patent Office takes 
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the postion that a national of the Soviet Union (which does not provide for reg- 
istration of any United States trade-marks) may register under this act a mark 
used in the United States. The revision makes it clear that ho person whose 
country does not provide reciprocity can have any of the benefits of this act 
It also clarifies the status of foreign marks both as to registration thereof and as 
to their status after registration. It is believed that the revised language sat 
isfies all of our treaty and convention obligations without sacrifice of established 
principles of trade-mark law. 


STATEMENT OF FRANCIS BROWNE, AMERICAN PATENT LAW 
ASSOCIATION 


Mr. Browne. I am here as secretary of the American Patent Law 
Association. I am a member of the firm of Browne, Schuyler & 
Beveridge, Washington, D. C., a member of the District of Columbia 
Bar Association, and my own personal practice in the firm is devoted 
in large measure to trade-mark matters. 

The bylaws of the American Patent Law Association provide that a 
referendum shall be taken of any legislative measures for the purpose 
of voicing the opinion of the association. 

Time has not permitted the submission of a referendum on the 
present substitute bill. 

However, in 1952, a referendum of the 1,300 members of the 
association was conducted on S. 1957, and I am authorized by the 
board of managers of the association to state that insofar as the 
present bill incorporates all of the provisions of S. 1957, the bill is 
overwhelmingly endorsed by the association, the result of the refer- 
endum being 458 votes in favor of S. 1957 and only 4 negative votes. 

There are four points I wish to point out, to support the position 
taken by the proponents of the bill today. 

As for section 14, insofar as it proposes to delete the Federal Trade 
Commission as being a party to a cancellation proceeding, the deletion 
of that provision was approved in 8S. 1957. The same is true with 
respect to the antitrust defense under section 33 (b) (7). That was 
deleted by S. 1957, and that recommendation carries forward. 

It is significant that the revisions of section 21 that are proposed 
in the present bill and were also proposed in S. 1957, were overwhelm- 
ingly approved by our association, which, it will be borne in mind, is 
made up of patent lawyers as well as trade-mark and copyright law- 
yers. 

Therefore, I interpret the sentiment of the association to be that it 
is preferable to incorporate in the Trade-Mark Act the provisions of 
the law with respect to appeals from decisions of the Commissioner 
of Patents. 

Then, the last point is that section 14, as proposed to be amended, 
on page 8, line 21, of the present bill, was not in 8S. 1957, and therefore 
it is inferred that there is no approval of that section. 

And to the extent that I am speaking on behalf of the board of 
managers of the association today, I would say that that provision 
beginning with paragraph 2 of line 21 on page 8 should, if desired to 
be retained, be placed elsewhere, since it is placed in colloquy and 
sequence with other items which constitute the grounds for cancella- 
tion, rather than the time for bringing cancellation provisions. 

Senator Wier. All right. Charles R. Allen? 
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STATEMENT OF CHARLES R. ALLEN, JR., ATTORNEY AT LAW 


Mr. Auten. I am Charles R. Allen, Jr. My father, unfortunately, 
can’t be here, as he is in Florida. 

I have submitted several comments, and I think I would like to 
enlarge on those a little bit. 

There are several provisions here that we don’t quite understand. 
We just heard references to section 14, and therein I can find no provi- 
sion for providing cancellation of marks which either were registered 
and were descriptive at the time of registration or were registered 
and became generic after registration. 

For some reason this has been omitted from the amendments to 
section 14, and it dees not seem proper to leave that out. 

We have suggested amending section 14, paragraph (c), which 
is line 15 on page 8, to include subsections (a), (b), and (c), and (e). 

We also believe that section 15, should be retained, so as to give a 
warning to an applicant that even if a registration issues ex parte 
under the 5-year clause, it may never acquire the status of becoming 
incontestable. 

For example, if it is a generic word er symbol, we believe that 
should be retained. 

Senator Witry. Have you filed those recommendations? 

Mr. Auten. I have filed those. Unfortunately, we did not have a 
copy of the substitute bill, so certain references are made to the 
original statute. 

But the provisions which we have objected to are, I believe, suffici- 
ently identified to make that clear. 


Senator Witey. Thank you, sir. 
(Mr. Allen’s comments are as follows :) 


COMMENTS CONCERNING SENATE BILL 2540 


We, the undersigned, hereby approve the proposed amendments to the Trade- 
Mark Act of 1946, Public Law 489, 79th Congress, chapter 540, approved July 5, 
1946 (60 Stat. 427), with the following exceptions: 

1. It is respectfully believed that the words ‘‘or services” should be retained 
in section 1 of the present act so as to conform it with the other provisions of 
said act. We also believe it is inadvisable to delete “as might be calculated to 
deceive” and substitute the proposed language but if any change is necessary, 
we would agree to changing the wording to “as might be caleulated to cause 
confusion or mistake or to deceive aa in order to conform this to section 
2 (d) of the present act. It is believed that the proposed change would defeat 
the purpose to prevent use and registration by others of marks such as “Coca- 
Cola,” “Tarvia,” “Palmolive,” and “Kodak.” 

2. The proposed change to section 2 (d) of the present act is approved 
with the exception that it is believed the last sentence of the present section 2 (d) 
which provides “concurrent registrations may be ordered by a court in an action 
under the provisions of section 4915, Revised Statutes, under such conditions and 
limitations as the court considers proper in accordance herewith.” should be 
retained. The proposed amendment does not appear to provide for the concur- 
rent registration of marks, not identical, which were previously held under the 
previous acts to be likely to cause confusion and where this fear of confusion 
has been overcome, for example, where any two marks have been concurrently 
used over a long period and no deceptive confusion to purchasers has arisen. 
It is believed that the retention of the above-referred-to sentence of the present 
act will give the Commissioner and courts statuory means to authorize the 
issuance of a second registration. 

3. It is believed that the second sentence of paragraph (a), section 3, of the 
proposed amendment sanctions disclaimer of arbitrary or registrable matter 
which might be included in the marks owned by other parties and it is further 
believed that inclusion of this sentence would easily lead to misinterpretation in 
that respect. Certainly an applicant should not be entitled to obtain a registra- 
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tion by disclaiming an essential feature of its mark which is actually a feature 
owned by another registrant or trade-mark user. 

4. It is suggested that section 7 of the proposed amendment be changed so 
that line 15 reads, “(a) Each unchallenged subsisting or valid registration,” and 
line 18 to read, ‘‘affidavit by the registrant or owner.” Let us assume that an 
interferant registrant has, through active contest or negligence lost its exclusive 
statutory rights in an interference proceeding, because a later applicant has 
been awarded priority of the same or similar mark. The said losing registrant 
is in fact not the statutory owner of the previously registered mark and, there- 
fore, is not entitled to a renewal. Where a registrant has lost its exclusive 
registered rights through interference proceedings, its redress, if any, should be 
through seeking a concurrent registration only and of course the other parties 
to the previous interference proceeding should be made parties and their consent 
sought. 

5. Proposed amendment section 9 adding paragraph 12 (d) is believed proper 
and its adoption is urged. However, it is not believed the proposed amendment 
to section 12 (c) goes far enough. It is suggested the first line of section 12 (c) 
of the present act be amended to read, “a registrant or owner of a mark reg- 
istered,” and the second line preceding the word “may” to read as follows: 
‘whose exclusive rights have not been lost or denied.” If a registrant or assignor 
has lost its exclusive rights through an interference proceeding, it should be 
caused to resort to a concurrent use proceeding as referred to in the previous 
paragraph. 

6. It is believed that the proposed amendment to section 14 should include the 

right of another party to cancel a registration where the word or symbol regis- 
tered has become descriptive or generic of the goods or services, and for that 
reason it is suggested that line 7 on page & of the proposed amendment be 
changed to read ‘“(a), (b), (ce), or (e),” and also beginning line 14 on page 
8 “(c) at any time, on the ground that the registrant does not control to the 
exclusion of others or is not able legitimately to control or exercise control over 
the use of such mark.” 
7. It is believed that in proposed amendment section 11 should be amended 
by omitting reference to subparagraph 4, section 15, of the present act as it is 
believed that this paragraph acts as a warning to an applicant that even if a 
registration issues ex parte under the 5-year clause, it may never acquire the 
status of being incontestable, as for example, if the registered mark is a generic 
word or symbol. 

8. The proposed amendment to section 16 deleting the word “purchasers” there- 
from is not believed proper and it is respectfully requested that this proposed 
amendment be deleted from the bill. This not only conforms the language with 
the language used in sections 1 and 2 of the present act, but it is not believed 
there is anyone else to deceive except purchasers. Certainly possible deceit of 
members of a court or the United States Patent Office officials should not be a 
criterion for declaring an interference. 

9. Tt is not believed that the proposed amendment to section 17 of the present 
act is proper as it is felt that more than one person may be entitled to a con- 
current use registration of a surname, geographical name, or a descriptive term 
where two or more parties are legitimately and legally using such marks in 
different parts of the country. 

10. The proposed amendment section 19 is believed proper but it is suggested 
that the first amendment read—on or in immediate connection with the goods 
as otherwise the amendment appears to penalize owners who fail to give notice 
in association with their advertising material. It is believed that a registrant 
conforms with the spirit and letter of the law by giving registration notice 
wherever he uses his trade-mark on or in immediate connection with his goods 
and should not be penalized for failure to use the notice in every instance of 
advertising his mark, particularly as such failure may be due to error on the 
part of his advertiser or his printer. 

11. Proposed amendment section 24 is considered proper with the exception that 
it is believed that the word “certificate” second occurrence should be retained 
in the present act but that there should be added immediately thereafter—and 
affidavit filed under the provisions of said section 15. 

With these exceptions, it is respectfully urged that the proposed bill be made 
into law 

Respectfully, 


CrHarRtes R. ALLEN. 
CHARLES R. ALLEN, Jr. 
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Senator Witey. We have with us this morning the Chief Examiner, 
Mr. Federico. He is one of our hard working public officials. 

We are glad to see you, sir. 

Now, you give us the benefit of your wisdom. 

Mr. Frperico. I really have nothing to say. Iam just here with 
my colleague, Mrs. Leeds, in case she wants some help from me and 
she has done very well, and she doesn’t need any help from me. 

Senator Witry. That is an excuse that most married men know of. 

Well, it has been a pleasure to have you all here. 

The hour is nigh on to 12, when we have to shut this meeting off. 

If there is anyone else here who has any memoranda or written 
suggestions, you can file them with the cle rk. 

I am informed by Mr. Green that there are some suggestions that 
have come by mail that seem to raise some additional points. 

If he can examine them in time so that he can find out what they 
are all about, he might meet with this subcommittee this afternoon. 

I don’t think there is any meeting here this afternoon. 

You can use this room, sit around the table here, iron out the differ- 
ences that you were delegated to, and assume any other responsibility 
that your good judgment will permit you to assume in relation to any 
of these other matters. Because tempus fugit, as the fellow says, and 
I don’t know, if we don’t get it on the calendar soon we will be sunk. 

That is all there is to it. 

I will certainly solicit your cooperation in trying to get a bill here 
that we can be proud of and that will really m: ake a contribution to the 
program that we are trying to vitalize, and the mistakes we are trying 
to correct. 

Mr. Hocer. I made reference to some statements. 

May I have permission to insert in the record at the conclusion 
of my remarks, statements from several of the bar associations or pat- 
ent law associations, which constitute the coordinating committee 
endorsing the bill? 

Senator Wiiry. Well, they at least can be filed. You know, we 
are trying to cut corners. 

Mr. Hoce. Perhaps they sould be filed. But there is one that I 
was asked to submit to you for the record. 

This is from the trade regulations and trade-mark committee of the 
Association of the Bar of the City of New York endorsing the bill. 
They have a statement which they asked me to submit to you for the 
record. 

Senator Witry. O. K. That may go in. 

Again, thank you for your really congenial conduct this mor ning. 
We are not used to having so congenial a meeting. 

I think it must be the result of hi aving the feminine influence here. 

(Whereupon, at 11:59 a. m., the hearing was recessed. ) 


Marcu 25, 1954. 
2540—AMENDMENT IN THE NATURE OF A SUBSTITUTE 


The following amendments to the above bill were agreed upon by the subcom- 
mittee appointed by Senator Wiley during the hearings of this date : 

Page 4, lines 19 and 20, strike the words “and does not involve such changes 
in the registration as to require republication of the mark.” 

Page 5, line 3, within the quotation following the word “commerce” insert ‘on 
goods recited in the registration”. 
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Page 5, line 9, within the quotation following the word “commerce” insert “on 
goods recited in the registration”. 

Page 5, line 17, strike the words “stating that” and insert in lieu thereof “setting 
forth those goods recited in the registration on which”. 

Page 6, line 20, strike the word’ shall” and insert in lieu thereof the word 
“may”. 

Page 7, line 8, strike the word “shall” and insert in lieu thereof the words “‘is 
authorized to”. 

Page 7, line 9, insert following the word “reproductions” the words “or 
descriptions”. 

Page 7, line 10, strike the words “have been filed and’ and change the period 
following the word “pending” to a comma. 

Page 7, lines 11, 12, and 13, strike all of lines 11 and 12 and the words “search 
file’ in line 13. 

Page 8, line 12, strike “(1)”. 

Page 8, line 21, strike “(2)” and insert in lieu thereof “(d) at any time” and 
with the balance of the language in lines 21 through 25 a new paragraph should 
be constituted. 

Page 9, line 1, change “(d)” to “(e)”. 

Page 9, line 24, through page 14, line 5 strike all proposed new section 21 and 
substitute the following: 

“Sec. 21. (a) (1) An applicant for registration of a mark, party to an inter- 
ference proceeding, party to an opposition proceeding, party to an application 
to register as a lawful concurrent user, party to a cancelation proceeding, a 
registrant who has filed an affidavit as provided in section 8, or an applicant for 
renewal, who is dissatisfied with the decision of the Commissioner, may appeal 
to the United States Court of Customs and Patent Appeals thereby waiving his 
right to proceed under section 21 (b) hereof: Provided, That such appeal shall 
be dismissed if any adverse party to the proceeding, other than the Commis- 
sioner, shall, within twenty days after the appellant has filed notice of appeal 
according to section 21 (a) (2) hereof, files notice with the Commissioner that 
he elects to have all further proceedings conducted as provided in section 21 (b) 
hereof. Thereupon the appellant shall have thirty days thereafter within which 
to file a civil action under said section 21 (b), in default of which the decision 
appealed from shall govern the further proceedings in the case. 

“(2) When an appeal is taken to the United States Court of Customs and 
Patent Appeals, the appellant shall give notice thereof to the Commissioner, 
and shall file in the Patent Office, his reasons of appeal, specifically set forth in 
writing, within such time after the date of the decision appealed from, not less 
than sixty days, as the Commissioner appoints. 

“(3) The court shall, before hearing such appeal, give notice of the time and 
place of the hearing to the Commissioner and the parties thereto. The Com- 
missioner shall transmit to the court certified copies of all the necessary original 
papers and evidence in the case specified by the appellant and any additional 
papers and evidence specified by the appellee, and in an ex parte case the 
Commissioner shall furnish the court with the grounds of the decision of the 
Patent Office, in writing, touching all the points involved by the reasons of appeal. 

“(4) The court, on petition, shall hear and determine such appeal on the 
evidence produced before the Patent Office, and the decision shall be confined to 
the points set forth in the reasons of appeal. Upon its determination, the court 
shall return to the Commissioner a certificate of its proceedings and decision, 
which shall be entered of record in the Patent Office and govern the further 
proceedings in the case. 

“(b) (1) Whenever a person authorized by section 21 (a) hereof to appeal 
to the United States Court of Customs and Patent Appeals is dissatisfied with 
the decision of the Commissioner, said person may, unless appeal has been taken 
to said Court of Customs and Patent Appeals, have remedy by a civil action if 
commenced within such time after such decision, not less than sixty days, as 
the Commissioner appoints or as provided in section 21 (a). The court may 
adjudge that an applicant is entitled to a registration upon the application 
involved, that a registration involved should be canceled, or such other matter 
as the issues in the proceeding require, as the facts in the case may appear. 
Such adjudication shall authorize the Commissioner to take any necessary action, 
upon compliance with the requirements of law. 

““(2) The Commissioner shall not be made a party to an inter partes proceeding 
under this subsection, but he shall be notified of the filing of the complaint by 
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the clerk of the court in which it is filed and shall have the right to intervene in 
the action. 

(3) In all cases where there is no adverse party, a copy of the complaint shall 
be served on the Commissioner; and all the expenses of the proceedings shall be 
paid by the party bringing them, whether the final decision is in his favor or 
not. In suits brought hereunder, the record in the Patent Office shall be admitted 
on motion of any party, upon such terms and conditions as to costs, expenses, 
and the further cross-examination of the witnesses as the court imposes, without 
prejudice to the right of any party to take further testimony. The testimony and 
exhibits of the record in the Patent Office, when admitted, shall have the same 
effect as if originally taken and produced in the svit. 

“(4) Where there is an adverse party, such suit may be instituted against 
the party in interest as shown by the records of the Patent Office at the time 
of the decision complained of, but any party in interest may become a party to 
the action. If there be adverse parties residing in a plurality of districts not 
embraced within the same State, or an adverse party residing in a foreign coun- 
try, the United States District Court for the District of Columbia shall have 
jurisdiction and may issue Summons against the adverse parties directed to the 
marshal of any district in which any adverse party resides. Summons against 
adverse parties residing in foreign countries may be served by publication or 
otherwise as the court directs.” 

Page 14, line 21, change “27” to “28”. 

Page 15, line 11, strike the word “marks” and insert in lieu thereof the word 
“mark”, 

Page 15, line 14, change the period following the word “paid” to a comma, 
insert the word “and” and change the initial capital of the word “The” to a 
lower case letter. 

Page 15, lines 15 and 16, strike the word “one” and insert the word “such 
in lieu thereof; add a period after the word “‘mark”; strike the words “registered 
in a plurality of classes.” 

Page 17, line 18, insert the article “a” after the word “or”. 

Page 20, strike lines 1 through 4, and substitute: “Src. 28. Section 45 is 
amended by striking the definition in the sixth paragraph in its entirety and 
inserting in lieu thereof the following: 

‘The terms “applicant” and “registrant” embrace the legal representatives, 
predecessors, successors and assigns of such applicant or registrant.’ ” 

Page 21, line 1, strike the word “distinguished” and insert in liev thereof tha 
word “distinguish”. 


” 
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CARPENTER, ABBOTT, COULTER & KINNEY, 
St. Paul, Minn., May 8, 1953. 
Mr. JAMeEs F’. Hoce, 
Chairman, Trade-Mark Coordinating Committee, 
United States Trade-Mark Association, New York, N. Y. 

Dear Mr. Hoce: At a meeting last night, the Minnesota Patent Law Associa- 
tion adopted the report of the law revision committee, of which I am the chair- 
man, approving the amendments to the Lanham Act as agreed upon by the 
trade-mark coordinating committee on March 23, with the corrections of April 
20, and moved that the association support a bill, including such amendments. 

Yours sincerely, 
WILLIAM H. Apsorr. 





New York, N. Y., November 2, 1953. 
JAMES F. HoaGe, Esq., 
Attorney at Law, New York, N. Y. 
Dear Mr. Hoce: For your records, the board of directors of the Association of 
National Advertisers has approved, and supports, the Wiley bill, S. 2540. 
Sincerely, 
GILBERT H. Wet! 


The Dayton PATENT Law ASSOCIATION, 
Dayton, Ohio, January 18, 1954. 
Mr. JAMES F. HoGer, 
New York City, N.Y. 

DEAR Mr. Hoce: You may be interested to know that at the regular meeting 
of the Dayton Patent Law Association, on January 8, 1954, the entire program 
was devoted to the proposed changes in the trade-mark law. I reviewed the 
work of the coordinating committee, the proposed changes in the law, and the 
reasons therefor. At the conclusion, those present (about 60 percent of the 
entire membership) voted unanimously to approve the proposed new bill, and 
to so notify Senator Wiley, our two Ohio Senators, and the Judiciary Com- 
mittee of the Senate. 

Incidentally, two typographical errors have been noted. You probably have 
noted and corrected them already, but just for the record, on page 15 of the 
interlineated text dated December 21, 1953, in lines 3-4 of section 21 (A) there 
is a repetition of the words “party to an applicaiton to register as a lawful con- 
current user.” in line 6 of section 21 (A) the word “or” has been omitted after 
“8” (see last line on p. 17 of minutes dated December 17, 1953, of our meeting on 
December 7-8). 

Please let us know if there is anything further you think we ought to do. 

Very truly yours, 
FrepericK G. L. Borer, President 





BLENKO, Hoopes, Leonarp & BUELL, 
Pittsburgh 22, Pa., January 21, 1954. 
JAMES F.. Hoge, Esq., 
Chairman, Trade-Mark Coordinating Committee, 
New York 17, N.Y. 
DeaR Mr. HoGe: I have been instructed by the president of the Patent Law 
Association of Pittsburgh to certify to the trade-mark coordinating committee 
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that at a meeting of the Patent Law Association of Pittsburgh held January 20, 
1954, the association adopted the following quoted resolution : 

‘Be it resolved by the Patent Law Association of Pittsburgh that the associa- 
tion regards the bill to amend the Lanham Act proposed by the trade-mark co- 
ordinating committee as improving the Lanham Act and therefore favors its 
passage by Congress although recognizing that other amendments in the Lanham 
Act are desirable.” 

Very truly yours, 
Epwarp Hoopes III, 
Chairman, Trade-Mark Committee, 
the Patent Law Association of Pittsburgh. 


NEWARK, N. J., January 25, 1954. 
UNITED STATES TRADE-MARK ASSOCIATION, 
New York 36, N. Y. 
(Attention: James F. Hoge, Esq.) 

Dear Mr. Hoce: On Thursday, January 21, 1954, the New Jersey Patent Law 
Association adopted a resolution, approving in principle, the amendments adopted 
by the coordinating committee on December 8, 1953, which amend 8S. 2540. 

The approval of the association reflects the unanimous approval of the members 
of the committee, John R. Spielman of Singer Manufacturing Co., Elizabeth, 
N. J., Harvey W. Mortimer of Darby & Darby, New York City, Richard J. Cowling, 
Chester A. Williams, Jr., Singer Manufacturing Co., Elizabeth, N. J., and Harry 
Goldsmith of Ciba States, Ltd. 

I am gratified that my chairmanship of this committee was able to bring to your 
attention the approval of the law association. 

Sincerely yours, 
NorRMAN N. Popper. 


UNITED STATES PLywoop Corp., 
New York, N. Y., February 5, 1954. 
Senator WILEY, 
United States Senate, 
Washington, D. C. 


DEAR SENATOR WILEY: I would like you to know that I am very much inter- 
ested in seeing the Lanham Act amended to include the features mentioned in 
your bill S. 2540. 

It seems to me it does not go quite far enough, but all of the changes seem 
desirable. One of the omissions in it which I think should be included is that 
configurations of goods, after long use, which establishes a trade-mark signifi- 
cance, should be allowed registration under the principal register, namely section 
2 (f), rather than under the supplemental register. 

Very truly yours, 
JAMES M. HEILMAN, 
Director, Legal and Patent Department. 


THE FEDERAL GRAND JURY ASSOCTATION 
FOR THE SOUTHERN District or New York, 
New York 17, N. Y., February 5, 1954. 
Re §S. 1663, to increase the salaries of Members of Congress, judges of United 
States courts, and United States attorneys, and for other purposes. 
Hon. WILLIAM LANGER, 
Chairman, Judiciary Committee, 
United States Senate, Washington, D. C. 


DeAR SENATOR LANGER: The Federal Grand Jury Association for the Southern 
District of New York wishes to again strongly urge and advocate a substantial 
increase in the salaries of Federal judges of all classifications, United States 
attorneys, and assistant United States attorneys. Also, we are in accord with 








_ameery 


Terre aM 


UE 


' 
; 





REGISTRATION AND PROTECTION OF TRADE-MARKS 77 


the provision of this bill relative to increase in salaries for our Representatives 
in Congress. The association therefore unequivocably endorses S. 1663. 
Sincerely yours, 
BERNHARD K. SCHAEFER, 
President. 
Harotp S. BAILEY, 
Chairman, Legislative Committee. 


THE DAYTON PAPENT.LAW ASSOCIATION, 
Dayton, Ohio, February 9, 1954. 
Hon. ALEXANDER WILEY, 
United States Senator, Senate Building, Washington, D. C. 

Str: Mr. Frederick G. L. Boyer, president of the Dayton Patent Law Associa- 
tion and our representative to the national trade-mark coordinating committee, 
rendered a complete report to our association of the proposed amendments to the 
Trade-Mark Act of 1946 as recommended by the national trade-mark coordinating 
committee. 

In order that the most good be done in the least time to overcome certain defi- 
ciencies in the Trade-Mark Act of 1946, it is our association’s unanimous view 
that the proposed amendments to the Trade-Mark Act of 1946 recommended by 
the national trade-mark coordinating committee be accepted. Our association 
unanimously voted that such recommendations be accepted. 

We hope that this will have some small effect in any decision concerning the 
passage of any bill concerning changes in the Trade-Mark Act. 

Very truly yours, 
Duwarp C, STALEY, 
Secretary, Dayton Patent Law Association. 





Tue Texas Co., Lean DEPARTMENT, 
New York 17, N. Y., February 26, 1954. 
Hon. ALEXANDER WILEY, 
United States Senate, Washington, D.C. 

Dear Mr. WILEY: AS a practicing trade-mark attorney with more than 35 years’ 
experience in this field, I write in support of 8. 2540, which you introduced on 
January 20, 1954, and which I understand has been referred to the subcommittee 
of the Committee on the Judiciary, of which you are chairman. 

As you know, certain defects and ambiguities were discovered in the Trade 
Mark Act of 1946 almost as soon as it became law, and others have become appar- 
ent since. The proposed amendments as contained in 8S. 2540 are intended to 
rectify this situation. 

As you also know, S. 2540 represents the efforts of a distinguished group of 
trade-mark specialists representing about 25 National and State bar and trade 
groups, functioning as a trade-mark coordinating committee. It can fairly be 
said that the bill represents the best thinking of many of those best qualified to 
speak on this subject. 

It is hoped that your committee will hold hearings on the bill at an early date 
so that its proponents can be heard. 

Respectfully, 
DONALD Brooks. 


New York, N. Y., March 9, 1954. 
Senator ALEXANDER WILEY, 
Committee on the Judiciary, 
Senate Office Building, Washington, D. C.: 

Re your bill S. 2540, to amend the Lanham Act. The committee on trade regu- 
lation and trade-marks of the Association of the Bar of the City of New York 
heartily endorses this bill as valuable legislation and respectfully urges that it 
be set for early hearings so that it may pass at this session. 

TaGcGarRt WHIPPLE, Chairman. 
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Wma. WaLLAce Wuite & Scortt, 
New York 17, N. Y., March 18, 1954. 
Re Wiley bill S. 2540, and the amendment in the nature of a substitute thereto 


. 


(trade-marks ) 


Hon. ALEXANDER WILEY, 
Chairman, Subcommittee on Patents, Trade-Marks, and 
Copyrights, Senate Office Building, Washington, D. C. 

Str: As we specialize in the law of trade-marks and represent many clients 
who own valuable marks used in the United States and abroad, we are very 
much interested in the passage of Wiley bill S. 2540, and the amendment in the 
nature of a substitute thereto. 

We believe that the said bill and the amendment thereto are necessary in 
order to place our trade-mark laws in such form as to protect adequately the 
owners of trade-marks used and registered in the United States Patent Office. 

Respectfully yours, 
Wma. Watiace Wuite & Scorrtt, 
By Epmunp D1Lt Scortt, 
Counselors at Law. 





Tue MICHIGAN PATENT LAW ASSOCIATION, 
Detroit, Mich., March 23, 1954. 
Hon. ALEXANDER WILEY, 
Senate Office Building, Washington, D. C. 

Dear SENATOR WILEY: We were pleased to receive your kind invitation to 
attend or submit a written statement for the hearing before the Subcommittee 
on Patents, Trade-Marks, and Copyrights of the Senate Committee on the 
Judiciary, on S. 2540, and on the legislation in the nature of a substitute to 
S$. 2540, which will be held Thursday, March 25, 1954. 

A portion of our organization has been represented on the Trade-Mark Coordi- 
nating Committee under the auspices of the United States Trade-Mark Associa- 
tion by William Scherer, Esq., of the Automobile Manufacturers Association. 
He has advised me that he is generally in accord with the proposals of that 
committee. 

Our trade-mark committee and legislation and practice committee have fol- 
lowed with interest the progress of the above trade-mark coordinating com- 
mittee, but have not made an independent detailed study of the proposed S. 2540. 
Unfortunately our organization has not at this time taken a position on S. 2540, 
and thus we will not be able to present a statement at the hearing before your 
subcommittee. 

We appreciate your interest in this trade-mark legislation and hope we can 
be of service on another occasion. 

Very truly yours, 
ALBERT M. Herter, Secretary-Treasurer. 


Tue Boston PATENT LAW ASSOCIATION, 
Boston 10, Mass., March 23, 1954. 
Re Substitute to S. 2540. 
Hon. ALEXANDER WILEY, 
Senate Office Building, Washington, D. C. 

DeAR SENATOR WILEY: This will acknowledge your letter of March 15 with 
reference to hearings on the Wiley bill for amending the Trade-Mark Act. 

The Boston Patent Law Association, through its trade-mark committee and 
executive committee, approves the Wiley bill which is a substitute to S. 2540. 
The Lanham Trade-Mark Act, passed in 1946, has needed amendment for many 
years and action should no longer be delayed. 

An oral statement will not be made in behalf of this association. 


Very truly yours, 
MERWIN F. ASHLEY, President. 
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CHICAGO, ILL., March 24, 1954. 
Hon. ALEXANDER WILEY, 
Judiciary Committee, United States Senate, Washington, D. C. 

Dear SENATOR WILEY: The undersigned lawyers have had many meetings 
with other lawyers for whom trade-mark law is also a specialty, studying the 
lanham Trade-Mark Act and possible revisions of it. We have not yet reached 
the position where we are ready to present an organized report on S. 2540 as a 
whole. Nevertheless, we believe that our long study of the subject makes it 
desirable for us to get to you the fruits of our study to the extent permitted 
by the short notice of the hearing. For this reason, we are submitting (with a 
separate sheet for each section) some of our views. 

In general, we find little in the bill which is of great importance. We are 
sorry to see the general desire for improvement of the law so inadequately 
satisfied. If you care to give us more time, we may be able to suggest more 
improvements than we can now. We hope that even the present hearings will 
produce enough improvements to justify deferring any report on the bill until 
after it has again been made available for study and comment. 

Mr. Garner and Mr. Palmatier give their approval to the enclosures only to 
the extent indicated by their names thereon. 

Yours very truly, 
C. LYMAN Enrica, Jr. 
Lewis S. GARNER, 
FRANCOIS N. PALMATIER. 
LovuIs ROBERTSON. 
CHARLES W. RUMMLER. 
By Louis ROBERTSON. 


LANHAM ACT 
SECTION I 


The first section of S. 2540 (amendment) is disapproved as to both of its 
amendments. 

The change in the proposed statutory oath wording is desirable in purpose 
but is not worked out satisfactorily and would in fact aggravate the present 
fault by requiring an oath wording which in some instances would be even 
more clearly false than the presently required wording. Although the form of 
the proposed insertion has been changed, the general nature of the faults has 
been discussed at page 823 of the J. P.O. S. for November 1953. 

We recommend that, instead of this amendment, the entire passage of the 
act specifying the required wording of the oath be stricken and that in its place 
be added an expression merely requiring “an averment, at least on belief, of 
facts indicating a right to registration.” 

The deletion of the word “services” in section 1 would not attain uniformity 
of treatment of this question, because there are other places where this word 
is not to be deleted by S. 2540. At this particular place, we believe that it is 
better to leave “services” in the wording (if wording of this type is retained) 
bécause this werding relates to subject matter which should be stated by the 
applicant. There should be no doubt of an applicant’s duty to mention con- 
flicting marks, even if they are used on services rather than on goods. 


SECTION 2 (D) 


The rewording of the proviso is thought to be a substantial improvement over 
the present Lanham Act. Some of us want more change in it than is made (see 
J. P.O. S., November 1953, p. 829), but attaining it is probably not now practical. 

The deletion of the word “purchasers” in section 2 (d) and at several other 
sections in the act is highly controversial. We believe the reasons for the 
deletions will be adequately set forth at the hearings. The reasons against the 
deletion are indicated at J. P. O. S., November 1953, beginning at the last 
paragraph of page 830. In addition, we note that “analysis of proposals to 
amend the Lanham Act” circulated by the coordination committee, with a date 
of January 19, 1954, includes a statement aggravating the objections to this 
change. This is the statement that the change would prevent a construction 
more narrow than was intended. Although this statement may seem at first 
to be innocuous, the word “prevent” indicates an intention to give compelling 
force to the omission of the word “purchasers.” There seems to be no way for 
the omission to have the compelling force to the slight extent indicated without 
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having it to a much greater extent. In short, the opponents of this change 
believe that it will either have no effect or that it is likely to have too great an 
effect, and will at least invite expensive litigation where the plaintiff asserts a 
greater effect than was intended. 

Some of us think the proponents of this change overlook the fact that the 
wording being changed is the conventional definition of the degree of similarity 
of a new mark to an old mark which is objectionable. 

There is no need for the change because the degree of similarity likely to 
confuse purchasers will also confuse the ordinary potential purchasers, and 
hence the latter confusion is already covered. There has been no case decided 
wrong only because “purchasers” was in the statute. 

Dropping the word “purchasers” implies that the degree of similarity to be 
deemed objectionable henceforth need not be that degree which would confuse 
purchasers, but some lesser degree—with no guide as to how much less. 

We quote the following conclusion about this change from an article in 66 
Harvard Law Review, page 1094, reprinted at 483 T. M. R. (October 1953) 906, 
911: “In any event, it does not seem that the statutory test should be amended 
without a clearer indication of the change intended.” 


SECTION 2 D), CONCURRENCY PROVISO 


Although the first paragraph of remarks under section 2 (d) indicated that 
attaining improvement of this proviso now seems impractical, the three agreeing 
to this paper have had an additional thought which gives us hope. 

It seems to be generally agreed that it would be desirable to give at least a 
concurrent registration to all who are lawfully using their trade-mark. Thus 
the “analysis” by the coordination committee states: 

“The proposed revision of the proviso will permit realization of the objective 
of inducement to register all marks which are lawfully used.” 

With the rewording of this proviso in §. 2540, the above statement is not true. 
We recommend making it true by substituting the following language: 
“Provided, That insofar as this subsection is concerned, the Commissioner shall 
register a mark on a concurrent basis to anyone who has become entitled to use 
the mark lawfully in commerce, specifying in the registration conditions and 
limitations commensurate with the applicant’s right of use and suitable for 
minimizing any likelihood of confusion. The Commissioner may invite owners 
of trade-marks conflicting with that sought to be registered to participate in a 
concurrent use proceeding and may restrict or limit the registration of any 
registrant so invited, except that registrations incontestably under section 15 
shall not be restricted any more than is necessary to recognize the actual rights 
of the applicant. There shall be no presumption against an earlier registration 
by such concurrency registration that any use is lawful by the concurrency 
registrant in an area where he began such use subsequent to July 5, 1947, and 
subsequent to the filing date of an earlier registrant from whose use he distin- 
guishes by his areas of use; and in such situations the Commissioner may defer 
the concurrency registration because of doubts of lawfulness of use until long 
continuation of such use and other circumstances justify an assumption of 
lawfulness.” 


SECTION 8 


Section 5 of S. 2540 is believed to be objectionable and unnecessary. In the 
early days of the Lanham Act, it was thought that the word “showing” would 
cause considerable trouble. This danger has now disappeared. The word 
“showing” is satisfied by merely attaching a specimen of the trade-mark as 
used with a statement that it shows the mark as used. It is believed that this 
practice is so simple and so highly desirable that it should be retained. 

The only reason given by the coordination committee for requiring that the 
use at the time of filing the 5-year affidavit be “in commerce” is “that it is only 
such use which falls within the jurisdiction of the Federal Government.” We 
believe this to be an unsound reason for the change, and we oppose the change. 
Since about 1881, we have had Federal registrations based on the commerce 
clause of the Constitution. We believe there has not been a single instance in 
which the validity of such a registration has been contested on the ground that 
the use was no longer in Federal commerce, though having been in such com- 
merce at the time of registration. Asa matter of fact, there is no constitutional 
question on the matter of merely retaining a registration on the register. Con- 
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situtional questions arise as to the regulation accomplished by the law, not as 
to the mere registering permitted by the law. When the owner of a valid 
registration continues to use his mark within a State, we see no objection to his 
retaining the registration, and even being able to assert it against anyone who 
would ship in interstate commerce into his State under a conflicting mark. If the 
registrants’ mark is widely known throughout the country, there is no objection 
to his being able to assert the registration against interstate commerce under a 
conflicting mark anywhere in the country. Although some of us think it is 
objectionable for him to be able to assert the registration against a conflicting 
mark in remote areas of the country where his own mark is not known, this is 
equally true if the registrant is using his mark between two States, or within 
the District of Columbia, as if he is using it only within one State. Certainly 
there is no greater question of constitutionality one time than the other. 

The proposed change would incidentally throw into great confusion the matter 
of showing excuse for “nonuse” which would apparently mean “nonuse in com- 
merce.” If a registrant is using his mark locally and not in commerce, what 
sort of an excuse would suffice? Why should any excuse be necessary? 
Obviously, there is no “intention to abandon the mark.” 


SECTION 9 


The principles discussed with respect to section 8 of the Lanham Act also 
apply to section 9 of the Lanham Act and therefore to section 6 of S. 2540. In 
short, it would be better for section 9 to require a “showing” of use, namely, 
attaching a specimen as used. Also, it would be better for the use not to be 
required to be in commerce. 

SECTION 12 (C) 


The coordination committee’s analysis does not state any reasons for the 
changes in this section, these changes being found in section 8 of S. 2540, page 7. 
The changes seem to be so trivial that perhaps no reasons could be thought of 
for them. The inserted words “marks published under” are believed to be 
slightly objectionable, rather than an improvement, because they permit the 
argument that once a mark has been published under this section, it cannot be 
opposed, even when new registrations for the same mark are sought. If any 
change of wording is really worthwhile, a better wording to insert would be 
“registrations published under.” 

(Approved also by Messrs. Garner and Palmatier.) 


SECTION 13 


Section 9 of S. 2540 (amendment) is one of the few clearly desirable and 
important amendments incorporated in the bill. We heartily favor it for 
reasons pointed out in the Chicago Bar Record, December 1953, page 104. The 
footnote on that page states a different acceptable wording which some of us 
would prefer, 

We wish to make clear that in recommending this amendment, we do not mean 
to imply that the same result could not be accomplished under present law. 
Instead, we think it could be, but think the matter of such importance that no 
fears based on the wording of the statute should be permitted to remain. 

(Approved also by Messrs. Garner and Palmatier.) 


SECTION 14 


In regard to section 10 of S. 2540, one point of intention which should be 
clarified on the record is that in now requiring that the grounds relied upon for 
cancellation be stated “upon payment of the prescribed fee” there is no intention 
to preclude subsequent amendment of the stated grounds. 

The deletion of the words “has been assigned and” is objectionable. The 
whole clause of which this phrase is a part goes too far and should not be 
stretched further by deletion of these words, even though these words, con- 
sidered alone, are unreasonable. As a matter of fact, there is believed to be no 
adequate reason for retaining any of the clause which is affected. Hence, it is 
recommended that quite a few additional words be stricken, at least unless the 
words “has been assigned and” are restored. Additional words we would prefer 
to strike read ‘“‘or if the registered mark has been assigned and is being used by, 
or with the permission of, the assignee so as to misrepresent the source of the 
goods or services in connection with which the mark is used,”. 
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We do not know of any explanation of what is really meant by the words 
which we thus would prefer to strike. Whatever is meant by them, we believe, 
would better be taken care of by applying the doctrine of unclean hands than 
by canceling the registration. It is enough in such situations to refuse relief 
until the fault has been overcome. 

Likewise we believe that the proper remedy in most of the situations referred 
to in section 14 (d) of the Lanham Act would be the application of the doctrine 
of unclean hands rather than cancellation of the registration. Incidentally, we 
believe there are times when the discriminately refusing to certify would con- 
stitute unclean hands. We have in mind a situation such as that of Under- 
writers’ Laboratories, for example. Hence we do not favor deleting clause 4 
of section 14 (d) unless virtually all of this subsection is deleted. 

The deletion of the proviso in section 14, providing for cancellation actions 
begun by the Federal Trade Commission, is objected to, and no longer seems 
as important as it did. See the Chicago Bar Record of December 1953, page 
112, column 2. 

It would be as sensible to say that the Federal Trade Commission ought not 
to seek action in courts as to say that it ought not to seek action in the Patent 
Office, merely on the ground that one governmental agency ought not to interfere 
with another. The assumption that the need for this clause is sufficiently sup- 
plied by the Federal Trade Commission’s power to stop the use of a mark is 
fallacious. First, the Patent Office will not necessarily correct its records 
merely because the Federal Trade Commission has prohibited the use of the 
mark. Furthermore, there are times when a registration ought to be canceled, 
even thouvh the Federal Trade Commission does not have occasion to prohibit 
the use of the mark. Such instances occur when the mark is not being used, 
or when it has become a generic term. 

(The first paragraph and the last two paragraphs are approved also by Messrs. 
Garner and Palmatier. ) 

SECTION 15 


Section 11 of S. 2540, insofar as it would strike from section 15 of the 
Lanham Act the paragraph numbered (4), is objectionable. 

Paragraph (4) is said to be unnecessary, because the same result can be 
accomplished by reliance on other clauses. If this is true, it is certainly harm- 
less. However, there are uncertainties in the other clauses which in fact leaves 
them uncertain to secure the same results which would be secured by paragraph 
(4). The principle of the public availability of any term which has become 
the common descriptive name of the product on which it is used is so important 
to free and fair competition that no chance should be taken by the removal 
of this clause. The objections to this clause, stated by the coordinating com- 
mittee, are unsound. To the extent that it is not necessary to give incontestable 
rights to a term which everyone has a right to use, paragraph (4) is harm- 
less in saying that no such rights shall be given. A more important question, 
however, is the matter of giving incontestable rights under section 15, which 
by section 38 (b), become the incontestable rights to exclude others from the 
use of such marks. Section 33 (b) curtails the use of even generic or common 
descriptive words, except insofar as this curtailment is avoided by the definition 
of “abandonment” in section 45. Any failure of the definition of “abandonment” 
to fully cover every situation in which the term has become the common descrip- 
tive name would leave an improper curtailment of such common descriptive 
name by section 33 (b) of the act. In the face of section 33 (b), the assertion 
that the privilege of free use of such terms is “almost axiomatic” is fallacious 
(unless that curious word “almost” is given real weight). It is said that the 
definition of abandonment will “accomplish the same result in a more orderly 
fashion.” This seems to indicate that there is some possible difference. What 
could possibly be a more orderly fashion than a simple statement such as that 
of paragraph (4)? 

The objection that section 4 has led some applicants to seriously argue that 
trade names are registerable is ancient history. There is no continuing harm 
along this line. The continued assertions that trade names when used on the 
goods become trade-marks is independent of this paragraph (4). 

The Chicago Bar Association has disapproved the deletion of paragraph (4). 
(December 1953, Chicago Bar Record, p. 112, 1st col.) 
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SECTION 18 


We recommend that the following be added to the end of section 18 of the 
Lanham Act: ’ 

“No registration shall be canceled except for fraud, if by restrictions, limita- 
tions, deletions, change of effective dates, or other changes it could be made 
commensurate with the actual rights of the registrant concerning the use of 
the registered mark.” 

There are numerous situations under which a registration might be canceled 
under present law where, as with the amendment, it could be salvaged. Wherever 
the registrant has actual rights with respect to the use of the mark in question, 
we believe that cancellation of the registration serves no useful purpose. In- 
deed, it is far better to have the registration remain on the register to truly 
reflect the actual rights of the registrant. Not only does this save the registrant 
the money which it would cost him to reregister the mark in accordance with his 
actual rights, but it also saves the public from being misled by the absence of 
the mark from the register in the meantime. 

One example of the situation in question would be if a mark registered under 
section 2 (f) of the act because of alleged distinctiveness of a descriptive 
word were shown by the defendant not to have acquired distinctiveness at 
the time of the registration so that the registration was invalid. If, nevertheless, 
the mark has become distinctive at the time of the litigation, or rather before 
the defendant began its use, it would seem that the registrant has actual ex- 
clusive rights with respect to the mark and that he should retain his registra- 
tion with an effective date as of a time when the mark had in fact become 
dictinctive. 

(Approved also by Messers. Garner and Palmatier.) 


SECTION 22 


The amendment of section 15 of S. 2540 is objectionable. In providing a cure 
for a situation perhaps no longer necessary, it firmly engrafts in the act the 
same fault with respect to a situation which will be more commonly encountered 
now. This matter is discussed at length in the November 1953 JPOS, begin- 
ning on page 825. 

Secause of the purpose stated for the amendment, it tends to convert the 
constructive notice from its intended purpose of notice to subsequent adopters, 
to notice imposing a duty on prior registrants and users. That purpose is 
sufficiently provided by the 5-year limit on cancellation. 

(Approved also by Mr. Palmatier. ) 


SECTION 26 


The amendment of section 18 of S. 2540 is objectionable. There is danger 
that excluding registrations under the supplemental registration from the con- 
current use proviso of section 2 (d) will have the unintended effect of pre- 
venting a conflicting principle register registration under the section 2 (d) 
proviso. Furthermore, the supplemental registrations are often preliminary 
to obtaining principle register registrations and it is desirable to get the con- 
currency question straightened out promptly. This may be discussed a little 
more clearly in the Chicago Bar Record of December 1953, page 113, column 1. 


SECTION 33 (A) 


(There is no amendment in 8. 2540 affecting this subsection, but sec. 24 of 
the bill relates to the next subsection of the act.) 

We recommend that there be added to subsection 33 (a) the following: 

“A registrant held to infringe shall not be liable therefor under any law, for 
a period of more than 1 year prior to the commencement of the action except 
insofar as infringement results from departures from the mark for the goods 
or services of his registration.” 

This makes registration more valuable and safeguards registrants in a way 
which we think is unobjectionable. It amounts to a short period statute of 
limitations in favor of a registrant, though never precluding an injunction 
against further activities. A registrant, having been through the Patent Office 
search and examination procedures, and having had his mark published in the 
Official Gazette for all to see, is naturally inclined to assume that he is in a 
safe position as far as conflict with prior marks is concerned. We think this 








S84 REGISTRATION AND PROTECTION OF TRADE-MARKS 


assumption is justified, and that in the rare instances where a prior trade-mark 
owner either fails to notice the publication in the Official Gazette or notices 
it but prefers to say nothing and therefore lie in ambush, the registrant should 
have some protection. Limiting recoveries to 1 year before the action certainly 
Will not give any intentional counterfeiter undue encouragement. 

This proposal is discussed further as proposal 11 on page 108 of the December 
1953, Chicago Bar Record. 

Approved also by Messrs. Garner and Palmatier. ) 


SECTION 35 


Although we favor generally the second insertion which section 25 of 8S. 2540 
would make, we find that there is more opposition to this in its present form 
than we had expected. Accordingly, we suggest that it be rewritten as follows: 
“The court may award a reasonable attorney’s fee with respect to litigation 
clearly affected by bad faith.” The wording this would replace had the same 
intention (December 1953, Chicago Bar Record, p. 108, proposal 10) but did 
not make this so clear. 


Approved also by Messrs. Garner and Palmatier.) 
SECTION 45, DEFINITION OF SERVICE MARKS AND USE THEREOF 


The new definition of “service mark” beginning in line 12 on page 20 of 
S. 2540 (amendment) is objectionable, as tending too much toward confinement 
of some types of service marks to those used in radio and television. We recom- 
mend instead the following definition of service marks: 

“The term ‘service mark’ means a mark, used in the sale or advertising or 
rendering of services, which identifies the services of one person and distin- 
guishes them from the services of others, whether or not the service is rendered 
in connection with the sale of goods, and includes without limitation the marks, 
names, symbols, titles, slogans and character names of radio or other advertis- 
ing, used in commerce.” 

Note that we have left out of the final enumeration two terms, namely, 
“designations” and “distinctive features.” We believe that they are too vague 
to be specifically enumerated here, and that each should be judged on its own 
merits by the main part of the definition. 

In the definition of “use in commerce” after “advertising” insert “or render- 
ing.” 

(Approved by Messrs. Garner and Palmatier also.) 


DEPARTMENT OF STATE, 
Washington, March 24, 1954. 
Hon. ALEXANDER WILEY, 
Chairman, Subcommittee on Patents, Trade-Marks and Copyrights, 
Committee on the Judiciary, United States Senate. 

My DEAR SENATOR WILEY: Reference is made to your letter of March 15 with 
respect to S. 2540, a bill to amend the Trade-mark Act of 1946 and to the 
Department’s reply of March 18 indicating the Department’s desire to submit 
a statement. Many of the provisions of this bill are of a technical nature or 
appear to present no problems from the standpoint of foreign economic policy. 
The following comments therefore are limited to a relatively few provisions 
which are of concern to the Department. 

The Department should like to comment first on certain provisions of the 
amended bill S. 2540 which it believes would tend to increase the ability of 
individual firms to use trade-marks in a manner that would have a restrictive 
effect on international trade, largely by removing existing safeguards against 
such restrictive uses. The Department recognizes the great value to commerce 
of trade-marks as a means of identifying the commercial origin of goods and is 
wholly sympathetic toward measures that insure their effective protection both 
in the United States and abroad The Department considers, however, that it 
would be undesirable and basically inconsistent with public policy in the pro- 
tection of trade-mark rights to extend such protection to such a degree as to 
facilitate restraints on trade. 

Section 10 of the bill would remove a provision of section 14 of the existing 
law that permits an application to be made for cancellation of a trade-mark 
that is the common descriptive name of an article on which the patent has 
expired. Section 11 of the bill would further eliminate a provision of section 
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15 of the present act that prevents acquisition of an incontestable right in 
generic names, 

These proposals could have an undesirable effect on international trade by 
preventing importation to this country of goods ident’fied by their common de- 
scriptive names. Conversely, the opportunity of foreign firms to protect generic 
names as trade-marks in the United States would be enhanced to the disadvan- 
tage of domestic manufacturers. These provisions would also adversely affect 
efforts of this Government to prevent harm to American commerce abroad 
resulting from the treatment of commercially important generic terms as trade- 
marks in foreign countries. 

In addition to the change mentioned above, section 10 would also eliminate 
a provision of section 14 of the present law that permits cancellation of a 
certification mark where the registrant discriminately refuses to certify the 
goods or services of any person who maintains the standards which such mark 
certifies. The elimination of this provision would remove an important existing 
safeguard against the use of certification marks to establish and strengthen 
restrictions on international trade. This could result particularly in damage 
to small and new businesses engaged in fields in which a certification mark 
used in common by larger firms enjoys a high degree of consumer preference. 

The Department also considers that the elimination in section 10 of the 
existing provisions of section 14, which permits the Federal Trade Commission 
to apply for cancellation of trade-marks on certain grounds, would deprive the 
Government a means of protecting the public interest against abuses such as 
those referred to above. 

Section 23 would make a person liable for civil action for using a registered 
mark in commerce otherwise than as a trade-mark in such manner as to be 
likely to cause the mark to lose its significance. The implications of this lan- 
guage are far reaching. The provision might be interpreted, for example, to 
permit a trade-mark owner to secure an injunction to prevent the distribution 
of literature in which certain trade-mark words or expressions appear in a 
manner likely to cause the mark to lose its significance as-a mark. For ex- 
ample, many books and dictionaries that originate abroad contain words trade- 
marked in the United States, many of which may be generic or unprotected in 
the foreign country. In this and other respects, the proposal appears to involve 
substantial risks of creating undesirable annoyances in international as well as 
domestic trade. 

Section 24 would delete a provision of section 33 of the present law that it 
shall be a defense to a suit for infringement that the mark has been used to 
violate the antitrust laws Such modification would remove an important deter- 
rent to the improper use of trade-mark arrangements as a device for furthering 
international restrictive practices. In addition, it appears to call into question 
the right of the Government to attack such misuses under the antitrust law and 
to secure effective relief. 

These proposed modifications discussed above would impair the established 
policy of this Government of opposing international cartels and other restraints 
on trade and the participation of American firms in such arrangements. With 
the growth of modern advertising, trade-marks have become an increasingly 
important means of forming and reinforcing international cartel arrangements 
to allocate markets, divide fields of production, and generally to restrict inter- 
national trade in an artificial manner. Such modifications, if enacted, would 
not only tend to foster restrictive business practices but would also weaken the 
position of this Government in encouraging action by other governments’ to 
restrain private restrictive arrangements which undermine the strength and 
economic vitality of the free world. 

The Department should also like to comment on section 27 of the bill, which 
would amend the provision of section 44 (b) concerning applicability of the 
act to nationals of foreign countries. The Department generally favors this 
amendment since it provides a clearer basis for the establishment of reciprocal 
relations with other governments in the field of trade-marks. This is, of course, 
desirable in securing for our own nationals the fullest possible protection abroad 
of American trade-marks. However, the Department considers that the pro- 
posed amendment is ambiguous in its use of the phrase “country of origin.” 
This phrase usually connotes a person’s country of birth rather than his present 
nationality, citizenship, or domicile, and therefore does not satisfactorily convey 
the meaning which is appropriate to this act. The Department suggests, there- 
fore, that the phrase “Any person whose country of origin is a party” be stricken 
and that there be substituted therefor the words “Any person who is a national 
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of, or domiciled in, or has a bona fide and effective business or commercial 
establishment in any foreign country which is a party.” This language, which 
occurs in section 44 (b) of the present act, closely parallels the language used 
in the International Convention for the Protection of Industrial Property, the 
primary international agreement in this field to which the United States adheres, 
Accordingly, it appears to provide appropriate language to meet our international 
obligations 

The Department believes that it will also wish in a subsequent letter to 
comment on section 26 of the bill, which would amend provisions of section 42 
of the act concerning importation of goods bearing infringing marks or names. 
The Department is delaying its comments on this section, however, until it 
has an opportunity to give consideration to proposals which it is understood 
may be submitted by other executive agencies. 

Because of the urgency of the matter, this report has not been cleared with 
the Bureau of the Budget However, copies are being submitted to that agency 
today. 

Sincerely yours, 
Turuston B. Morton, 
issistant Secretary 
(For the Secretary of State). 


CuicaGo, ILtt., March 25, 1954. 
Filion. ALEXANDER WILEY, 
Judiciary Committee, United States Senate, 
Washington, D. C. 

Dear SENATOR WILEY: The enclosures are somewhat in the nature of sup 
plements to the material sent to you yesterday concerning S. 2540. Because of 
the time element, it has not been practical to have these gone over by the other 
members of the group who communicated to you yesterday, and therefore these 
proposals are sent to you only by the two whose names appear below, and each 
of them has been marked at the top with their names only to distinguish from 
the enclosures with yesterday’s letter. 

Also enclosed are 3 copies of the Chicago Bar Record which I had intended 
to enclose with yesterday's letter, and 1 copy of the JPOS which is also referred 
to in some of the enclosures in yesterday's letter. I am sorry I have only one 
copy of the latter for you. No doubt someone in the Patent Office would be glad 
to furnish you with two more copies, if your secretary wishes to telephone them. 
The editor is Mr. John Merchant, and the issue to ask for is the November 1953 
issue. 

The entire article in the Chicago Bar Record, beginning at page 103, relates 
to the Lanham Act and desirable amendments of it, or to the undesirability of 
some features in 8. 2540. Because it is not widely available, reprinting of this 
article in the record of your hearings might be desirable. I have authority to 
give such permission. Unless you wish me to seek special authority for omis- 
sion of the copyright notice, it should appear where tie first page of the article 
appears, as follows: 

“Copyright 1953 by the Chicago Bar Association, reprinted from the Chicago 
Bar Record, December 1953.” 

Yours very truly, 
LOUIS ROBERTSON. 
CHARLES W. RUMMLER. 
By Lovis ROBERTSON. 

(Notation by communcation of June 11, 1954:) 

“The above first paragraph should not be misconstrued as implying probable 
approval by any other member of the group of any particular itenr among the 
enclosures with this letter. On at least one item, our opposition to the addi- 
tion of subsection (c) to Lanham Act section 32 (1), all other members of the 
group have indicated disagreement with us.” 


LANHAM ACT 
SECTION 21 


We doubt that the rewriting of section 21 of the Lanham Act, as it is rewritten 
by section 14 of S. 2540 constitutes a sufficient improvement to justify the ques- 
tions which will be raised by differences of wording between this section and the 
patent statutes. The patent statutes have been considerably improved since the 
decision was first mude to rewrite section 21. 
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The additional appeals in regard to renewal could be supplied by adding a 
few words to existing section 21, as by inserting after the first comma the words 
“or applicant for renewal of a registration.” 

The question of when the Commissioner of Patents can be a party to a civil 
action can be clarified as well in present section 21 as by whatever language 
is chosen for the rewritten section 21. Asa matter of fact, neither the old word- 
ing or the new is very clear. Whether or not section 21 is generally rewritten, 
a better wording would be as follows: 

“A civil action under this section shall not be commenced against the Com- 
missioner of Patents for reviewing a decision in favor of an adverse party, but 
the Commissioner shall be notilied * * *.” 

Any other amendments desired can also be made by simple changes or addi- 
tions to the present section 21. Thus it will be easier te know what differences 
there are between the trade-mark practice and the patent practice, with which 
most lawyers engaging in trade-mark work are more familiar. However, the 
change requiring that a party filing a civil action give notice to all other parties 
is objectionable in that it would seem to require an extra notice other than that 
Which is automatically served on the other party by the marshal in commencing 
suit. 

better wording on the matter of considering other grounds would be: 

“A court may decide against a party only on grounds as to which he has had an 
adequate chance for prepared argument thereon.” 

This is better partly because it requires a hearing or the like rather than 
merely requiring notice. It is better not to require notice, because that indi- 
cates a formality which often would not be necessary, as when both parties have 
argued a given point in their briefs. 

We urge that the last paragraph of section 21 as rewritten by S. 2540 (amend- 
ment) start: 

“Where the decision to be reviewed is in favor of an adverse party * * *,” 

We think the words this would replace, “Where there is an adverse party,” 
are subject to serious misinterpretation. 


SECTION 32 


The amendments of section 23 of S. 2540 are objectionable in several respects. 
The positive language on page 16, line 25, “shall be liable in a civil action by 
the registrant for the remedies” would be better except for a very important 
consideration, on account of which it is very objectionable. This consideration 
is that no provision is included for defenses. It is not enough to say that sec- 
tion 33 (a) provides defenses, partly because there should at least be a cross- 
reference, but also because section 33 (a) does not provide any defenses as to the 
Supplemental Register. 

New paragraph (c) is objectionable. It tends to impose a new policing burden 
on registrants. Failure to make full use of this policing power might com- 
prise an act of omission, making the abandonment section in section 45 appli- 
cable. The section is more likely to be abused than to be used properly. There 
is almost never any failure by publishers to voluntarily treat a trade-mark as a 
trade-mark, unless an accidental failure or a situation in which the alleged 
trade-mark is not really a mark, but has in fact become generic. Newspaper and 
periodical publishers are likely to be harassed under this provision with effects 
likely to bring the trade-mark laws into disrepute. 

The indefinite broadening of the language which serves as a measure of the 
degree of similarity which constitutes an infringement is objectionable. The 
omission of the word “purchasers” has been discussed in connection with section 2. 
The omission of the additional words relating to origin is also objectionable. 
These words serve to remind the courts that only confusion as to origin is 
actionable and that the parts of the word or trade-mark which have no origin 
significance can be largely disregarded. For example, dropping the words refer- 
ring to origin tends to invite suits between owners of toothpaste trade-marks, 
both using the term “-dent” as a part thereof. Likewise, in antihistamine pills, 
the inevitable confusion which results from the use of names indicative of the 
type of drug may give rise to multiplicity of suits. 

We recommend that the following subsection be added to section 32: 

“(3). The provisions of this section shall be applicable to acts, whether or 
not in commerce, which affect the registrant’s commerce under the registration.” 

We believe that it is nearly intolerable to give a registrant (by sec. 15) the 
right to ship his trade-marked product into a State without at the same time 
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giving him the right to protect consumers by excluding confusing use by an 
other of the same trade-mark in the same State. This overcomes that tault, and 
is discussed further under “proposal 2” in the Chicago Bar Record for Decem- 
ber 1953, page 104. We believe the only objections to this insertion are that 
it is allegedly unnecessary and that it makes more objectionable the features 
of the act which are already oljectionable. That this is unnecessary because 
the act would have the same effect without it is certainly highly debatable at 
best. As to the inequities, we believe that they should be taken care of by 
avoiding the inequities by amendments of the sections which produce these 
inequities. 
SECTION 33 (B) 


The first amendment of section 24 of 8S. 2540 recognizes a serious need for 
amendment. However, the proposed amendment is inadequate. Remember 
that this section relates to the extremely unusual features of giving the right 
to exclude others, with a degree of incontestability, where there might other- 
wise be no such right. Surely such unusual rights should be given only with 
the greatest care. The goods as to which said rights apply should not be deter- 
mined merely by the self-serving act of the registrant in specilying said goods 
in his affidavit under section 15, an affidavit which the Patent Office has no 
power to refuse. A better wording would be: 

The goods or services as to which the registrant's right of use under the regis- 
tration are incontestable under section 15.” 

We recommend that the words “defenses or” be stricken to avoid misunder 
standing. The enumerated items which follow may or may not be complete de 
fenses to the act. Primarily they preclude the arising of the incontestable 
exclusiveness. 

We object to the amendment of subparagraph (3) for reasons stated in con- 
nection with section 14. We believe it would be better to strike the entire of this 
subparagraph (3), making clear in the record that the subject of this paragraph 
is a matter for consideration as unclean hands, and that section 33 (b) is not 
intended to preclude the consideration of unclean hands or other equitable 
defenses. 

The change of date to which the incontestable right of exclusion relates back, 
in subsections 5 and 6, is not in itself objectionable. However, it makes these 
dates inconsistent with the corresponding dates of section 15. We believe that 
corresponding changes should be made in section 15, if the changes are made. 
Furthermore, we call attention to the fact that these passages relate to the 
highly complex question of territorial extent of rights by registration. We 
feel contident that whatever rights are given territorially by registration should 
begin not later than the date of registration, and that they should not become 
any more incontestable 5 years subsequently as to any area which the registrant 
has not yet entered. It is highly debatable that a registrant using a mark in 
the District of Columbia or in two New England States should be able to do 
nothing toward expanding and still have a right of action against a Pacifie- 
coast manufacturer who, over several years, has built up a valuable reputation 
on the Pacific coast under a conflicting mark. The act is not clear on this point. 
We think that instead of trying to make the act clear while under the influence 
of only trade-mark specialists who tend to favor nationwide rights, Congress 
should provide for a commission to consider this extremely important question, 
or should, with considerable publicity, announce a hearing devoted to it. 

We believe that subsection 7 of section 33 (b) should be revised instead of 
being deleted. In this instance, it is probably not enough, in deleting it, to 
make clear that the doctrine of unclean hands would apply. The difficulty is 
that without this provision, a registrant accused of using his alleged trade- 
marks as an instrumentality of antitrust law violation, when, in fact, it is not 
a valid trade-mark will be in a position to argue that this section 33 (b) pre- 
cludes a determination that it is not a valid trade-mark. 

The hope of excluding the defense that the plaintiff is deprived of a remedy 
because of unclean hands in using as an instrument of violation of the antitrust 
laws the very alleged trade-mark on which he is suing, is a forlorn hope, unless 
the doctrine of unclean hands is not to be available in such situations, and in that 
event is a yery improper hope 

It is recommended that section 7 be replaced by all or part of the following: 

“Any question of violation of antitrust laws shall be decided independently 
of any assumption that the registrant’s rights are valid because of this section. 
This section shall not preclude the application of doctrines of equitable defenses. 
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In applying rights dependent upon this section, courts shall exercise care to 
avoid causing confusion of a public which has learned to rely on an adversely 
owned mark and shall avoid requiring abrupt discontinuance of an adverse use 
which would be lawful at common law where such abruptness would be inequi- 
table.” 

It should be noted thai except for the first sentence, the above suggestion 
relates to matters beyond the paragraph which it would replace. Furthermore, 
they may be mere Clarifications, but there is considerable doubt that the courts 
would feel free to act as equitably as here provided without the encouragement 
of such an express provision. Without some such express clarification, the 
incontestable exclusiveness of this section may be intolerable. 


SECTION 42 


Although there is no objection per se to the amendments of section 26 of 
2540, their extension of rights already stated too strongly is objectionable, 
unless the too strong statements are modified. Accordingly we recommend that 
unless section 42 be revised to provide defenses in some other way, it be amended 
further as follows: 


Ss. 


After “shall” in each of the first two occurrences, insert “without justification.” 
Afer “induce the public to believe” insert “erroneously.” 


SECTION 44 


The change in subsection 44 (e) is not adequate. Applications are often filed 
under section 44 (d) before registration is complete in the country of origin. 
The certified copy of the registration would not then be available at the time 
of the United States application date. Furthermore, this requirement should 
only apply to instances in which registration is not otherwise available. Accord- 
ingly it is recommended that the words “shall be accompanied” be changed to 
“shall be supported before registration, when dependent on this subsection,’. 

The first sentence of this section 44 (e) should be greatly clarified. Compari- 
son with section 44 (c) indicates that this section 44 (e) is intended to refer 
only to marks not used in commerce. This should be made clear. Clarification 
is also desirable to make clear that even for the Supplemental Register the marks 
must be eligible, except as to use in commerce. To accomplish both purposes, 
it is recommended that the first sentence be changed to read: 

“If not used in commerce, a mark duly registered in the country of origin of 
the foreign applicant may be registered on the appropriate register if otherwise 
eligible.” 

subsections 44 (c) to (e) would be clearer if 44 (e) were placed ahead of 
44 (c). 

While considering this section 44, we wish to call attention for future study 
to the question of whether subsection (i) of the Lanham Act, section 44, be 
stricken, or rewritten independently of section 44. 

This subsection tends to provide a general law of unfair competition as Fed- 
eral law. We don't believe that should be done without more care, and if done, 
should be done independently of the introductory treaty clause of section 44, 
and with limitations making it constitutional. The Bricker amendment contro 
versy raises questions of the desirability of such domestic extensions of treaty 
law beyond the foreign interests for which the treaties were designed. In its 
present form, it has given rise to too much litigation, mostly futile. 


SECTION 45, USE TO INCLUDE ADVERTISING 


It is recommended that the definition of use of a trade-mark and service mark 
in section 45 of the Lanham Act be amended to give priority credit for use of 
a mark which is only by advertising, not by aflixation to goods. A person who 
advertises that he is about to produce a new product under a stated mark 
should not be defeated in a contest for registration by one who, promptly after 
the advertising, began adverse use of the mark attached to goods. See Chicazo 
Bar Record, December 1953, page 108; proposal 13. 

A proposed amendment to accomplish this change is as follows: 

In section 45, in the definition of “use in commerce on goods”, after “thereto” 
insert “or substantially advertised in commerce” and at the end of the para- 
graph add: “A mark shall be deemed to be used (if the use is not required to be 
in commerce) when it has been made known in the United States to an extent not 
insignificant.” 


53510—54——7 
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The words “substantially” and “not insignificant” are primarily for the purpose 
of permitting a decision to be given in favor of one who made actual use of his 
mark on the goods against another who merely made a trivial advertising use 
thereof. 


SECTION 46, PROTECTING EXISTING RIGHTS AND PRACTICES FROM AMENDMENT 


The original Lanham Act included provisions protecting rights existing at the 
time of the passage of the act from change by the act. There should be similar 
provisions with respect to any major amendment, such as 8. 2540. Of course, 

uch a provision could be included in each amendatory bill, but it would be 
better to include it permanently in the act, lest it be overlooked in future 
amendatory bills as it has been in the present bill so far. 

We recommend that there be added to section 46 (b) of the act the following: 

“Amendments to the Act shall be applicable to all registrations affected by this 
Act, but a court shall have power, on such terms as the court deems just, to 
exempt from any enlargement of the registrant’s rights any adverse activity 
based on anything done before the amendment and to protect the registrant from 
unconscionable diminunition of his rights by the amendment.” 

(See proposal 19 in the December 1953, Chicago Bar Record, p. 111.) 


SECTION 47, PENDING APPLICATIONS 


A question somewhat related to that discussed under section 46 is the matter 
of how pending applications will be handled under the new amendments. It is 
suggested that doubts and possible difficulties could be avoided by adding at the 
end of section 47 (a) the following: 

“Applications pending upon amendment of this Act shall be subject to such 
amendments except that no new requirements of form shall be applicable.” 

The substance, but not the wording, is derived from proposal 19 in the 
December 1953, Chicago Bar Record, pages 111-112. 


SECTION 50, PERFECTION OF THE SEVERABILITY CLAUSE 


It is recommended that the severability clause of the Lanham Act be 
amended to effectuate What was apparently its original intention. Specifically, 
before “shall not be affected” insert “and the application of such provision to 
other persons or circumstances”. 

Derived from proposal 18 of the Chicago Bar Record, December 1953, page 111. 


AMERICAN BAR ASSOCIATION, 
SECTION OF PATENT, TRADE-MARK AND COPYRIGHT Law, 
Pittsburgh 8, Pa., March 25, 1954. 
Re trade-mark bill 8S. 2540, amendment in the nature of a substitute. 
Hon. ALEXANDER WILEY, 
Senate Office Building, Washington, D. C. 

Srr: Iam transmitting herewith copies of a statement on behalf of the Ameri- 
can Bar Association with reference to S. 2540, amendment in the nature of a 
substitute, which it respectfully is requested be considered in connection with 
the hearings which presently are being held in connection with that matter. 

Respectfully, 
CLARENCE M. FISHER, 
Chairman, Committee on Legislation. 


STATEMENT ON BEHALF OF THE AMERICAN BAR ASSOCIATION WITH REFERENCE TO 
S. 2540, AMENDMENT IN NATURE OF A SUBSTITUTE 


TRADE-MARKS 


This bill has been introduced in amended form so recently as to have afforded 
no opportunity for action by the American Bar Association on the bill as a 
whole. Nevertheless, the present bill in the nature of a substitute contains many 
sections which are substantially identical with specific provisions incorporated 
in prior legislative proposals, which specific provisions did in fact receive the 
approval of the American Bar Association. In the following tabulation, the 
respective sections which have been so approved will be identified, the section 
numbers employed being the sections of the present bill. 
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Section 4: The amendment proposed for subsection (d) of section 7, begin- 
ning at line 9, on page 4, of the present bill, is substantially identical with the 
recommendations of the American Bar Association in 1949. This clarifies the 
right to effect voluntary, partial disclaimers. 

Section 6 of the present bill, beginning at line 11 on page 5, is substantially 
identical with a similar recommendation adopted by the American Bar Asso- 
ciation in 1949, insofar as subsection (a) of section 9 is concerned. The amend- 
ment embodies a saving clause, enabling one who has temporarily suspended use 
of his mark on certain goods to excuse the fact of nonuse at the time of renewal. 

Subsection (b) of section 9 (lines 1 to 3, on p. 6, of the present bill) differs 
from this subsection as approved by the American Bar Association only to the 
extent that the American Bar Association in 1949 recommended that the 
Commissioner should be required to notify the registrant whether or not he 
accepted the renewal affidavit. Subsection (c), lines 4 to 6 at page 6 of the bill, 
represents a reenactment of a provision already included in the Lanham Act. 

Section 7 of the present bill effects the same amendment to section 10 of 
the act as was approved by the American Bar Association in 1949, namely, 
deletion of a proviso as to misuse by an assignee. 

Section 8 of the present bill amends subsection (a) of section 12 of the act 
in strict agreement with the recommendations approved by the American Bar 
Association in 1949, to provide for publication before, instead of after, con- 
current use proceedings. 

Section 10 (beginning at line 22, of p. 7, of the present bill) rewrites sec- 
tion 14 of the act, dealing with cancellation proceedings. Some of the revisions 
made in this section of the present bill have not received approval by the Ameri- 
can Bar Association. However, the revision of subsection (¢c), beginning at line 
12, of page 8, and ending with the semicolon at iine 21, of page 8, of the present 
bill, was specifically approved by the American Bar Association. Another and 
most important change effected in the rewriting of section 14 is the deletion of 
the proviso appearing at the end of section 14 of the original statute, investing 
the Federal Trades Commission with authority to initiate cancellation pro- 
ceedings. The American Bar Association recommended the deletion of this 
proviso in 1948, and has consistently held to that view ever since. 

Section 11: The proposed revision of section 15 of the original act, beginning 
at line 8, at page 9, of the bill, was approved by the American Bar Association 
in 1949. Similar remarks ayply to section 12 of the present bill deleting the 
word “purchasers” from section 16 of the act. 

Section 13 of the present bill (line 15, of p. 9, of the bill) amends section 
1S of the act in substantial conformity with the amendment approved by the 
American Bar Association in 1949. The matter involved is primarily one of 
grammatical clarity. 

Section 14: The proposed rewriting of section 21, extending from the last 
line of page 9 to line 5 of page 14, is intended to incorporate in the Trade-Mark 
Act itself the statutory provisions for obtaining judicial review of a decision 
of the Commissioner of Patents. These are incorporated only by reference in 
the Trade-Mark Act of 1946, and, because they were drawn primarily to cover 
patent matters, have sometimes used language not wholly apt in matters affecting 
trade-marks. The American Bar Association specifically recommended appro 
priate wording for this purpose in 1949. The language used in the present bill 
departs in several respects from that suggested by this association, but these 
departures in terminology are regarded as matters of clarification merely, and 
it is therefore believed proper to say that the American Bar Association has 
extended its approval to this section as a whole. 

Section 16 (beginning at line 11 of p. 14) effects an amendment of section 
23 of the act which is in strict accordance with the recommendations of the 
American Bar Association in 1949. This amendment deletes the requirement 
that one seeking registration on the supplemental register must have actually 
begun the use of his mark in foreign commerce. 

Section 17 (line 14, p. 14) amends section 24 in substantial conformity with 
the recommendations of the American Bar Association in 1949, establishing 
procedural requirements for canceling a supplemental register mark. 

Section 18 of the present bill (line 18, p. 14) amends section 26 in strict 
conformity with the recommendations of the American Bar Association. 

Section 22: The American Bar Association in 1949 approved deletion of the 
requirement for the payment of a fee upon voluntary surrender or cancellation 
of a mark. Such deletion is provided for in the present bill, at lines 22 and 23 of 
page 15, 
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Section 23: This section proposes to rewrite section 32, subsection (1) of the 
Trade-Mark Act of 1946 dealing with remedies. Most of the language found in 
the present bill was approved in haec verba by the American Bar Association in 
1949. The qualifying phrase beginning at line 18 of page 16 and ending with 
the semicolon on page 20 was not incorporated in the revision recommended 
by the American Bar Association. 

Section 24: The proposed amendment of subsection (b), appearing at lines 
11 to 14 on page 17 of the present bill, was approved by the American Bar 
Association in 1949. 

The proposed amendments to numbered paragraphs 3, 5, 6, and 7 of subsection 
(b), appearing at lines 15 of page 17 to 13 of page 18, have been approved 
specifically by the American Bar Association. All of these paragraphs deal with 
defenses. The deletion of paragraph 7 of subsection (b) of section 33 was 
first voted by the American Bar Association only a year after the Trade-Mark 
Act was passed. This action was reaffirmed in 1949. 

Section 26: This section proposes to amend section 42, dealing with the impor- 
tation of goods bearing infringing marks. The changes made are mainly by 
way of clarification and were recommended throughout by the American Bar 
Association in 1949. 

The American Bar Association takes no position with respect to the remain- 
ing sections of S. 2540, amendment in the nature of a substitute, for the reason 
that the remaining sections have not been specifically approved by the member- 
ship since the present bill was introduced. 


THE PHILADELPHIA PATENT LAW ASSOCIATION, 


Philadelphia, Pa., March 25, 1954. 
Re trade-mark bill S. 2540, amendment in the nature of a substitute. 
Hon. ALEXANDER WILEY, 
Senate Office Building, Washington, D.C. 

Sir: The Philadelphia Patent Law Association has been represented at every 
meeting of the coordinating committee on amendments to the Trade-Mark Act of 
1946. It has been kept informed of the work of that committee, and has heard 
and discussed, at one time or another, reports on almost all of the proposals now 
embodied in S. 2540, amendment in the nature of a substitute. It has approved 
in principle the amendment of the Trade-Mark Act to embody such proposals. 

It has been noteworthy that most of the proposals considered were approved 
without dissent, and that only a few have dissented as to the remainder. 

S. 2540, amendment in the nature of a substitute has not been considered in 
detail by the entire membership, but copies of that bill were distributed at our 
last meeting. At that meeting our delegate to the coordinating committee 
presented a general report, and the membership voted to go on record in favor 
of the bill, subject to the proviso that any objection would be noted if received 
prior to March 24. No such objection has been received. 

Accordingly, it is requested that the Philadelphia Patent Law Association be 
recorded as favoring 8. 2540 in principle, and as urging its enactment. 

Respectfully, 
KENNARD N. WarE, President. 


FEDERAL TRADE COMMISSION, 
Washington, April 8, 1954. 
Hon. ALEXANDER WILEY, 
Chairman, Subcommittee on Patents, Trade-Marks and Copyrights, Commit- 
tee on the Judiciary, 
United States Senate, Washington, D.C. 

Dean Mr. CHAIRMAN: By letter dated March 15, 1954, you invited comment 
by this Commission on the pending bill, 8. 2540, and the amendment thereto in 
the nature of a substitute, which would amend the Lanham Trade-Mark Act of 
1946. 

The Federal Trade Commission’s jurisdiction in trade-mark matters under the 
1946 act is conferred by the proviso at the end of section 14 of the act and is 
therein narrowly confined to making applications to cancel on certain limited, 
specified grounds. Section 10 of the proposed legislation, by eliminating the 
mentioned proviso, would terminate the Commission's jurisdiction. 

The Federal Trade Commission does not oppose this change in the law. 
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The proviso was included in the 1946 act without solicitation or suggestion by 
the Commission. In nearly 8 years only 2 applications have been made under 
the act by the Commission. Neither proved fruitful, resulting only in a further 
confinement of the Commission’s jurisdiction when the Commissioner of Patents 
decided that the Federal Trade Commission's authority to apply for cancellation 
was limited to marks registered under the 1946 act. 

As a matter of administrative policy it seems of doubtful value to grant 
jurisdiction, even though it be narrowly restricted, to one agency in an area 
otherwise exclusively that of another agency unless the need is clear and 
compelling. Just as the history set forth above indicates that no such need has 
existed heretofore, so do the merits of the question indicate that no such need 
presently exists. 

Most trade-mark controversies are wholly private in nature. In these the 
Government should not appear as an advocate, first as a matter of policy, and 
second, because ample means for the redress of private trade-mark grievances 
are afforded by common law remedies and by the Lanham Act, which provides in 
either form, existing or proposed, that any person, natural or juristic, who believes 
he is or will be damaged by a mark may apply for its cancellation. 

In those relatively few trade-mark matters not entirely private in nature, even 
though elimination of the subject proviso would mean that no Government agency 
could move for cancellation (the Patent Office cannot itself so move), the public 
interest could be protected either by private action or by a Federal Trade Com- 
mission proceeding against the owner of the offending trade-mark on one or more 
of the broad grounds generally available to the Commission. A cease-and-desist 
order, once entered, if necessary could be enforced directly by the Commission 
in the courts or indirectly by the Patent Office, were the timing right, by a refusal 
to renew at-the end of the 5- or 20-year periods specified in the act. 

Proposed informal liaison between the Federal Trade Commission and the 
Patent Office offers further assurance that the public interest in trade-mark 
matters will be well protected. Under the intended plan each agency will convey 
to the other any trade-mark information it believes of interest to the other. 

Should it appear advisable at some future date once again to empower the 
Government to apply for cancellation of trade-marks, the law could be amended, 
perhaps by authorizing cancellation proceedings by the Patent Office itself. 

Because its proprietary interest in the Lanham Act would cease with elimina- 
tion of the section 14 proviso, which elimination it does not oppose, the Federal 
Trade Commission offers no further comment at this time on other changes in 
the law which would be wrought by the pending bill. 

sy direction of the Commission. 
Sincerely yours, 
Epwarp IF. Howrey, Chairman. 


DEPARTMENT OF JUSTICE, 
OFFICE OF THE DEPUTY ATTORNEY GENERAL, 
Washington, April 16, 1954. 
Hion. WILLIAM LANGER, 
Chairman, Committee on the Judiciary, 
United States Senate, Washington, D. C. 

Dear SENATOR: This is in response to your request for the views of the Depart- 
ment of Justice concerning the bill (S. 2540) and the amendment in the nature 
of a substitute intended to be proposed by Mr. Wiley “to amend the act entitled 
‘An act to provide for the registration and protection of trade-marks used in 
commerce, to carry out the provisions of international conventions, and for other 
purposes,’ approved July 5, 1946.” 

The bill would effect numerous changes in the Trade-Mark Act of July 5, 1946. 
While many of the changes would merely accomplish alterations in phraseology, 
some of the provisions of the measure would result in the removal of safeguards 
to the public interest which are now in the law and might allow the use of trade- 
marks to further monopolies and to restrain trade. The Department considers 
particularly objectionable the proposed repeal of section 33 (b) (7). 

Section 10 of the bill would amend section 14 of the 1946 act which enumerates 
circumstances under which the registration of a mark may be canceled. The 
bill would eliminate the ground for cancellation (in subsee. (¢c)) that the mark 
has become a common descriptive name of an article or substance on which the 
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patent has expired. To deprive competitors of the right to use such a descriptive 
name (e. g., “linoleum,” “aspirin,” “shredded wheat”) would be, in effect, to 
continue some aspects of the patent monopoly beyond its term. 

We understand that a suggestion will be made that this portion of the bill be 
amended to merely eliminate the phrase in the present act ‘on which the patent 
has expired.” This would broaden the present law to include all cases in which 
the mark has become the common descriptive name of an article. If so changed, 
this Department would not object to this provision of the bill. 

Section 10 of the bill would also amend section 14 to omit one of the means now 
provided to confine the certification mark to its proper scope. This is paragraph 
(4) of subsection (d), which provides for cancellation of such a mark if the 
registrant “discriminately refuses to certify or to continue to certify the goods 
or service of any person who maintains the standards or conditions which such 
mark certifies.” The purpose of a certification mark is a narréw one. It is 
intended to operate solely as a secondary or collateral mark to indicate quality, 
regional origin, or other characteristics descriptive of the goods to which attached 
(sec. 45). So used, it serves a useful purpose. If used in any other way it easily 
lends itself to the perpetuation of fraud and to combinations to monopolize or 
restrain trade. 

The bill would also eliminate the Federal Trade Commission’s present right, 
under the proviso of section 14, to file an application to cancel a mark under any 
of the specified grounds. While it would appear that there are some occasions 
when a Government agency might bring an action to cancel a mark in the public 
interest which private parties would not have sufficient interest in bringing, this 
Department defers to the Federal Trade Commission, which, we understand, 
considers that such jurisdiction is not necessary. Accordingly, no objection is 
made to this deletion. 

Section 11 would amend section 15 of the present act by eliminating therefrom 
subsection (4), which is to the effect that “no incontestable right shall be acquired 
in a mark or trade name which is the common descriptive name of any article or 
substance, patented or otherwise.” The provisioin deleted by this amendment is 
a clear statement of the fundamental principle, long recognized in trade-mark 
law, that a common descriptive word should not be subject to exclusive appropria- 
tion by one person. This Department is opposed to the deletion of subsection (4), 
which sets forth this salutary principle. It would not object to a suggested revi- 
sion of the bill which would keep this subsection but would omit the words “or 
trade name” (trade names are not registrable under the present act) and would 
omit the phrase “patented or otherwise.” 

Section 23 would add a subsection (c) to section 32 (1), making a person liable 
in a civil action by the registrant for employing a registered mark in commerce 
otherwise than as a trade or service mark in such a manner as to be likely to 
cause a mark to lose its significance as a mark. The proposed addition might be 
used in attempts to prevent the public from using common descriptive or generic 
words which they have a right to use. Many words which were formerly trade- 
marks, such as “aspirin,” have now become generic. This Department is opposed 
to this new right of action which is given to trade-mark registrants. 

The change which most directly affects the enforcement of the antitrust laws 
is that part of section 24 which would strike our paragraph 7 of subsection (b) 
of section 33 of the present act. This paragraph provides that a registration 
which has become incontestable under section 15 shall be conclusive evidence of 
the registrant’s exclusive right to use the mark except only for certain enumerated 
defenses or defects, one of which is that the mark has been or is being used to 
violate the antitrust laws of the United States. It is our opinion, based upon the 
construction of this section of the present act, together with legislative history 
thereof, that the act establishes this ground as an absolute defense to an infringe- 
ment proceeding. It is believed that the proposed deletion would be highly detri- 
mental to the public interest. The use of trade-marks as a means of antitrust 
violation has been evident in a number of antitrust cases. The present law which 
makes this ground a defense to infringement is an important weapon in enforcing 
the antitrust laws. The present subsection (b) (7) indicates a congressional 
intent to protect the public from the illegal use of trade-marks. Its deletion might 
be construed as a reversal of congressional policy and might have a detrimental 
effect upon the enforcement of the antitrust laws. 

Section 26 of the bill would amend section 42 of the present act. In addition 
to some changes in language, which do not appear to be significant, section 42 
would be amended to extend its importation prohibitions now applicable to marks 
registered under the Trade-Mark Act of 1946 to registrants under the prior trade- 
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mark acts of 1881 and 1905. The Treasury Department has suggested a substitute 
for this section which would make some exceptions to the present importation 
prohibitions. As stated in the letter to your committee from that Department, the 
proposed amendments are designed : 

(1) to exempt from the prohibition against importation imports bearing regis- 
tered marks when there exists between the company owning the registration and 
the foreign company any branch-factory, parent-subsidiary, agency, licensee, 
partnership, or similar relationship; and (2) to exempt from the prohibition 
against importation goods bearing registered trade-marks when such goods are 
entered under the tourists exemption provided in the tariff act or temporarily 
under bond under section 308 of the Tariff Act of 1930. 

The Department approves of this proposed substitute. 

In view of the foregoing objections to the bill, the Department of Justice is 
unable to recommend its enactment. 

The Bureau of the Budget has advised that there is no objection to the submis- 
sion of this report. 

Sincerely, 
WILLIAM P. RoGers, 
Deputy Attorney General. 


DEPARTMENT OF STATE, 
Washington, April 28, 1954. 
Hon. ALEXANDER WILEY, 
Chairman, Subcommittee on Patents, Trade-Marks and Copyrights. 
Committee on the Judiciary, United States Senate. 

DEAR SENATOR WILEY: Reference is made to the Department's letter of March 
24 commenting on S. 2540, a bill to amend the Trade-Mark Act of 1946. After 
further consideration of this bill, the Department would like to substitute this 
letter for its earlier comments. 

Many of the provisions of this bill are of a technical nature or appear to 
present no. problems from the standpoint of foreign economic policy. The 
following comments therefore are limited to a relatively few provisions which 
are of concern to the Department. 

The Department would like to comment first on certain provisions of the 
amended bill S. 2540 which it believes would tend to increase the ability of in- 
dividual firms to use trade-marks in a manner that would have a restrictive 
effect on international trade, largely by removing existing safeguards against 
such restrictive uses. The Department recognizes the great value to commerce 
of trade-marks as a means of identifying the commercial origin of goods and is 
wholly sympathetic toward measures that insure their effective protection both 
in the United States and abroad. The Department considers, however, that it 
would be undesirable and basically inconsistent with public policy in the protec- 
tion of trade-mark rights to extend such protection to such a degree as to facilitate 
restraints on trade. 

Section 10 of the bill would remove a provision of section 14 of the existing 
law that permits an application to be made for cancellation of a trade-mark 
that is the common descriptive name of an article on which the patent has 
expired. Section 11 of the bill would further eliminate a provision of section 
15 of the present act that prevents acquisition of an incontestable right in generic 
names. These proposals could have an undesirable effect on international trade 
by preventing importation to this country of goods identified by their common 
descriptive names. Conversely, the opportunity of foreign firms to protect generic 
names as trade-marks in the United States would be enhanced to the dis- 
advantage of domestic manufacturers. These provisions would also adversely 
affect efforts of this Government to prevent harm to American commerce abroad 
resulting from the treatment of commercially tmportant generic terms as 
trade-marks in foreign countries. 

The Depatment understands that suggestions may be made to the commit- 
tee for alternative amendments to those discussed in the previous paragraph 
that would (1) amend section 14 (c) of the act to delete the words “on which 
the patent has expired” and (2) amend section 15 (4) of the act to delete the 
words “or trade name” and the phrase “patented or otherwise.” The Depart- 
ment would have no objection to such alternative amendments. 

In addition to the change mentioned above, section 10 would also eliminate a 
provision of section 14 of the present law that permits cancellation of a certifi- 
cation mark where the registrant discriminately refuses to certify the goods 
or services of any person who maintains the standards which such mark certifies. 
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Phe elimination of this provision would remove an important existing safeguard 
against the use of certification marks to establish and strengthen restrictions on 
international trade. This could result particularly in damage to small and new 
businesses engaged in fields in which a certification mark used in common by 
larger firms enjoys a high degree of consumer preference. 

Section 23 would make a person liable for civil action for using a registered 


mark in commerce otherwise than as a trade-mark in such manner as to be likely 
to cause the mark to lose its significance. The implications of this language are 
far-reaching. The provision might be interpreted, for example, to permit a 


tres 


trade-mark owner to secure an injunction to prevent the distribution of litera- 
ture in which certain trade-marked words or expressions appear in a manner 

ikely to cause the mark to lose its significance as a mark.” For example, 
many books and dictionaries that originate abroad contain words trade-marked 
n the United States, many of which may be generic or unprotected in the foreign 
country In this and other respects, the proposal appears to involve substantial 
risks of creating undesirable annoyances in international as well as domestic 
trade. 

Section 24 would delete a provision of section 33 of the present law that 

shall be a defense to a suit for infringement that the mark has been used to 
violate the antitrust laws. Such modification would remove an important deter- 
rent to the improper use of trade-mark arrangements as a device for furthering 
nternational restrictive practices. In addition it appears to call into question 
the right of the Government to attack such misuses under the antitrust law 
and to secure effective relief 

The Department favors section 27 of the bill, which would amend the provision 
of section 44 (b) concerning applicability of the act to nationals of foreign 
countries. This amendment will provide a clearer basis for the establishment 
of reciprocal relations with other governments in the field of trade-marks. This 
is, of course, desirable in securing for our own nationals the fullest possible 
protection abroad of their trade-marks. 

The Department would also like to refer to the proposal made to the committee 
by the Treasury Department to substitute new language for section 26 of S. 2540. 
This proposal suggests enactment of a new provision of law to replace the 
presently duplicating and unsatisfactory provisions of section 42 of the Trade 
Mark Act and section 526 of the Tariff Act of 1930. The Department considers 
that a provision of this general type is desirable to assist trade-mark owners 
in protecting themselves against unfair competition through trade-mark infringe- 
ment by foreign manufacturers. The Treasury substitute would continue this 
established procedure but provides certain specific exceptions to prevent its use 
under circumstances which can lead to results inconsistent with the public 
interest. 

One of these exceptions would prevent the use of the procedure as a means 
by which a company could exclude from the United States the goods of a related 
company such as a subsidiary or parent firm. The Department understands that, 
under an interpretation of the Treasury Department, this exception is already 
considered implicit in existing law. The purpose of the section would, therefore, 
be primarily to clarify the law rather than to modify it substantively. 

The other exception would prevent the use of the procedure to exclude from 
the United States goods brought in duty-free under certain cited provisions of 
the Tariff Act. The most important of these cited provisions is that permitting 
American travelers returning from abroad to bring into the country for their 
personal use or as curios a small valuation of foreign goods without payment of 
duties. The Department favors this exception, particularly because it would 
eliminate inconveniences and harassment to which American citizens, including 
servicemen, are subjected under the present law in attempting to bring goods 
back to the United States for their personal use or as gifts. Because of the 
listing with the Treasury Department of certain trade-marks by private owners, 
they have been prevented from bringing certain goods into the United States 
unless they deface them by removal of trade-marks. Such defacement in many 
cases substantially impairs the personal satisfaction to be gained from the goods. 
This harassment of individual citizens is neither warranted to protect a trade- 
mark owner against unfair competition nor to protect consumers against decep- 
tion. A returning tourist or serviceman bringing in goods for his own personal 
use can hardly be regarded as a competitor, and if deception exists, he has 
already been deceived and should not be further injured by seizure of his property. 
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The Department has been informed by the Bureau of the Budget that there 
is no objection to the submission of this report. 
Sincerely yours, 
THRuSTON B. Morton, 
Assistant Secretary 
(For the Acting Secretary of State). 





Tue UNper Secrerary OF COMMERCE, 
Washington, April 29, 1954. 
Hon. WILLIAM LANGER, 
Chairman, Committee on the Judiciary, 
United States Senate, Washington, D. C. 


Dear Mr. CHAIRMAN: As a supplement to our letter of February 16, 1954, to 
you, with respect to 8S. 2540, a bill “to amend the act entitled ‘An act to provide 
for the registration and protection of trade-marks used in commerce, to carry 
out the provisions of international conventions, and for other purposes,’ approved 
July 5, 1946” and our letter dated March 24, 1954, with respect to an amendment 
in the nature of a substitute to S. 2540, there are attached copies of a mem- 
orandum from the Assistant Commissioner of the Patent Office to our General 
Counsel, setting forth in detail the views of the Patent Office with respect to 
sections 10, 23, and 24 of S. 2540, as amended. 

We have considered the views set forth in this memorandum and adopted them 
as the views of this Department. Believing that these views would be of assist- 
ance to you, we are forwarding them for your consideration. 

We have been advised by the Bureau of the Budget that no objection would be 
taken to this submission to your committee. 

If we can be of further assistance in this matter, please call on us. 

Sincerely yours, 
Water WILLIAMS. 


DEPARTMENT OF COMMERCE 
UNITED STATES PATENT OFFICE 
WASHINGTON 


Memorandum 


To: The General Counsel, Department of Commerce. 
From : Daphne Leeds, Assistant Commissioner of Patents. 
Date: April 15, 1954. 

Subject : Comments on certain sections of S. 2540. 

We have been asked to submit the comments of the Patent Office with respect 
to section 10 (p. 9, lines 1-7), section 23 (p. 16, lines 21-24), and section 2 
(p. 18, lines 12-183) of amended S. 2540. 

This first comment is directed to section 10 of the bill which would delete sub- 
section 14 (d) (4) of the act. The subsection presently provides that a cer- 
tification mark may be canceled at any time on the ground that the registrant 
discriminantly refuses to certify or to continue to certify the goods or services 
of any person who maintains the standards or conditions which such mark cer- 
tifies. The provisions dealing with certification and collective marks are a 
result of the requirements of the International Convention for the Protection of 
Industrial Property to which the United States adheres. A certification mark 
is a kind of hybrid which does not perform the function of identifying goods 
produced or services rendered by a particular person and distinguishing such 
goods or services from those of others. Rather, it is a mark adopted by a person 
who does not produce goods or perform services to certify that the goods or serv- 
ices of others who are authorized to use the mark meet certain standards or 
conditions established by such person. The use of the certification mark must be 
legitimately controlled by the certifier; the certifier may not use it to certify 
his own goods or services; and he may not permit it to be used for any purpose 
other than to certify the standards or conditions established by him. In the 
‘ase of arbitrary marks, such as those of testing laboratories, the owner of the 
mark establishes conditions and standards which the mark will certify. Having 
established the standards or conditions which the mark certifies, unless the 
certifier is free to select those who are to be his authorized users, he ceases to 
have the necessary control over the mark. 
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In the case of geographical names, such as those which indicate regional origin, 
there cannot be any registrable certification mark unless the applicant for regis- 
tration shows that a competent legislative or other authority has conferred upon 
him the power to control the use of the name as a certification mark. Further- 
more, Caneellation of a registration would not correct any evil which might result 
from a discriminatory refusal to certify. Even though the registration were 
canceled, the discrimination could, and probably would, continue as before, since 
cancellation of a registration in a Patent Office proceeding does not and cannot 
require cessation of use of the mark. Such “discriminatory refusal” might well 
amount to an unfair method of competition under the Federal Trade Commission 
Act in which event that agency could proceed against use of the mark; and if 
such “discriminatory refusal” amounts to a violation of the antitrust laws, the 
Justice Department could proceed against such violations. A cancellation pro- 
ceeding would amount to a “sham battle” which would not protect the public 
interest, since it could not have the effect of eliminating any unlawful discrimina- 
tion. If use of the mark should be enjoined, either by a cease and desist order of 
the Federal Trade Commission or by a court in an antitrust action, the registra- 
tion ultimately would be canceled by the Patent Office for failure of the registrant 
to file the affidavit of use required by section 8 of the act, or it would expire as 
a result of the registrant’s inability to file the affidavit of use required for 
removal. The primary objection to the present provision, which would be 
deleted by 8S. 2540, is that it places an unnecessary potential burden on the Patent 
Office 

This second comment is directed to section 23 of the bill which would add a 
new right of action against improper uses of and references to registered marks. 
A registrant has, under section 45, 16th paragraph, a responsibility for preventing 
acts of omission or commission which will cause his mark to lose its significance 
as an indication of origin. There is, however, no corresponding right to prevent 
such acts unless the mark is actually used by infringers on or in connection with 
goods or services or on labels intended to be so used. Section 23 would add a 
new subsection to section 32 (1) of the act to provide the right. The proposed 
subsection is probably unnecessarily broad in its terms, since it clearly should 
have no application to ordinary and common words used in their ordinary or 
common significance. There is probably a need, however, to provide a right of 
action to the owner of an arbirtary, fanciful, or coined mark by means of which 
he can prevent improper references to his mark in dictionaries, publications, 
and by others as if it were an ordinary and common word of the language when 
such references would tend to cause loss of trade-mark rights. It has been 
suggested that page 16, lines 21—24, of S. 2540 be revised to read as follows: 

“(c) employ a registered mark otherwise than as a trade or service mark in 

such manner as to be likely to cause the mark to lose its significance as a mark 
and cause the mark so employed to be transmitted in commerce,” 
A companion suggestion for further restricting section 32 (1) of the act would 
change the period to a comma at the end of line 7 of page 17 of S. 2540 and add: 
“or to prevent the employment of any word, name or symbol, even though reg- 
istered as a mark, which is a descriptive word or the common descriptive name 
of the product for which the mark is registered being employed in its ordinary 
or common significance.” 

The incorporation of these suggestions in Section 23 of S. 2540 would be 
approved. 

This third comment is directed to section 24 of the bill which would delete 
subsection 33 (b) (7) of the act. This subsection provides as a defense in cer- 
tain infringement suits “that the mark has been or is being used to violate the 
antitrust laws.’ The basis for relief from trade-mark infringement is twofold, 
namely (1) to protect the trade-mark owner’s goodwill and his investment of 
time, energy, and money in creating that goodwill; and (2) to protect the public 
from confusion, mistake, and deception as to the source of goods. Subsection 33 
(b) (7) has three basic defects, namely, (1) it refers to past actions which may 
no longer exist [“has been used”, ete.]; (2) it would seem to be applicable only 
to that limited class of registered marks which have acquired incontestable 
status; and (3) it provides a means whereby a court could refuse to grant relief 
to a plaintiff in an infringement action, thereby permitting the confusion and 
deception of the public to continue. 

As for (1), suffice it to say that if at some time in the past there was an anti- 
trust violation, a plaintiff should not be penalized and the public should not con- 
tinue to be confused and deceived after the violation has ceased. The present 
language seems to change by statute the well-established principle that the rights 
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of the parties should be determined on the basis of the facts as they existed at 
the time suit was filed. 

With reference to (2), a charge of violation of the antitrust laws as a defense 
in an infringement suit amounts to nothing more than interposition of the 
equitable defense of unclean hands. Such a defense is available at all times, 
and, when proved, the court may grant or deny relief on the basis of the facts 
presented. It is available as a defense whether or not a mark has acquired 
incontestable status. To provide by statute for application of the provisions 
only to the limited class of marks raises a question of its applicability to marks 
which have not acquired incontestable status. 

Referring to (3), A sues B for trade-mark infringement. The essence of the 
suit is that confusion and deception of the public has resulted and is continuing 
as a result of B’s use of the infringing mark, thereby damaging A. B asserts as 
a defense that A has been or is violating the antitrust laws. If the defense is 
proved, and if it is an absolute defense as contended by some, should the court 
dismiss the suit and permit the confusion and deception of the public to con- 
tinue? 

The presence of section 33 (b) (7) has resulted in a reluctance on the part 
of some trade-mark owners to register under the act or to claim the benefits of 
the act for their registrations issued under prior acts, thus defeating one of 
the primary purposes of the act, i. e., to create an incentive to register and thereby 
establish a central register of marks in use in commerce, 

The proposal to delete subsection 33 (b) (7) is considered desirable. It is 
believed that any question which might arise as to the status of a defense of 
unclean hands (antitrust violation) in a trade-mark infringement suit can 
readily be answered by a clear statement or rationale by the congressional com- 
mittee in its report on S. 2540. 

DAPHNE LEEDS, 
Assistant Commissioner. 


Cuicaao, June 18, 1954. 
Re S. 2540, proposed section 32 (1) (c) 
Hon, ALEXANDER WILEY, 
United States Senate, Washington, D. C. 

DEAR SENATOR WILEY: Inasmuch as there is a rumor that the proposed provi- 
sion for injunctions against publishers and broadcasters is being omitted from 
S. 2540, but that there is a strong fight being made for its reinsertion, a further 
statement on that particular subject is enclosed. 

It seems appropriate to observe that the same lack of self-restraint which 
seems to have caught your eye in regard to this particular section is present in 
a number of other provisions of the bill. You might well recognize that the 
philosophy which governs the insistence upon this provision in the bill is the 
philosophy predominant among those on whom you are expected to rely on 
trade-mark matters. I question whether it corresponds closely enough to your 
philosophy to warrant such reliance. 

Lest this mention of philosophy be misunderstood, I might explain that your 
philosophies on trade-mark matters may be nine-tenths alike: I assume both 
you and those who wish you to rely on them agree that trade-mark rights should 
be thoroughly protected. The area of important difference I think exists is in 
your greater awareness of the danger in inviting harassment of innocent per- 
sons, and in even inviting possible undue extension of trade-mark rights. This 
is likely to result when the drafters habitually make a little more sure that 
proposed statutory language does everything it should for a registrant but are 
not so interested in being equally sure that it does everything it should for 
possible honest antagonists. 

Yours very truly, 
Lovtis RoserrTson, 


FurtTHErR STATEMENT BY LOUIS ROBERTSON PROPOSED SECTION 32 (1) (Cc) 


The objections stated by Mr. Charles W. Rummler and myself to this section 
could be divided into two halves of radically different types. Our objection to 
the effect that the power to sue becomes a duty to sue, under section 45, and that 
the section is to that extent undesirable even on behalf of registrants, could be 
overcome by adding to the proposed subsection (c) the following proviso: “Pro- 
vided, That no failure to sue under this subsection shall constitute an act of 
omission under section 45.” 
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The idea of this proviso is not original with me. In a group at which it was 
discussed, I believe that it was favored by 4 to 3 and that, of the 3, 2 would not 
object to it, but merely did not want to complicate the question by it. 

In view of the attention which this proposed section is receiving, some ampli- 
fication seems appropriate of that half of my objections which would not be 
overcome by the foregoing proviso. 

This other half of my objections concerns what might be considered the matter 
of self-restraint in trade-mark legislation. We cannot expect trade-mark own- 
ers to exercise much self-restraint after the legislation. The necessity of dili- 
gence almost dictates that whenever there is any possibility of their having a 
right, they must assert that possible right to the hilt, or run the risk of losing it. 

It seems to me that publishers and broadcasters have been so cooperative with 
legitimate trade-mark requests that we ought not to subject these friends of the 
trade-mark system to possible harassment by inserting in the statute a language 
which the more diligent or greedy of us will assert with undue breadth. Espe- 
cially, we should not do so when we are including no clear language giving any 
defenses and no language inviting courts to work the matter out on sensible equi- 
table grounds. We would be enacting positive legislation from which the courts 
could backtrack only by doing violence to the language. 

As an example of how far the language might be asserted, it is noted that 
there are disputes as to a publisher's duties. Some think that it is not enough 
for a publisher to capitalize the trade-mark; he must follow it with a common 
noun (presumably whether or not the trade-mark owner habitually does so). 
There is also a dispute as to whether it is proper for a dictionary in listing s 
trade-mark with a capita! letter and indicating that it is a trade-mark to add 
the factual notation that it is sometimes used loosely to mean any product of its 
class (look up “Frigidaire” ) 

Although I have no clients in the publishing and broadcasting fields, I have 
taken the trouble to inquire as to the possibility of unreasonable requests by 
trade-mark owners. One dictionary publisher has replied as follows: 

“There have been instances when certain proprietors have made requests that 
we would have to regard as unreasonable from a lexicographer’s point of view, 
although they may certainly be reasonable from the standpoint of a commercial 
firm seeking to hold off the inevitable. Quite often overly zealous promotion of 
a trade-mark makes it so familiar a term with the public that it becomes, as 
a matter of linguistic course, a generic term for all similar instances. This 
would be true of such terms as ‘thermos,’ ‘vaseline,’ ‘zipper,’ and others. As 
dictionary editors dedicatea to recording the language as it is, not as we or 
others might like it, we have no alternative but to record such usage, at the same 
time indicating the word’s status as an uppercased trade-mark where this is 
legally the case. 

“T recall that the Cheseborough Manufacturing Co. once attempted to dissuade 
us from listing ‘vaseline’ as anything other than a general trade-mark ( Vaseline) 
for a wide variety of products. We obviously could not respect their wishes in 
this case, since at one level of usage, ‘vaseline’ is neither more nor less than the 
prevailing term for ‘petroleum jelly’.” 

It seems probable that our more ardent or diligent trade-mark enthusiasts 
(we are all enthusiasts but some are more so) will use the language in question 
for asserting their views and insisting on compliance. 

I don’t think there is enough need to justify our subjecting our friendly pub- 
lishers and broadcasters to such harassment, and some of them to litigation to 
determine how far the new wording changes the law. 

We should not overlook the fact that it is extremely rare for publishers or 
broadcasters to do much worse along this line than to reflect the already existing 
state of the public mind. Furthermore, it is rare that this state of the public 
mind exists without a great deal of fault on the part of the trade-mark owner. 
The fauls on the part of the trade-mark owner may go much further than the 
ultra-enthusiasts of trade-marks yet recognized. Perhaps he is even at fault 
whenever he intermixes the origin-indicating function of his trade-mark (which 
he owns) with the product type-designating function which probably is not sub- 
ject to ownership. This intermixing has been referred to in one recent article 
as “commingling” with possible connotations that he who-commingles his private 
rights may lose them. 

If the trade-mark owner is himself sufficiently careful, it is even probable that 
the missuse of his mark by publishers and broadcasters makes it more valuable 
to him, Unless and until “Frigidaire’’ becomes lost, is it any less valuable to 
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its owner by its common use as if a generic term? Indeed, it is competitors, not 
“Frigidaire,” who should complain that purchasers ask for “frigidaire” when 
they do not mean “Frigidaire.” 

The proposed statutory wording appears to be applicable to mere supplemental 
registrations which carry no presumption of validity of the mark, and does not 
require that the significance as a mark must ever have become dominant or 
strong enough to have been protectable at common law. Indeed, the term “mark” 
as defined in section 45 (see also sec, 23) does not require any origin-significance. 

The provision in question was defeated on what is believed to have been the 
only large-group vote to which it has ever been separately subjected. The action 
has no official standing, and hence the association is not here named, though its 
members can find the record in a pamphlet (1950, p. 42). 

Now is the last chance for us to exercise self-restraint collectively. It prob- 
ably will never be exercised very effectively individually. 


x 





